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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions ol time may be available under the provisions of 37 CFR 1 136(a) in no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period tor reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

• II NO penod for reply is specified above, Ihe maximum statutory period will apply and will expire SIX (6) MONTHS tram the mailing date ol this communication 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 US C § 133) 
Any reply received by the Office laler than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status 

1 )H Responsive to communication(s) filed on 25 August 2003 . 
2a)0 This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-20 is/are rejected. 

7) Q Claim(s) is/are objected to. 

80 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

2. Claims 1-20, are rejected under 35 U.S.C. 102(e) as being anticipated by Eder U.S Patent 
6,321.205. 

As per claims 1-2, Eder discloses a computer readable medium having 
sequences of instructions stored therein, which when executed cause the processors in a 
computer to perform a discount rate method, comprising: 

organizing enterprise related data into the components of value, one or more growth 
options and two or more elements of value. (see column12 lines 5-25) identifying 
performance indicators for each element of value.(see column 5 lines 5-35 and column 23 
lines 50-65) and determining the discount rate to be used in growth option valuation as a 
function of the relative ranking of the elements that support the growth option. (see column 
1 1 lines 50-65 and column 12 lines 5-25 and column 10 lines 45-50). 

As per claim 3, Eder discloses where the elements of value are vendor 
relationships, customers, employees, brands, production equipment, strategic 
partnerships and combinations thereof, (see column 21 lines 5-30). 

As per claim 4, Eder discloses wherein the performance indicators are selected 
from the group consisting of element data and trends, summaries, time lagged values, 
rates of change, patterns and averages derived from element data. (see column 23 lines 
50-65). 

As per claim 5, Eder discloses where enterprise related data is obtained from 
advanced financial systems, basic financial systems, operation management systems, 
sales management systems, human resource systems, accounts receivable systems, 
accounts payable systems, capital asset systems, inventory systems, invoicing systems, 
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payroll systems, purchasing systems, the Internet, user input and combinations 
thereof.(see column 5 lines 5-35). 

As per claim 6, Eder discloses where an enterprise is a single product, a group of 
products, a division or a company, (see column 5 lines 5-35). 

As per claim 7, Eder discloses where the components of value are revenue, 
expense or change in capital, (see column 23 lines 50-65). 

As per claim 8, Eder discloses where performance indicators identify element 
characteristics that are causal to changes in enterprise value, (see column 23 lines 50- 
65). 

As per claim 9, Eder discloses a discount rate system, comprising: 
a computer with a processor having circuitry to execute instructions: a storage device 
available to said processor with sequences of instructions stored therein, which when 
executed cause the processor to: 

organize enterprise related data into the components of value, one or more growth 
options and two or more elements of value; 

identify performance indicators for each element of value, (see column 5 lines 5-35 and 
column 23 lines 50-65) and determine the discount rate to be used in growth option 
valuation as a function of the relative ranking of the elements that support the growth 
option, (see column 1 1 lines 50-65 and column 12 lines 5-25 and column 10 lines 45-50). 

As per claim 10, Eder discloses where data envelopment analysis (DEA) analysis 
is used to identify the relative ranking of the elements of value, (see column 23 lines 50- 
65). 

As per claim 11, Eder discloses where the elements of value are vendor 
relationships, customers, employees, brands, production equipment, strategic 
partnerships and combinations thereof, (see column 21 lines 5-30). 

As per claim 12, Eder discloses wherein the performance indicators are selected 
from the group consisting of element data and trends, summaries, time lagged values, 
rates of change, patterns and averages derived from element data, (see column 11 lines 
55-65 and column 12 lines 5-25). 
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As per claim 13, Eder discloses where enterprise related data is obtained from 
advanced financial systems, basic financial systems, operation management systems, 
sales management systems, human resource systems, accounts receivable systems, 
accounts payable systems, capital asset systems, inventory systems, invoicing systems, 
payroll systems, purchasing systems, the Internet, user input and combinations thereof, 
.(see column 5 lines 5-35). 

As per claim 14, Eder discloses where an enterprise is a single product, a group 
of products, a division or a company, (see column 5 lines 5-35). 

As per claim 1 5, Eder discloses where the components of value are revenue, 
expense or change in capital, (see column 23 lines 50-65). 

As per claim 16, Eder discloses where performance indicators identify element 
characteristics that are causal to changes in enterprise value, (see column 23 lines 50- 
65). 

As per claim 17, Eder discloses a valuation method, comprising: 
organizing enterprise related data into the components of value, one or more growth 
options and two or more elements of value; 

identifying the level of interaction between elements of value. (See column 12 lines 5-25). 
And selecting an element valuation method based on the level of interaction between 
elements of value. (see column 23 lines 50-65 and column 1 1 lines 50-65 and column 12 
lines 5-25). 

As per claim 18, Eder discloses where enterprise related data is obtained from 
advanced financial systems, basic financial systems, operation management systems, 
sales management systems, human resource systems, accounts receivable systems, 
accounts payable systems, capital asset systems, inventory systems, invoicing systems, 
payroll systems, purchasing systems, the Internet, user input and combinations thereof 
.(see column 5 lines 5-35). 

As per claim 19, Eder discloses where an enterprise is a single product, a group of 
products, a division or a company, (see column 5 lines 5-35). 
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As per claim 20, Eder discloses where here the elements of value are vendor 
relationships, customers, employees, brands, production equipment, strategic 
partnerships and combinations thereof, (see column 21 lines 5-30 ). 
payable systems, capital asset systems, inventory systems, invoicing systems, payroll 
systems, purchasing systems, the Internet, user input and combinations thereof.(see 
column 5 lines 20-35). 



3. The prior art of record and not relied upon is considered pertinent to Applicants 
disclosure. 

Eder (US 2001/0034686 A 1 ) teaches method of and system for defining and 
measuring the real options of a commercial enterprise. 

Sandretto (US PATENT: 5, 812, 988) teaches method and system for jointly of 
estimating cash flows simulated returns risk measures and present values for a plurality 
of assets. 

Horsfall (US Patent 2003/0083973 A1) teaches electronic trading system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703- 
305-1874. The examiner can normally be reached on 7am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 703-308-0505. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-0040 
for regular communications and 703-305-0040 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 



Conclusion 




CG 



June 21, 2004 



Ail 361* 
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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

I )E3 Responsive to communication(s) filed on 29 December 2003 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) d] Claim(s) 2548- is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 25-48 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .D Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 25-48, are rejected under 35 U.S.C. 102(e) as being anticipated by Sandretto U.S. 
Patent 5, 812, 988. 

As per claim 25, Sandretto discloses a finance method, comprising: 
integrating data from organization transaction databases in accordance with a common 
schema for an organization with one or more enterprises; and 

developing a model that identifies a net contribution of one or more elements of value to 
an organization share price by category of value where the categories of value are 
selected from the group consisting of current operation, real options, market sentiment 
and combinations thereof by using at least a portion of the data. (see column 14 lines 30- 
67 and column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 26, Sandretto discloses where the elements of value are selected from 
the group consisting of alliances, brands, channels, customers, customer relationships, 
employees, employee relationships, equipment intellectual property, partnerships, 
processes, supply chains, vendors, vendor relationships and combinations thereof.(see 
column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 lines 52-67 and 
column 40 lines 1-67). 

As per claim 27, Sandretto discloses where developing a model that identifies a net 
contribution of one or more elements of value to an organization share price value by 
category of value further comprises: 

creating performance indicators for each element of value using at least a portion of the 
data, training models of historical and forecast data for one or more aspects of financial 
performance using said indicators to identify value driver candidates by element of value 
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by enterprise, analyzing historical and forecast data for one or more aspects of financial 
performance using induction algorithms and said value driver candidates to identify value 
drivers and create element impact summaries by enterprise, and using said element 
impact summaries to quantify a contribution of each of one or more elements of value to 
an organization share price value by category of value by enterprise, .(see column 14 
lines 30-67 and column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 
1-67). 

As per claim 28, Sandretto discloses where the aspects of financial performance are 
selected from the group consisting of revenue, expense, capital change, market value 
and combinations thereof, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and 
column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 29, Sandretto discloses where the contribution of an element of value to 
a category of value is the net contribution of the element to the category of value and the 
other elements of value, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and 
column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 30, Sandretto discloses further comprises using the organization share 
price model to complete activities from the group consisting of identifying changes to one 
or more element value drivers that will optimize one or more aspects of organization 
financial performance, identifying the impact of value driver changes on one or more 
aspects of organization financial performance in an interactive manner, reporting 
organization market and share price value by element of value, reporting organization 
market and share price value by category of value, identifying a price point for trading 
organization shares and combinations thereof. .(Note abstract see column 14 lines 30-67 
and column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 31, Sandretto discloses where organization transaction databases 
are selected from the group consisting of advanced financial system databases, basic 
financial system databases, alliance management system databases, brand management 
system databases, business intelligence system databases, customer relationship 
management system databases, channel management system databases, estimating 
system databases, intellectual property management system databases, process 
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management system databases.(see column 14 lines 30-67 and column 15-33 lines 1-67 
and column 39 lines 52-67 and column 40 lines 1-67) supply chain management system 
databases, vendor management system databases, operation management system 
databases, enterprise resource planning systems (ERP), material requirement planning 
systems (MRP), quality control system databases, sales management system databases, 
human resource system databases, accounts receivable system databases, accounts 
payable system databases, capital asset system databases, inventory system databases, 
invoicing system databases, payroll system databases, purchasing system databases, 
web site system databases, the Internet, external databases, user input and combinations 
thereof. .(Note abstract and see column 14 lines 30-67 and column 15-33 lines 1-67 and 
column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 32, Sandretto discloses where a transaction is any event that is logged 
or recorded, .(see column 14 lines 30-67 and column 15-33 lines 1-67. and column 39 
lines 52-67 and column 40 lines 1-67). 

As per claim 33, Sandretto discloses a computer readable medium having 
sequences of instructions stored therein, which when executed cause a processor to 
perform a learning method, comprising: integrating data from organization transaction 
databases in accordance with a common schema for an organization with one or more 
enterprises.(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 lines 
52-67 and column 40 lines 1-67) and quantifying a net impact of each of one or more 
elements of value on a value of a business where the elements of value are selected from 
the group consisting of alliances, brands, channels, customers, customer relationships, 
employees, employee relationships, equipment intellectual property, partnerships, 
processes, supply chains, vendors, vendor relationships and combinations thereof by 
learning from at least a portion of the data, .(see column 14 lines 30-67 and column 15-33 
lines 1-67 and column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 34, Sandretto discloses where quantifying a net impact of one or more 
elements of value on a value of a business further comprises: 

creating performance indicators for each element of value using at least a portion of the 
data, evolving models of historical and forecast data for one or more aspects of financial 
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performance using said indicators to learn which indicators are value driver candidates 
by enterprise, evolving induction models of historical and forecast data for one or more 
aspects of enterprise financial performance using said candidates to learn which 
indicators are value driver candidates while creating element impact summaries from said 
value drivers, and using said element impact summaries to quantify a contribution of each 
of one or more elements of value to a value of the business by enterprise.(see column 14 
lines 30-67 and column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 
1-67). 

As per claim 35, Sandretto discloses where the contribution of each of one or more 
elements of value to a value of a business is segmented by category of value where the 
categories of value are selected from the group consisting of current operation, real 
options, market sentiment and combinations thereof, .(see column 14 lines 30-67 and 
column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 1-67) 
As per claim 36, Sandretto discloses where the aspects of financial performance are 
selected from the group consisting of revenue, expense, capital change, market value 
and combinations thereof.(see column 14 lines 30-67 and column 15-33 lines 1-67 and 
column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 37, Sandretto discloses where genetic algorithms are used to evolve 
the models.(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 lines 
52-67 and column 40 lines 1-67). 

As per claim 38, Sandretto discloses where learning from the data further comprises 
activities selected from the group consisting of identifying previously unknown value 
drivers, identifying previously unknown relationships between elements of value, 
identifying previously unknown relationships between element value drivers and 
combinations thereof, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and 
column 39 lines 52-67 and column 40 lines 1-67). 

As per claim 39, Sandretto discloses where the impact of an element of value on the 
value of the business is the net impact of the element on the business and the other 
elements of value, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 
39 lines 52-67 and column 40 lines 1-67). 
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As per claim 40, Sandretto discloses where the method further comprises using the 
net element impact information to support activities from the group consisting of 
identifying changes to one or more element value drivers that will optimize one or more 
aspects of organization financial performance, identifying the impact of value driver 
changes on one or more aspects of organization financial performance in an interactive 
manner, reporting organization market and share price value by element of value, 
reporting organization market and share price value by category of value, identifying a 
price point for trading organization shares and combinations thereof, (see column 14 lines 
30-67 and column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 1- 
67). 

As per claim 41 , Sandretto discloses an element system, comprising, 
networked computers each with a processor having circuitry to execute instructions; a 
storage device available to each processor with sequences of instructions stored therein, 
which when executed cause the processors to: 

use data from organization transaction databases to identify the value of each of one or 
more elements of value to an organization. (see column 14 lines 30-67 and column 15-33 
lines 1-67 and column 39 lines 52-67 and column 40 lines 1-67) 

As per claim 42, Sandretto discloses where the elements of value are selected 
from the group consisting of alliances, brands, channels, customers, customer 
relationships, employees, employee relationships, equipment, intellectual property, 
partnerships, processes, supply chains, vendors, vendor relationships and combinations 
thereof, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 lines 
52-67 and column 40 lines 1-67). 

As per claim 43, Sandretto discloses where an organization is a single product, a 
group of products, a division, a company, a multi-company corporation or a value chain. 
.(Note abstract and see column 2 lines 15-59 and column 3-6 and 23 lines 40-65 and 
column 24-26 lines 1-67 and column 27-28 lines 1-40). 

As per claim 44, Sandretto discloses where organization transaction databases are 
selected from the group consisting of advanced financial system databases, basic 
financial system databases, alliance management system databases, brand management 
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system databases, business intelligence system databases, customer relationship 
management system databases. .(see column 14 lines 30-67 and column 15-33 lines 1- 
67 and column 39 lines 52-67 and column 40 lines 1-67) channel management system 
databases, estimating system databases, intellectual property management system 
databases, process management system databases, supply chain management system 
databases, vendor management system databases, operation management system 
databases, enterprise resource planning systems (ERP), material requirement planning 
systems (MRP), quality control system databases, sales management system databases, 
human resource system databases, accounts receivable system databases, accounts 
payable system databases, capital asset system databases, inventory system databases, 
invoicing system databases, payroll system databases, purchasing system databases, 
web site system databases, the Internet, external databases, user input and combinations 
thereof, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 lines 
52-67 and column 40 lines 1-67). 

As per claim 45, Sandretto discloses where the value of each of one or more 
elements of value to an organization is segmented by category of value where the 
categories of value are selected from the group consisting of current operation, real 
options, market sentiment and combinations thereof and enterprise where an enterprise 
is a single product, a group of products, a division or a company, .(see column 14 lines 
30-67 and column 15-33 lines 1-67 and column 39 lines 52-67 and column 40 lines 1- 
67). 

As per claim 46, Sandretto discloses where a transaction is any event that is logged 
or recorded, .(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 
lines 52-67 and column 40 lines 1-67). 

As per claim 47, Sandretto discloses where identifying the value of one or more 
elements of value to an organization further comprises: 

creating performance indicators for each element of value using at least a portion of the 
data, training models of historical and forecast data for one or more aspects of financial 
performance using said indicators to identify value driver candidates by element of value 
by enterprise .(see column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 
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lines 52-67 and column 40 lines 1-67) analyzing historical and forecast data for one or 
more aspects of financial performance using induction algorithms and said value driver 
candidates to identify value drivers and create element impact summaries by enterprise, 
and using said element impact summaries to quantify a contribution of each of one or 
more elements of value to an organization value by category of value by enterprise, .(see 
column 14 lines 30-67 and column 15-33 lines 1-67 and column 39 lines 52-67 and 
column 40 lines 1-67). 

As per claim 48, Sandretto discloses where the aspects of financial performance 
are selected from the group consisting of revenue, expense, capital change, real options, 
market value and combinations thereof. (see column 14 lines 30-67 and column 15-33 
lines 1-67 and column 39 lines 52-67 and column 40 lines 1-67). 



3. The prior art of record and not relied upon is considered pertinent to Applicants 
disclosure. 

Liddy Eder (US Patent 6, 026, 388) teaches user interface and other enhancements for 
natural language information retrieval system and method. 
Kohorn US PATENT: 5, 508, 731) teaches generation of enlarged participatory 
broadcast audience. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703- 
305-1874. The examiner can normally be reached on 7am to 5pm. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703-305- 
1874. The examiner can normally be reached on 7am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Hyung S. Sough can be reached on 703-308-0505. The fax phone numbers for the 
organization where this application or proceeding is assigned are 571-273-8300 for regular 
communications and 703-305-0040 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 



Conclusion 
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DETAILED ACTION 

1 . Claims 41-48 has been cancelled and claims 25-40, and 49-61 remained pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 25, 33, 57, are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Applicant's claims are directed to an algorithm. Specifically, claims 25, 33, 57 recites 
"integrating data and identifying and generating, creating evolving, ", however these 
steps are mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, for example) and abstract ideas without a 
practical application are found to be non-statutory subject matter. Therefore, Applicant's 
claims are non-statutory as they do not produce a useful, concrete and tangible result. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out 

and distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claims 25, 33, 57 , are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In particular, Claims 25, 33, 57, recites the words [" using at least a portion of the data, 

for each aspect, disparate sources, meta data standard "]. 

However this language fails to distinctly claim Applicant's invention because the scope of the 
claim is unclear. Moreover the specification fails to clarify, the meaning of the limitations. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351 (a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 25-40, and 49-61, are rejected under 35 U.S.C. 102(b) as being Lyons et al 
(Hereinafter Lyons U.S. Patent 4, 989, 141 ). 
As per claim 25, Lyons discloses a finance method, comprising: 
integrating data from organization transaction databases in accordance with a common 
schema for an organization with one or more enterprises; and 
using at least a portion of the data to develop developing a model that identifies a net 
contribute of one or more elements of value to an organization share price by a 
category of value and a plurality of tools for organization financial management selected 
from the group consisting of one or more category of value models one or more 
component of value models, one or more market value models(see columns 5-1 1 
column 7 line 1 to column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 
and column 21-22 and column 5-6 and column 4-5) one or more network models one or 
more optimization models a plurals of segmentation models a plurality of simulation 
models one or more value chain models, a plurality of management reports, one or 
more lists of chances that will optimize one or more affects of organization financial 
performance; a system for automated trading of organization equity security based on a 
market sentiment value and combinations thereof 

where the categories of value are current operation and a segment of value selected 
from the group consisting of operation, real options, market sentiment and combinations 
thereof by using at least a portion of the-data. (see columns 5-1 1 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5). 

As per claim 26, Lyons discloses where the an element of value are is selected from 
the group consisting of alliances, brands, channels, customers, customer relationships, 
employees, employee relationships, equipment intellectual property, partnerships, 
processes, supply chains, vendors, vendor relationships and combinations thereof, (see 
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columns 5-11 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 and column 
10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 27, Lyons discloses where developing a model that identifies a net 
contribution of one or more elements of value to an organization share price value by a 
category of value further comprises: 

creating performance indicators for each element of value using at least a portion of the 
data, training models of historical and forecast data for one or more aspects of financial 
performance using said indicators to identify value driver candidates by element of 
value by enterprise, analyzing historical and forecast data for one or more aspects of 
financial performance using induction algorithms and said value driver candidates to 
identify value drivers and create element impact summaries by enterprise, and 
using said element impact summaries to quantify a contribution of each of one or more 
elements of value to an organization share price value by category of value by 
enterprise, (see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8- 
12 and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 28, Lyons discloses where the aspects of financial performance are 
selected from the group consisting of revenue, expense, capital change, market value, 
alliance value brand value channel value customer values customer relationship value, 
employee value, employee relationship value, intellectual property, value partnership 
value, process value, supply chain value vendor value vendor relationship value and 
combinations thereof, (see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5). 

As per claim 29, Lyons discloses where the contribution of an element of value to a 
category of value is the net contribution of the element of value to the category of value 
and the other elements of value, (see columns 5-11 column 7 line 1 to column 9 line 17 
and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 
and column 4-5). 

As per claim 30, Lyons discloses further comprises using a model that identifies a net 
contribution of one or more elements of value to an organization share price by a 
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.category of value the organization share price by category of value to complete 
activities selected from the group consisting of identifying changes to one or more 
element value drivers that will optimize one or more aspects of organization financial 
performance(see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 
8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5) 
identifying the impact of value driver changes on one or more aspects of organization 
financial performance in an interactive manner, reporting organization market and share 
price value by element of value, reporting organization market and share price value by 
category of value, identifying a price point for trading organization shares and 
combinations thereof, (see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5). 

As per claim 31 , Lyons discloses where organization transaction databases are 
selected from the group consisting of advanced financial system databases, basic 
financial system databases, alliance management system databases, brand 
management system databases, business intelligence system databases, customer 
relationship management system databases, channel management system databases, 
estimating system databases, intellectual property management system databases, 
process management system databases, supply chain management system databases, 
vendor management system databases, operation management system databases, 
enterprise resource planning systems (ERP) (see columns 5-11 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5) material requirement planning systems (MRP), quality 
control system databases, sales management system databases, human resource 
system databases, accounts receivable system databases, accounts payable system 
databases, capital asset system databases, inventory system databases, invoicing 
system databases, payroll system databases, purchasing system databases, web site 
system databases, the Internet, external databases, user input and combinations 
thereof, (see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 
and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 
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As per claim 32, Lyons discloses where a transaction is any event that is logged or 
recorded, (see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8- 
12 and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 33, Lyons discloses a computer readable medium having sequences of 
instructions stored therein, which when executed cause a processor in a computer to 
perform a learning method, comprising: 

integrating data from organization transaction databases in accordance with a common 
schema for an organization with one or more enterprises; and 

identifying a set of data records that are associated with each of one or more aspects of 
enterprise financial performance from said integrated data that can be used for training 
plurality of cluster models for each aspect of enterprise financial performance(see 
columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 and column 
10 lines 1-15 and column 21-22 and column 5-6 and column 4-5) 
and generating a plurality of cluster models that identify a plurality of segments for each 
aspect of financial performance learning from at least a potion of the data where said 
cluster models when taken together comprise an overall model for each aspect of 
financial performance and where the aspects of financial performance are selected from 
the group consisting of category of value, component of value element of value, market 
value and combinations thereof, (see columns 5-1 1 column 7 line 1 to column 9 line 17 
and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 
and column 4-5). 

As per claim 34, Lyons discloses wherein identifying a plurality of segments for an 
element of value further comprises: 

creating a plurality of performance indicators for each element of value using at least a 
portion of the data(see columns 5-11 column 7 line 1 to column 9 line 17 and column 9 
lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4- 
5) evolving a plurality of models of historical and forecast data for one or more aspects 
of financial performance using said indicators to learn which indicators are value driver 
candidates by enterprise evolving a plurality of induction models of historical and 
forecast data for one or more aspects of enterprise financial performance using said 
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candidates to learn which indicators are value driver candidates while creating a 
plurality of element impact summaries from said value drivers, and 
using said element impact summaries to identify a plurality of segments for each 
element of value with a clustering algorithm, (see columns 5-1 1 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5). 

As per claim 35, Lyons discloses where the contribution of each of one or more 
elements of value to a, value of a business is segmented by category of value where the 
categories of value are selected from the group consisting of current operation, real 
options, market sentiment and combinations thereof, (see columns 5-1 1 column 7 line 1 
to column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21- 
22 and column 5-6 and column 4-5). 

As per claim 36, Lyons discloses wherein are component of value is selected from the 
group consisting of revenue, expense, capital change; market value and combinations 
thereof, (see columns 5-1 1 column 7 line 1 to column 9 line 1 7 and column 9 lines 8-12 
and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 37, Lyons discloses wherein the method further comprises using 
genetic algorithms used to evolve the a plurality of models, (see columns 5-1 1 column 7 
line 1 to column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and 
column 21-22 and column 5-6 and column 4-5). 

As per claim 38, Lyons discloses where learning from the data further comprises 
activities selected from the group consisting of identifying previously unknown value 
drivers, identifying previously unknown relationships between elements of value, 
identifying previously unknown relationships between element value drivers and 
combinations thereof, (see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5). 

As per claim 39, Lyons discloses wherein the elements of value are selected from the 
group consisting_ of alliances brands, channels, customers, customer relationships, 
employees employee relationships, equipment intellectual property, partnerships,, 
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processes supply, chains, vendors. . vendor relationships and combinations thereof, 
(see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 and 
column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 40, Lyons discloses wherein cluster models are developed using 
algorithms selected from the group consisting of "Kohonen" neural network K-nearest 
neighbor, Expectation Maximization and_ the segmental K-means algorithm, (see 
columns 5-11 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 and column 
10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 
41 - 48 (cancelled without prejudice) 

As per claim 49, Lyons discloses a composite application method for data 
processing, comprising using two or more independent components of application 
software to produce one or more useful results by processing a set of data where said 
data has been integrated from two or more systems in an automated fashion 
accordance with a common model or schema defined by a common metadata standard, 
(see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 and 
column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 50, Lyons discloses wherein two or more independent components of 
application software can be flexibly combined as required to support the development of 
one or more useful results, (see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5). 

As per claim 51 , Lyons discloses wherein a common metadata standard is xml, 
metadata coalition standard or corba. (see columns 5-1 1 column 7 line 1 to column 9 
line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and 
column 5-6 and column 4-5). 

As per claim 52, Lyons discloses wherein an independent component of application 
software completes processing selected from the group consisting of: data analysis, 
attribute derivation, capitalization, causal analysis, classification, clustering, count 
linkages, data acquisition, data conversion, data storage, data transformation, element 
life estimation, indicator selection, induction, keyword counting, keyword search, linkage 
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location, relative strength determination, statistical learning, valuation, vector generation 
and combinations thereof, (see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5). 

As per claim 53, Lyons discloses wherein one or more useful results are selected 
from the group consisting of: an element contribution determination, an element impact 
quantification, an element valuation, an enterprise financial performance analysis, an 
enterprise financial performance optimization, a keyword location identification, an 
enterprise financial performance simulation, a future market value optimization, a future 
market value quantification, a management report production, a real option discount 
rate calculation, a real option valuation, a share price valuation, an element of value 
segmentation, a target share price determination, a keyword count and combinations 
thereof, (see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8-12 
and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 54, Lyons discloses wherein two or more systems are selected from the 
group consisting of accounts receivable systems, accounts payable systems, advanced 
financial systems, basic financial systems, alliance management systems, brand 
management systems(see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5) customer relationship management systems, channel management 
systems, estimating systems, intellectual property management systems, process 
management systems, supply chain management systems, vendor management 
systems, operation management systems, sales management systems, 
human resource systems, capital asset systems, inventory systems, invoicing systems, 
payroll systems, purchasing systems, web site management systems, the Internet, 
external databases and combinations thereof, (see columns 5-11 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5). 

As per claim 55, Lyons discloses wherein a plurality of data are integrated from two 
or more systems in accordance with a common model or schema defined by a common 
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metadata standard using metadata mapping, (see columns 5-1 1 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5). 

As per claim 56, Lyons discloses wherein two or more independent components of 
application software further comprise two or more bots. (see columns 5-1 1 column 7 
line 1 to column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and 
column 21 -22 and column 5-6 and column 4-5). 

As per claim 57, Lyons discloses a computer readable medium having sequences of 
instructions stored therein, which when executed cause the processor in a computer to 
perform a data method, comprising: 

automatically integrating data from a plurality of disparate sources into a common 
database using a predefined metadata standard hat defines a common schema where 
the plurality of disparate sources further comprise data sources selected from the group 
consisting of a plurality of database management systems associated with a plurality of 
transactions systems for one or more commercial enterprises, one or more external 
databases, an Internet and combinations thereof, (see columns 5-11 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5). 

As per claim 58, Lyons discloses wherein a plurality of data from a plurality of 
disparate data sources are automatically integrated into a common database using 
metadata mapping, (see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 
9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4- 
5). 

As per claim 59, Lyons discloses wherein a plurality of enterprise transactions 
systems are selected from the group consisting of accounts receivable systems, 
accounts payable systems, advanced financial systems, basic financial systems, 
alliance management systems, brand management systems, customer relationship 
management systems(see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and 
column 4-5) channel management systems, estimating systems, intellectual property 
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management systems, process management systems, supply chain management 
systems, vendor management systems, operation management systems, sales 
management systems, human resource systems, capital asset systems, inventory 
systems, invoicing systems, payroll systems, purchasing systems, web site 
management systems and combinations thereof, (see columns 5-1 1 column 7 line 1 to 
column 9 line 17 and column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 
and column 5-6 and column 4-5). 

As per claim 60, Lyons discloses wherein the method further comprises performing a 
search for one or more keywords and making a set of results from said search 
available, (see columns 5-1 1 column 7 line 1 to column 9 line 17 and column 9 lines 8- 
12 and column 10 lines 1-15 and column 21-22 and column 5-6 and column 4-5). 

As per claim 61 , Lyons discloses wherein a keyword further comprises a word 
selected from a category consisting of company name, brand name, trademark and 
combinations thereof, (see columns 5-11 column 7 line 1 to column 9 line 17 and 
column 9 lines 8-12 and column 10 lines 1-15 and column 21-22 and column 5-6 and . 
column 4-5). 

Conclusion 

RESPONSE TO ARGUMENTS 

7. Applicant's argument filed 12/1/06 has been fully considered but they are moot in 

view of new grounds of rejections. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703- 
305-1874. The examiner can normally be reached on 7am to 5pm. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 703-305- 
1874. The examiner can normally be reached on 7am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Hyung S. Sough can be reached on 703-308-0505. The fax phone numbers for the 
organization where this application or proceeding is assigned are 571-273-8300 for regular 
communications and 703-305-0040 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 

CG 

February 17, 2007 
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DETAILED ACTION 

1 . Claims 25-40, 49-61 remained pending. 

2. In view of the Appeal Brief filed on 10/03/2007 PROSECUTION IS HEREBY 

N ew gro units ol reject i o n s are s el forth belo w . 
To avoid, abandonment of the application appellant must exercise oneof the foli mst 
two. options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) org rspJ i < ei 37 
CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavit? (37 C 1 R 1.130. 1.131 or 1.132) or 
other evidence are permuted. Sec 37 CFR 1.193(b)(2). 

Claim Rejections - 35USC §101 
3/ . 33 : U:.; S . C 1 0 1 reads' as : &1 lo ws ' 

^crr- uny new i-ami l:^;"-;! ?ru:ci>,. jikichiise. :ranu!:ieUi: c. or corn;- 
.m\ iu v. t«J useli'1 mi»hK-'itv( ua.-ieoi. may obtain a patent therefor, subject to the conditions mc 

UH)l)lK'!<VT:: "> of tlllS litis.'- 

C latins 2.5,. 33, 57 : ,.are'i'efeeted-:under 35 ILS.C, 101 because the- -claimed ■invention 'is 
directed to non-statutor> subject matter. 

Applicant's claims are directed to an algorithm. Specifically, claims 25, 33, 57 recites 
"integrating data and identifying and generating, creating evolving, ", however these 
steps- : are mere ideas- in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, Involve, for example) and afestracf -ideas without a 
practical application are found to be non-statutory subject matter, Therefore, Applicant's 
claims are non-statutory as they do not produce a useful concrete and tangible result. 

Claim Rejections - 35 USC § M 

4 i be lb! lowing is a quotation of the second paragraph of 35 u.S C 1 12: 

The spcci fication shall conclude with one or more claims particularly pointing out and 
.u ty claiming the subject matter which the apphi. - _urds as his invention. 

5, Claims 25. 33, 57 , arc rejected under 35 U.SX?. 1 12, second paragraph, as ivrr- 
indetinile for tailing to particularly point out and distinctly claim the subject matter which 

..rds as the invention. 
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r>wr:r,:\: ' r. Claims 25, 33, 57, recites the words |" using at least a portion ol'ti < ^ .-. 
for « sspeef, disparate sources, meta data standard '*]. 

Hov ... . incth ciaira Applicants invention because the scape < : .. 

claim is unclear. Moreover the specification fails to clarify, the meaning of the limitations, 
ipropriate correction is required. 

Claim Rejections - 35 USC § 103 

(| is a quotation of 35 L" S.C J03i3} winch farms me basis Cor ill obviousness rejections set 
forth ir, action: 

(a) A patent m;iy nui be obtains ! :h<-m n it .• .. \ . n-:L r> i- not id.-nue.iliy disclosed oi > . - forth 

in section 10? of tins Ule. if the dfficreiii e hetmen the siilyeel matter -sought to be patented andi'tie prior 
art are such lliat tin* snbte;t matter .« a whole wtttld have Iweu obvious at the tunc the in*'-, v> ;■:.<: s mad.- 
to a person having 'ordinary skill in*hc an to winch said subject matter pertains. . Patent ability .shall not -be 
negatived by the maimer in which (he invention was made. 

7. Claims 25-40. 49-61 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Etlard U.S. Patent 5, 991, 758 in view of Metow U.S. Patent 5, 999, 908. 
As perclaim 25, Eltard dlsclQses--a'nnance : method r c^mprisSng:.: 
: I ntsgratlng: . data from: 'organization: transaction databases I n : aeGO.rda.nce: : with .a; common 
schema/lor an organization with one or more-, enterprises:; (see column i7"iihes 20*34). 
Ellard fail to explicitly teach using at ieast a oomon of the data to develop developing a 
: -model that identifies a net contribute of one or more elements of value to an 
organization share price by a category of value and a-plurality of tools for organization 
financial management/Selected from the group consisting of one or more category of 
value models one or more component of value models, one or more market value 
models one or more.. network models one or more optimization models a plurals of 
segmentation models a plurality of simulation models one or more value chain mod 
a plu-.. ty of management reports, one or more lists of chances that will i ipti.rhize one or 
mort 3 of organization financial performance: a system for automa ! ig of 
organ , at! m equity security based on a market sentiment value and combinations 
thereof where the categories of value are current operation and a segment of /all it ■ 
selected from the group consisting of operation, real options, market senlimeiv i 
comi rati ns thereof by using at least a portion of the-data. 
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vei Ahelow discloses for one example, FIG. 22 illustrates the expected learning 
; ;or one product feature and the corresponding match of types of questions. A 
cot- I - ic emented at each occurrence of that same trigger (which may bsti ig a 
partic . i tt pre lux \ ' mature, exiting an important new product feature v. S using it. 
accessing any one of a set of related but infrequently used features,. etc). The actual 
■ \--\- jr at specific instances when both the trigger increments the counter, and 
that counter reaches specific values. At each of those specific values, a different trigger 
is fired and each are independent of the others (such as on the-2nd, 10th, 70th and 95th 
use of a feature), as follows.{note abstract and see coIuron,2§: iin.es 28-67 and column 
,30 tines-: 1-6). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
■invention was made to modify thee teachings of Ellard to include using at least a portion 
of the' data: to develop developing- a- model that identifies a net '.contribute: of one or ■more 
..et-emenfs.-of value- to an organization -share price by a category of value -and '-a- 'plurality -of 
: tools : for: organization f inancia I : management selected: from the- . group: consisting ; of : one : 
or more category of value models one or more component of value -models,: one -or' more 
market value models one or more network models one or more optimization models a 
.plurals 1 of ; segmentation models a. plurality. of simulation-models- one or more-value chain 
,mode-is.,,a plurality of Management-reports one ormcire lists of chances that will 
optimize one or more affects of organization financial performance; a system for 
automated trading of organization equity security based on a market sentiment value 
and combinations thereof where the categories of value are current operation and a 
segment of value- selected from the group consisting of operation, .real options, mark el 
sentiment and combinations thereof by using at least a portion of the-data taught by 
Abelow in order to develop or construct modules that is built in to certa Sroc Is and 
services. 

As por claim 26, Lyons discloses where the an element of value are is i rom 
the group consisting of alliances, brands, channels, customers, customer relati- *i isl 
31 employee relationships, equipment intellectual property, partnerships. 
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processes, supply chains, vendors, vendor relationships and combinations thereof, (see 
oqiuttih 17 tines: 20-34 and columns 4-8 lines 1-67). 

As per claim 27, Lyons discloses where developing a model that identifies a net 
contribution of one or more elements of value to an organization share price value by a 
category of value further comprises: 

creating performance indicators for each element of value using at least a portion of the 
data, training models of historical and forecast data for one or more aspects of financial 
performance using said indicators to identify value driver candidates by element of 
value by enterprise, analyzing historical and forecast data tor one or more aspects of 
financial performance using induction algorithms and said value driver candidates to 
identify- value, drivers -and create element impact summaries by enterprise, and: 
using :'Sa : id element impact summaries to quantify a contribution ofeacftofdnedlrrnofe 
elements of' value to an organization share price value by category of value by 
enterprise.. 1 (see column: 17 lines 20-34 and columns 4-6: lines 1*6.7:). 

AS'perolaim'28:, Lyons discloses where the aspects of financial: .performance .are 
selected: from the group consisting of revenue, expense, capital change, market: value, 
alliance: 'value' brand value channel value customer values custo : merfeia:ti:ohshi:p value, 
employee value, 'employee. relationship value, intellectual property,.. 'value partnership, 
value, process value,, supply chain value vendor value-vendor relationship value and 
combinations thereof, (see column i 7 lines 20-34 and columns: 4-6 lines 1-67). 

As per claim 29, Lyons discloses where the contribution of an element of value to a 
category of value Is the net contribution of the element of value to the category of value 
and the other elements of value, (see column 17 lines 20-34 and columns 4-6 lines 1- 
67). 

As per claim 30, Lyons discloses further comprises using a model that identifies a 
net contribution of one or more elements of value to an organization share price by a 
.category of value the organization share price by category of value to complete 
activities selected from the group consisting of Identifying changes to one or more 
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element value drivers that wl optimize one or more aspects of organization financial 
performance (see column 17 lines 20-34 and columns 4-6 lines 1-67) 
: ; rill in;] ihF; impact of value driver changes on one or more aspects of organization 
financial performance in an interactive manner, reporting organization market and share 
price value by element of value, reporting organization market and share price value by 
category of value, identifying a price point for trading organization shares and 
combinations thereof, (see column 17 lines 20-34 and columns 4-6 lines 1-67). 

As per claim 31 » Lyons discloses where organization transaction databases are 
selected from the group consisting of advanced financial system databases, basic 
financial system databases-, alliance management system databases, brand 
: : management 1 system databases, business intelligence system databases^custoraer 
relationship management system databases, channel manage'raent'System^databases,: 
i estimating system: 'databases, intellectual property management /system databases, 
process management: system-databases, supply chain management system databases.,, 
vendor managemenisystem:. databases,, operation management system databases, 
■enterprise,: resource; planning systems (ERP) (see column 17 lines 20-34; and oblu rafts. 
: 4-^0 : liri^^i ■ I -©y^) i ln^1;0.|riial ^ r^q;tj'i re'ment planning systems (MRP), quality control system 
■databases, sales management system databases, human resource system, databases, 
accounts receivable system databases, accounts payable system databases, capital 
asset system databases, . inventory system databases, invoicing system databases, 
payroll system databases, purchasing system databases, web site system databases, 
the Internet, external databases, user input and combinations thereof, {see column 17 
lines 20-34 and columns 4-6 lines 1-67). 

As per claim 32, Lyons discloses where a transaction is any event that is fogged or 
recorded, (see column 17 lines 20-34 and columns 4-6 lines 1-67), 

As p. 3, Lyons discloses a computer readable medium having sequences 

of instructions stored therein, which when executed cause a processor in a computer to 
perform a learning method, comprising: 
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integrating data from organization transaction databases in accordance with a commoi i 
schema for an organization with one or more enterprises and identifying a set of data 
records that are associated with each of one or more aspects of enterprise financial 
performance from said integrated data that can be used for training plurality of cluster 
models for each aspect of enterprise financial performance (see column 17 lines 20-34 
and columns 4-6 lines 1-67). 

Ellard fail to explicitly teach generating a plurality of duster models that identify a 
plurality of segments-tor each aspect of financial performance learning from at least a 
potion of the data where said cluster models when taken together comprise an overall 
model for each aspect of financial performance and where the aspects of financial 
performance are selected from the group consisting of category of value, component of 
value' 'element' of 'Value, market value and combinations thereof. 
However Abelow discloses for one example, FIG. 22 iltustrate&the expected learning; 
curve for one product feature and the-eorresponding materrof types of "questions,. A 
counter is incremented: at , each occurrence of that same 'trigger (which may be using:a 
particular product feature, exiting an important new product feature: witboutusing:' it,: 
accessing any one of a set of related but infrequently used features, etc,)..'The actual' 
lriggers : occur at'specificln^ ttie trigger increments the' counter,; and 

that counter reaches specific values. At each of those specific values, a different trigger 
is fired and each are Independent of the others {such as on- the 2nd, 10th, 70th and 95th 
use of a feature), as follows^note abstract and see column 29 lines 28-67 and column 
30 lines 1-5). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
inves ripri was made to modify thee teachings of Eiiard to include generating a plur it i 
of cluster models that identify a plurality of segments for each aspect of financial 
p -.-formance learning from at least a potion of the data where said cluster models wheri 
taken together comprise an overall model for each aspect of financial performance and 
where the aspects of financial performance are selected from the group consisting of 
category of value, component of value element of value, market value and combinations 
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thereof taught by Abeiow in order to develop or construct modules that is built in to 
certain products and services. 

As per claim 34, Lyons dtscfoses wherein identifying a plurality of segments for an 
element of value further comprises: 

creating a plurality of performance indicators for each element of value using at least a 

portion of the data (see column 17 lines 20-34 and columns 4-6 lines 1-67) 

evolving a plurality of models of historical and forecast data for one or more aspects of 

financial performance .ustng- : said Indicators to learn which indicators are value driver 

candidates by enterprise evolving a plurality of induction models of historical and 

forecast data for one or more aspects of enterprise financial performance using said 

oandidates to learn which indicators are value driver candidates while creating a: 

plurality of element impact summaries from said value drivers, and 

i using: ,sa!d ■ element : Impact summaries to identify a plurality : of '.segments -for ■ each 

: element, of value. with a clustering algorithm, (see. column 17 line$20-34 ■■and columns 4- 

6 ; fe@s 1-67). 

As : ;per claim' 36:,, /Lyons discloses where the contribution of eaehof 'one or more: 
eiemerits: : qf value/to a/value of a business is segmented by category' ofyalue;' where the; 
categories : of' value -are selected :f rom: the group , consisting of current .operation, real" 
options, market sentiment and combinations thereof, {see-column 17 lines 20-34 and 
columns 4-6 fines 1-67). 

As per claim 36, Lyons discloses vrfierein are component of value is selected from 
the group consisting of revenue, expense, capital change; market value and 
combinations thereof, (see column 17 lines 20-34 and columns 4-6 lines 1-67). 

As per claim 37, Lyons discloses wherein the method further comprises using 
genetic algorithms used to evolve the a plurality of models, {see column 1 7 lines 20-34 
and columns 4-6 lines 1-67}. 

As per claim 38, Lyons discloses where learning from the data further comprises 
activities selected from the group consisting of identifying previously unknown value 
di s*s, identifying previously unknown relationships between elements of value, 
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idei eviously unknown relationships between element value drivers and 

combinations thereof, (see column 17 lines 20-34 and columns 4-6 lines 1-67). 

As. • Lyons discloses wherein the elements of value are selected from 

the group conststing_ of alliances brands, channels, customers, customer relationships, 
employees employee relationships, equipment intellectual property, partnerships,, 
processes supply,; chains, vendors. . vendor relationships and combinations thereof, 
(see column 1 7 lines: 20-34 and columns 4-6 lines 1-67). 

As per claim 40, Lyons discloses wherein cluster models are developed using 
algorithms selected from the group consisting of "Kohonen" neural network K-nearest 
neighbor, Expectation Maximization and_ the segmental K-means algorithm, (see 
column 1 7 lines 20-3# and columns 4--6 lines 1-67). 

As:per:ciaJm: 49,. Lyons discloses a composite application method ;f or data 
processing,; comprising usinglwo or more independent components of. application, 
software to-produee one or more-useful results by processing a set of data where-said 
data has been integrated: from two or- more -systems in an automated fashion 
■accordance ■with:' a common mode! or schema defined by a common metadata-standard, 
(see . column: 17 lines "20-34 and columns 4-6 lines 1-67). 

As per claim 50, Lyons discloses wherein two or more independent components of 
application software can be flexibly combined as required to support the development of 
one or more useful results, (see column 17 lines 20-34 and columns 4-8 lines 1-67). 

As per claim 51 , Lyons discloses wherein a common metadata standard is xml, 
metadata coalition standard or corba. {see column 17 fines 2G-34- : and columns 4-6 lines 
1-67). 

As per l aim u2, Lyons discloses wherein an independent component of application 
software completes processing selected from the group consisting of: data analysis, 
attribute derivation, capitalization, causal analysis, classification, clustering, count 
linkages, data acquisition, data conversion, data storage, data transformation, element 
! t® e;stj nation, indicator selection, induction, keyword counting, keyword search, linkage 
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ru i rej u 3 strength determination, statistical (earning, valuation, vector generation 
and son M nations thereof, (see column 17 lines 20-34 and columns 4-6 lines 1-6 1 |; 
As per- claim -53, Lyons discloses wherein one or more useful resi ts Ire sele il 
the group consisting of; an element contribution determination, an element rrp - 1 
quantification, an element valuation, an enterprise financial performance analysis, an 
enterprise financial performance optimization, a keyword location. identification, an 
enterprise financtaLperforTOance.-simulation, a future market value optimization, a future 
market value quantification, a management report production, a real option discount 
rate calculation, a real-option' valuation, a share price valuatlonianalement of value 
segmentation a target share price determination, ®- keyword count and combinations 
thereof, (see column 17 lines 20-34 and columns 4-6 lines 1-67). 

-As .'per claim 54,:. Lyons discloses wherein two or more systems are selected from 
.the group consisting-: of accounts -receivable systems, accounts- payable-systems.* 
advanced financial systems;, basic financial systems, alliance management systems, 
-brand management -systems (see. column' 17 lines 20-34 and columns -4-6 lines 1-67), 
customer relationship management systems, channel management- systems-:, 
■estimating systems, intellectual property management systems, process management 
systems, -supply'Chain^managementeystems, vendor management systems, operation: 
management systems, sales management systems, 

human resource systems, capital asset systems, inventory systems, invoicing systems, 
payroll systems, purchasing systems, web stte management-systems, the Internet 
external databases and combinations thereof , (see column 1.7 fines '20-34 and columns 
4-6 lines 1-67). 

As per claim -55, Lyons discloses wherein a plurality of data are integrated fi c n two 
or r - _ stems in accordance with a common model or schema d* • .• ■ I a cc >i 
meta. ata standard using metadata mapping, (see column 17 lines 20-34 and :.:--...rons 
4-6 lines 1-67). 
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s per claim 56, Lyons discloses wherein two or more independent components of 
m are further comprise two or more bots. (see column 1 7 lines 2Q-t ■ and 
. is :•. lines 1-67). 

As per claim 57, Lyons discloses a computer readable medium having sequences 
of ins 1 1 1 »tip n s stored therein, which when executed cause the processor in a computer 
to perform a data method, comprising; 

automatically integrating 1 data from a plurality of disparate sources- into -a common 
database using a .predefined/ metadata standard hat defines a : :Cemmon- schema (see 
column 17 lines 20-34 and columns 4-6 lines 1-67). 

Etlard faille explicitly teach .where the plurality of disparate sources further comprise 
data sources selected from the group consisting of a plurality of database management 
systems associated with a plurality of transactions systems for one or more. 'Commercial 
enterprises, one or more external databases,- an Internet- 'and combinations . thereof, ■ 
.H0wever:Abelow/dlsGiQses:''fbr ; one-example/FIGv22 illustrates the.expected learning 
curve for one product feature and the corresponding: match of -types of 'questions.,:. 'A. 
counter is incremented at each occurrence of that same trigger . if y^icjh- may : b«:USlng a 
■■particular ■prod.uct'feattiriS:, exiting an important new product feature without' using it;,: 
■accessing any one of a set of related but infrequently used features, etc,}. The actual 
triggers occur at specific instances- when both the tngger increments the counter, and 
that counter reaches-speeific : vaiues. At each of those specific values, a different trigger 
is fired and each are -Independent of the others (such as on -the 2nd., 10th, 70th and 95th 
use of a feature), as follows. (note abstract and see column 29 .llnes:28-67 and column 
.30 lines: 1-5},. 

Therefore if would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify thee teachings of Ellard to include where the plurality of 
lis ---- - tie sources further comprise data sources selected from the grot, - - of a 

pliu.rJal y pi da U i base management systems associated with a plurality of transact! ) ns 
Eems for one or more commercial enterprises, one or more external databases, an 
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M : jrl v t i rid i i Tibinations thereof taught by Abelow in order to develop or constr t; - 
modi,': . || rat is built in to certain products and services. 

As per claim 58, Lyons discloses wherein a plurality of data from a plurality of 
iratl data Wtces are automatically integrated into a common database using 
metadata mapping, {see column 17 fines 20-34 and columns 4-6 lines 1-67). 

As per claim -59, Lyons discloses wherein a plurality of enterprise transactions 
systems are selected from: fee group consisting of accounts receivable systems, 
accounts payable-systems, advanced financial systems, basic financial systems, 
alliance management systems, brand management systems, customer relationship 
management systems (see column 17 fines 20-34 and columns 4-6. lines- 1-67) 
channel managementsystems^estimating systems, intellectual property management 
systems, process management systems, supply chain management systems, vendor 
■management systems,- operation management systems, sales : .management systems, 
-human resource -systems^ 

■payroll systems, purchasing systems, web -site management systems and ■combinations 
thereof,, (see. column 17 lines 20-34 and columns 4-6 lines 1-67). 

Asperclalm:6.0, ^yon'S discloses wherein the method further comprises 
performing a search for one or more keywords and makings set of results from .said: 
search available, (see column 17 fines 20-34 and columns 4-6 lines 1-67}. 

As per claim 61, Lyons -discloses wherein a keyword further-comprises a word 
selected from a category consisting of company name, brand name, trademark and 
combinations thereof, (see column 17 lines 20-34 and columns: 4-6 lines 1-67). 

Conclusion 
RESPONSE TO ARGUMENTS 

8. / s argument filed 1 0/3/07 has been fully considered but the re : ot in 
view of "new grounds of rejections. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 571- 

5. The examiner can normally be reached on 7am to 5pm. 
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10. Any inquiry concerning this communication or earlier communications from tr o 
-. a . f - r ioutd be directed to Clement B Graham whose telephone number is ? 
i, I be examiner can normally be reached on 7am to 5pm. 

I is : ach the examiner by telephone are unsuccessful, the examiner's supervisor. 
Karnbiz Abdi can be reached on 571-272-6702. The fax phone numbers for the organiza: : i 
where this application or proceeding is assigned are 57 1 -273-8300 for regular communications 
and 703-305-0040 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703- 
305-3900. 



CG 



JAN 2, 2008 
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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to Applicant's preliminary amendment of 
application 1 0/743,61 6 filed on April 1 8, 2005. 

The amendment contains new claims: 64-96. 
Claims 1-63 have been canceled. 

Information Disclosure Statement 

The references submitted in the IDS form for this application have been 
considered, but a cursory review was provided given the voluminous nature of 
references. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 64-69, 71-73, 75-80, 82-84, 86-91 and 93-95 are rejected under 35 
U.S.C. 102(b) as being anticipated by "How to sort out the premium drivers of post-deal 
value" by Daniel W. Bielinski (further referred to as Bielinski). 
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Regarding claims 64, 75 and 86, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus (pages 1-5), 
comprising: 

Preparing transaction data related to a commercial enterprise for use in 
processing, developing a computational model of enterprise market value by element 
and segment of value by completing a series of multivariate analyses that utilize at least 
a portion of said data (pages 1-5), and 

Completing activities selected from the group consisting of: determining an 
element of value contribution, quantifying an element of value impact on enterprise 
financial performance, completing an analysis of enterprise financial performance, 
optimizing one or more aspects of enterprise financial performance, simulating an 
enterprise financial performance, optimizing a future enterprise market value, 
quantifying a future enterprise market value, creating a management report, valuing an 
enterprise market sentiment, calculating a real option discount rate, valuing a real 
option, valuing a share of enterprise stock, determining a target share price and 
combinations thereof (pages 1-5). 

Regarding claims 65, 76 and 87, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus where the segments of 
value are selected from the group consisting of current operation, market sentiment, 
real option and combinations thereof (pages 2-3 and 5). 
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Regarding claims 66, 77 and 88, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus where the elements of 
value are selected from the group consisting of alliances, brands, channels, customer 
relationships, employees, employee relationships, intellectual capital, intellectual 
property, partnerships, processes, production equipment, vendors, vendor relationships 
and combinations thereof (pages 2-4). 

Regarding claims 67, 78 and 89, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus where preparing data 
for use in processing further comprises integrating data from a plurality of enterprise 
related systems in accordance with a common schema (pages 1-5). 

Regarding claims 68, 79 and 90, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus where financial 
performance optimization further comprises identifying value driver changes that will 
optimize one or more aspects of financial performance where said aspects of financial 
performance are selected from the group consisting of revenue, expense, capital 
change, cash flow, current operation value, real option value, derivative value, future 
market value, market sentiment value, market value and combinations thereof (pages 1- 
5). 
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Regarding claims 69, 80 and 91, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus wherein a series of 
multivariate analyses are selected from the group consisting of identifying one ore more 
previously unknown item performance indicators, discovering one or more previously 
unknown value drivers, identifying one or more previously unknown relationships 
between one ore more value drivers, identifying one or more previously unknown 
relationships between one or more elements of value, quantifying one or more inter- 
relationships between value drivers, quantifying one or more impacts between elements 
of value, developing one or more composite variables, developing one or more vectors, 
developing one or more causal element impact summaries, identifying a best fit 
combination of predictive model algorithm and element impact summaries for modeling 
enterprise market value and each of the components of value, determining a net 
element of value impact for each segment of value, determining a relative strength of a 
plurality of elements of value between two or more enterprises, developing one or more 
real option discount rates, calculating one or more real option values, calculating an 
enterprise market sentiment value by element of value, and combinations thereof 
(pages 1-5). 

Regarding claims 71, 82 and 93, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus wherein enterprise 
related transaction data are obtained from systems selected from the group consisting 
of advanced financial systems, basic financial systems, alliance management systems, 
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brand management systems, customer relationship management systems, channel 
management systems, estimating systems, intellectual property management systems, 
process management systems, supply chain management systems, vendor 
management systems, operation management systems, sales management systems, 
human resource systems, accounts receivable systems, accounts payable systems, 
capital asset systems, inventory systems, invoicing systems, payroll systems, 
purchasing systems, web. site systems, the Internet, external databases and 
combinations thereof (pages 1-5). 

Regarding claims 72, 83 and 94, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus wherein an enterprise 
further comprises a single product, a group of products, a division or an entire company 
(pages 1-5). 

Regarding claim 73, 84 and 95, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus wherein the model of 
enterprise market value further comprises a combination of models selected from the 
group consisting of a predictive component of value model, a real option discount rate 
model, a real option valuation model, a derivative valuation model, an excess financial 
• asset valuation model, a market sentiment model by element of value and combinations 
thereof (pages 1-5). 

i 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 70, 81, 92, 74, 85 and 96 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bielinski, and further in view of "Machine-learning research: Four 
current directions" by Thomas G. Deitterich (further referred to as Deitterich). 

Regarding claims 70, 81 and 92, Bielinski does not disclose an enterprise 
management method, program storage device with instructions and apparatus wherein 
a predictive model algorithm is selected from the group consisting of neural network; 
classification and regression tree; generalized autoregressive conditional 
heteroskedasticity; regression; generalized additive; redundant regression network; 

j 
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rough-set analysis; Bayesian; multivariate adaptive regression spline and support vector 
method. 

However, Deitterich discloses an enterprise management method, program 
storage device with instructions and apparatus wherein a predictive model algorithm is 
selected from the group consisting of neural network; classification and regression tree; 
generalized autoregressive conditional heteroskedasticity; regression; generalized 
additive; redundant regression network; rough-set analysis; Bayesian; multivariate 
adaptive regression spline and support vector method (pages 1-39). 

It would be obvious to one of ordinary skill in the art to modify the computerized , 
models for determining valuation by using multiple value drivers as disclosed by 
Kielinski to adapt the use of the model algorithms as disclosed by Deitterich. The 
motivation would be to use an algorithm from among the many known algorithms for 
performing computations. 

Regarding claims 74, 85 and 96, Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus where genetic 
algorithms are used to identify changes that will optimize one or more aspects of 
enterprise financial performance and multi-criteria optimization models are used to 
identity the changes that will optimize two or more aspects of enterprise financial 
performance (pages 1-5). 

Bielinski does not disclose an enterprise management method, program storage 
device with instructions and apparatus where a Markov Chain Monte Carlo model is 
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used to identify one or more changes that will optimize one aspect of enterprise 
financial performance. However, Dietterich discloses the use of a Markov Chain Monte 
Carlo model for optimization (pages 5-6). It would be obvious to one of ordinary skill in 
the art to modify the computerized models for determining valuation by using multiple 
value drivers as disclosed by Kielinski to adapt the use of the Markov Chain Monte 
Carlo model as disclosed by Deitterich. The motivation would be to use a model which 
is used with neural networks for performing combinatorial optimization computations. 

Conclusion 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached at 571-272-6777. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct. uspto.gov . Should 
you have questions oh access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Abstract (Document Summary) 

Value-based management (VBM) represents one of the latest advancements in discounted cash flow (DCF) 
modeling that is available to acquirers. VBM centers on what specific steps can be taken operationally and 
strategically to add value to a target after the deal is signed. It is based on the target's historical performance, 
rather than projections, and can show how the record might have been changed had managerial decisions and 
operating environments been different. Sensitivity analysis of past results offers clues to what can be done in the 
future and which value drivers should receive the most attention to achieve optimal rewards. The VBM technique 
allows the analyst to figure key decisionmaking trade-offs, since attention to one driver may generate negative 
effects on others or 2 or more drivers may have to be varied in concert to produce the best results. 

Full Text (2640 words) 

Copyright Investment Dealers' Digest, Inc. Jul/Aug 1993 

Many m&a professionals use a variety of computerized models to estimate the value of a company and guide them 
in setting purchase prices. However, relatively few buyers take advantage of the capabilities of these models to 
enhance their due diligence and formulate strategies for increasing the cash flow and enhancing the value of their 
acquired targets. Even fewer sellers use these models to help maximize the cash flows and values of their 
companies before putting their firms up for sale. Utilizing valuation tools solely to price companies is not unlike 
using a © Ferrari to drive only to and from work - a legitimate but limited use that ignores powerful potential. 
Indeed, as the art of modeling has progressed, new methodologies have been developed and applied to actual 
transactions in the ma market to sharply widen the utility and versatility of computer-based valuation approaches. 

One particularly appealing advancement is Value-Based Management (VBM), which keys on a target's historical 
operations rather than future projections. VBM also can calculate the results of trade-offs when decisionmakers 
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must choose between a series of factors that can be changed to enhance postacquisition value. 

Probably the best-known valuation tool designed to facilitate value creation and cash flow enhancement is 
Shareholder Value Analysis (SVA), introduced in the 1980s by Prof. Alfred Rappaport of (D Northwestern University . 
SVA may be defined as a two-step process. First, a discounted cash flow business valuation is performed. A 
projection of future cash flow (including a residual) is developed and discounted at an appropriate rate, usually the 
cost of capital, to arrive at an indicated value. Second, key factors (or value drivers), such as growth, profit margins, 
etc., are varied systematically to test the sensitivity of the indicated business value to each driver. Standard SVA 
sensitivity analysis changes each value driver plus or minus 1%, although analysts now often use "relevant ranges" 
and different percentages for upside and downside swings to reflect prevailing business realities. 

SVA is a useful methodology, but, as with any tool, it has limitations. In working with middle-market companies, we 
have found that these limitations often are magnified into constraints that necessitate modifying standard SVA 
analysis. VBM, a first cousin to SVA, has resulted from these modifications and already has helped a number of 
middle-market companies improve their cash flows and values. The same techniques should prove useful to larger 
companies as well. 

This article provides an abbreviated overview of VBM, describes how it differs from the traditional SVA framework, 
provides a simplified example, and discusses several applications in the m&a arena. 

Although SVA has been in use for more than a decade, many executives still are leery of recommendations based 
on models that utilize projections, particularly when significant changes are suggested. Their argument is that when 
it's hard to predict results in the next quarter, how prudent is it to change a company's strategic direction based on 
a five-year projection? 

Rather than use projections of future cash flow like SVA, the VBM framework utilizes historical cash flow. Five 
years of historical cash flow are added up to arrive at a cumulative baseline cash flow number. That is in contrast to 
SVA's method of discounting future cash flows to reach an indicated value. 

Instead of testing the sensitivity of a value based on a projection, VBM tests the sensitivity of the historical cash 
flow. VBM tells the executive how much more or less cash flow would be in the bank today if certain events had 
occurred differently or if the company had operated differently in the past five years. 

The use of actual historical data, rather than projections, has proven useful in testing the impact of alternative 
scenarios against the reality of actual events. It also has served as a catalyst to identify and implement actions that 
generate improvements. As long as a company's fundamental structure does not change going forward, the results 
provide meaningful insight regarding the probable outcomes of future strategic action, to the extent that risk is not 
increased, an executive may reasonably assume that an increase from historical cash flow trends likely would 
translate into enhanced value. 

In the minds of some executives, particularly those with operations backgrounds, the traditional SVA "value drivers" 
are too far removed from daily operations to be relevant for short-term or medium-term planning. Therefore, VBM 
utilizes drivers that are more directly linked to operations. For example, rather than use operating profit margin as a 
broad value driver, a VBM analysis on a manufacturer would include a breakdown of cost of goods sold by key 
components. A probable mix would include: 

* Materials - The cost of raw materials and purchased components used in production, net of scrap sales. 

* Human Resources - All direct and indirect labor costs, fully loaded with all benefits - regardless of where the 
accountants might classify them, i.e., in "General and Administrative" expense - to get a true picture of 
manufacturing labor cost. 

* Technology/Capital - All costs associated with running and maintaining the manufacturing facilities and 
equipment (rent, depreciation, etc.) and R&D. 

* Other Cost of Goods Sold - Such as utilities, etc. 

Compartmentalizing the costs allows managers to link strategy with pure day-to-day operating factors, such as 
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scrap rates, procurement procedures, pricing policies, etc. Much has been written about "linking" manufacturing 
operations to strategy as a means of establishing competitive advantage. VBM facilitates this process. 

Traditional SVA assesses changes in one value driver at a time. But many strategic decision involve trade-offs, 
resulting in two or more value drivers changing simultaneously. The pressure on decisionmakers in those situations 
often is to concentrate change in the drivers that are assumed to offer the greatest enhancements in overall 
business value, even if such a focus in actuality works to the detriment of cash flow and value. 

For example, a company might pursue lower-margin commodity business in order to grow by expanding the top 
line. Executives will be trading off profit margin for growth. But that's just for openers. A-higher-growth game plan 
could necessitate increased capital expenditures - to improve efficiency, increase production, or boost productivity 
- so these additional costs must be incorporated in the decision. Since the net effect of such trade-of cannot be 
gleaned by simply "netting" the results of single-variable sensitivities, a model that can sort out concurrent changes 
in several value drivers can provide crucial information for an intelligent decision based on all relevant factors. 

In the final analysis, VBM essentially utilizes SVA principles but advances the basic techniques by incorporating 
historical data, operations-linked value drivers, and concurrent changes in multiple value-drivers. So how does a 
VBM analysis look? 

Table 1 shows a reconstructed historical operating cash flow statement for an actual company, using disguised 
data. (Table 1 omitted) As with traditional SVA, operating cash flows, which exclude interest expense and debt 
changes, are measured. Note the operations breakout - showing that fully loaded labor is the largest single cost, 
materials is second, and other costs are relatively small contributors - to determine the cost of goods sold. The 
ability to partition manufacturing costs in this manner is important to strategic decisionmaking. For example, while 
fully loaded human resources cost is about 33% of sales in Table 1 . direct labor costs for the company were only 
7%. This insight alone was an eye-opener for management. 

The bottom-line operating cash flows for the five-year span are added up to produce a "total cumulative cash flow" 
of $1,174,000. This represents a baseline cash now number that can be used in conjunction with sensitivity 
analysis to determine exactly what factors really "drive" the company's cash flow and value. 

Table 2 shows the sensitivity of the baseline cash flow to changes in key factors. (Table 2 omitted) In other words, it 
demonstrates how the results might have turned out differently had operating or strategic changes been effected in 
the recent past. In turn, this suggests improvements that can be made in the future. 

For example, a 5% annual increase in sales, while holding relative cost relationships constant, would have 
dramatically expanded cash flow by 84%. But such growth may be far more difficult to achieve than improving the 
productivity of operations. Thus, the sensitivity analysis also shows how changes in key cost and operating 
components can impact cash flow. 

By comparing Tables 1 and 2, the analyst can determine which drivers can, if altered, impact cash flow the most. 
One striking conclusion is that the areas "where the big dollars are" do not always offer the greatest opportunities to 
improve cash flow and value. At our example company, Table 1 has established, human resources represent the 
largest component of cost of goods sold, suggesting that it is a labor-intensive operation. 

working on fully loaded labor costs would not be unproductive. For a 1% cut, cumulative cash flow will expand by 
7%. Moreover, the consequences of not controlling labor costs are dire, since the same 7-to-1 ratio works in 
reverse as a 10% rise in human resources costs chops cumulative cash flow by 70%. but the cash flow harvest is 
not as rich as in curbing material costs, where a 5% reduction will expand cumulative cash flow by 25%. Further, 
efforts to cut material costs often require less energy than a attack on labor costs, because many firms have tried to 
bleed every last dollar out of labor cost while ignoring material cost drivers like scrap and procurement. 

With these data in hand, strategic changes now may be tied directly to manufacturing. Initiatives to control material 
costs, for example, might include standardizing or high unit cost/lower total cost through reduced scrap, eliminating 
overspecification on parts orders to vendors, and establishing better value chain management through closer 
relationships with suppliers. Reducing scrap or increasing growth may now be related directly to reducing setup 
times, streamlining the factory, shortening production runs, increasing manufacturing flexibility, and other factory- 
floor initiatives that impact costs, pricing, and competitive advantage. 
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Table 3 presents certain "bread-even trade-off," or how changes in two value drivers can offset each other and 
leave the baseline cash flow unchanged. (Table 3 omitted) Strategies can be evaluated in light of these trade-offs. 

Complex modeling, varying three or more value drivers concurrently, is also possible. For example, our company in 
Table 1 may mount a strategy to enhance sales growth 5% a year by pursuing lower-margin business. Reaching 
the sales goal requires cutting gross margin 2%, stocking more product in inventory - thereby reducing turnover by 
two turns - and channeling an additional $50,000 a year into capital outlays. Unless there is an overwhelming 
competitive reason for a pure sales-growth strategy, the approach is self-defeating from a value standpoint. It would 
reduce historical cumulative cash flow by about 10%. 

The Table 1 example utilized a manufacturer. While the value drivers used for, say. a distributor would be different, 
the same sorts of linkages to operations can he developed. 

This framework offers multiple applications or corporate acquirers. Prior to an acquisition, the VBM model can help 
identify hidden potential for quick cash flow generation - which is especially important for dealmakers in leveraged 
transactions. VBM has been used with great effectiveness in the due diligence process to evaluate risk. And 
postacquisition strategy formulation for the target also may include a VBM analysis. 

Before making an acquisition, a company can derive great benefit from a VBM-based self-evaluation designed to 
identify strengths and weaknesses of its existing operations and strategies. It is a sad fact that many companies 
undertake acquisitions in an attempt to fix internal problems that they have not effectively addressed on their own. 
Invariably, they aggravate the problems by repeating the same mistakes on the targets they acquire and making 
both worse. 

At a minimum, a VBM analysis night revel upside potential a buyer could "acquire into," or downside risk that could 
be diversified away through acquisition. For example, a company that faces hill downside risk if its growth slows 
might acquire a slow-growth, stable company to reduce the damage should the combined company not hit its 
growth targets 

A related but much broader issue critical to both corporate acquirers and dealmakers involves the design of 
incentive compensation plans. Traditional incentive plans tend to be tired to accounting-based earnings measures 
that may not be the best gauges of value change. More recently, incentive plans tied, to cash flow, the same basic 
yardstick used to measure value, have grown in popularity. However, there are two major difficulties in 
implementing a value-based incentive compensation plan - it uses a projection that is generated by management, 
which means that it may be perceived by plan participants as self-serving, and there are problems in tying incentive 
plans to operations. 

VBM addresses both of these concerns and offers the advantage of focusing on increments to value, rather than a 
single value for a company. The benefits of an incentive compensation plan for target management that is tied to 
value creation are compelling for the acquirer who is anxious to reap the greatest payoff from the combined 
organization. 

On the other side, a potential seller can use VBM to "dress up" the business from a valuation standpoint before 
putting the company in play. Preferably, enhancement efforts should start three to five years prior to sale. This is 
especially important in the current m&a market where the seller gets paid more for demonstrated results than for 
great potential. 

Further, some potential sellers are looking to "get out from under" problems that seem unsolvable. VBM can be 
used to help get a handle on the company's performance and identify areas that can be improved under the 
present ownership. The exercise may lead the seller to conclude that the resulting cash flow and value benefits 
make the company worth keeping. 

VBM also can be used to add credibility to a seller's projection of sales, earnings, and cash flows. A projection that 
has the same sensitivity profile as the historical performance enjoys greater believability. If projected cash flow 
improvements are similar in magnitude to improvements that could have been achieved historically, the forecast is 
t more readily accepted by the buyer. And if both the acquirer and target utilize VBM in constructing a projection, the 

two sides might come close to reaching a consensus on what constitutes a "realistic" projection of future 
performance. 
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The valuation concepts and models that are so critical to effective pricing of companies enjoy much wider versatility 
than their most common uses. They can be sensibly employed to evaluate other key factors such as risk 
assessment and ongoing value creation that can make the difference between a success or a failure in an 
acquisition. They offer potential buyers and sellers powerful tools that might give them a competitive edge in the 
m&a arena. 

KEYS TO CREATING VALUE 

Value-Based Management (VBM) represents one of the latest advancements in Discounted Cash Flow (DCF) 
modeling that is available to acquirers. VBM centers on what specific steps can be taken operationally and 
strategically to add value to a target after the deal is signed. It is based on the target's historical performance, 
rather than projections, and can show how the record might have been changed had managerial decisions and 
operating environments been different. 

Sensitivity analysis of past results offers clues to what can be done in the future and which value drives - e.g., 
sales growth, profit margins, productivity, etc. - should receive the most attention to achieve the optimal rewards. 

Additionally, the VBM technique allows the analyst to figure key decisionmaking trade-offs, since attention to one 
driver may generate negative effects on others or two or more drivers may have to be varied in concert to produce 
the best results. 

Daniel W. Bielinski is a manager in the Enterprise and Valuation Groups of Arthur Andersen & Co. in Milwaukee. 
He acknowledges the contribution to this article by Joseph R. Boehmer, a senior partner in Arthur Andersen's 
Enterprise Group in Milwaukee. 



More Like This - Find similar documents 


Subjects: 


□ Valuation D Models D Cash flow forecasting □ Acquisitions & mergers . 


Classification Codes 


□ 9190 US D 3100 Capital & debt management C 2330 Acquisitions & mergers 


Locations: 


□ us 


Author(s): 


D Bielinski, Daniel W 


Language: 


□ English 


Publication title: 


□ Mergers and Acquisitions 




l^HI (Clear j 


A Back to Top 


« Rack to Results Document 1 of 1 Publisher Information 


mm is 


G Mark Document ^ Abstract , B Full Text 





Copyright © 2007 ProQuest Information and Learning Company. All rights reserved. Terms and Conditions 



Text-only interface 




COMfANf 



Attachment 3 87 

http://proquest.umi.com/pqdweb?index=0&did=l 207390&SrchMode=l &sid=2&Fmt=3&. . . 1 /25/2007 



e Action Summary 



Applicatiort No. 



Examiner 
Jennifer Ltverasdge 



Applicant^} 

EDER, JEFF 8C 



Art Unit 



-1: DATE of this communication appears on the cover sheet with the correspond • s- 

Pitted to t ipjji 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

MAILING DATE OF FHf! ; ! 

- Ssiansicns of time may fee available under the pwis*ns of 3/ CFR 1 MSim.. in no . evsnt, however, may a rgpijf t» timely tited 

- f MO petioa tor reply is specified- sbovs, ttm mtdmgnr statutory period «*¥ .appiy and Milaxptee $K {8J MOMTMS from the mams date of #* co mm m s bpn, 

Any ri'plt, w;w«j by ttseOffce i.. r»f *--r ih- w ; • - - . copwimiw »«l> •• «unifi filed. r«a>- re(fiiCB : any 

ea • • - * 704f'Di 

■Status 

1 )S F- to communfeatiQnlsj.flfefl on 22..Dem(P^...2Q03 . 

2a)f3 Tdis action Is FINAL. 2b)Q This action m non-final, 

3j7H S ;ation is in eond lien tot . tllo« anee exes o\ for formal matte's, prosecution as to the merits ; is : 

closed in accordance wSft.th* practice under parte Quayfo, 1935 CD, 1 1 , 453 0,G. 21 3. 

: ; Disposition'' of Claims 

4)0 Claim(s) 64-9 6 is/are pending in the application: 

'4a) Of the' above claifn(s) : _ isferewitMrawn from qansid^raitibn,- 

5 )□ ' G lalf ct(s )j _ : is/Mr e-'aii owed; 

: CjaltTiis) ..MM: : is/are' tejiectea, 
1 ID G.i a Infs J , : Mm&:. objected ■ to, 

BC3 Qtmrrt(i)'.' ;,„;,„;,„;,■ are' :s.ub|ect to:rfistriotion;ano7of'^ectteHi requirement 



Application Papers 

9)[J The specific at Kir? is objeco c ,o , 'he I -p- 

l0 : O The;drawjr^(S:):ft!ed: on is/are: a)LJ accepted or h/D objected to by the Examiner; 

Applicant rruy not request that .arv; oi j&ction to m<-. ■■fta^ngi.^.behaldin at<o,3'M * See V CFR 1 85(dl 
Replacemerrt'CfsjwiRg sheetisHncluding,te'Corre::ilon is required if toe drawings) is objected lo. See. 37 eFH:'t;.'1 : 2 : 1'(d). 

II )□ Thy oath o; mm is 'i ijeefc: to b> the Exar - • Note the Cached Office Action oi form PTO-152 

^ Prlo rity.' tinder: ; 3 : S U i S .& : § 119 

12)L..j Ac -t is made Of a claim ror rore»gn , \.. . under 35 u S C § : llt^aKdS Of (f) 

a)D All b)0 Some * c)Q None of; 



!*ted copies of me pn- N Vj doen t. «avt seen rece 



d 



? n r 



e0 copies • lo< i . .- .3 , v Lt,en ft-. ■ »• , n . p. i . i n»« 



34 



voptes oi 



s of thy priori documents have been received mTWs- National Stagi: 



fpplicatiort from Hie International Bureau (PCT Rule 17 _2{a}>- 
See too attached tie , iction far a i si r- * >e certrfted copies not received. 



HachiMiijitis} 

• •• •• ,.;nces Cited (PTO-BS2J 



4J LJ ! I • ■ -.- :. - : >413) 

Pbbt 



•ail Dale,. 



6,| 



: Othar: 



Application/Control Number 1 0/743,61 6 Page 2 

Art Unit: 3692 

DETAILED ACTION 
Response to Amendment 
This 01 \ction is responsive to Applicant's amendment and request for 
reconsideration of application 10/743,616 filed on June 7, 2007. 

The amendment contains amended claims: 84-65. 68, 73, 75-76, 79, 84. 86-87, 
90-91 and 95, 

The amendment contains previously presented claims: 66-67. 69-72. 74, 77-78, 
80-83, 85, 88-89, 92-94 and 96. 

Claims 1-63 have been previously canceled. 

Claim R^ec(fom 'M mQ§ 112 

The 'following is a' quotation: of fhe-second paragraph :of 35 0:8. C, 1:1 2: 

The specification shall conclude with one . . more claims pacculdriy pointing out and distinctly 
l\ Subj< :i matter which lh& applicant regards as hts invention. 

Claims 65 and 76 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as- the invention. It is not clear from the elate' language how the 

relative strength of the enterprise values are a used in determining the discount rate to 

apply to the real options. It is claimed that the discount rate is a function of the relative 

sti . of one or more enterprise elements of value, but ii is not clear 

the elements make up and/or contribute to the overall determination of the discount 

rate. 
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Claim Rejections - 35 USC § 102 
The 3 is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a Printed publication in into or s foreign country or in public 
ut* or on saleinfMs country, more than one prior to the date of applipaBon.fbf patent in the United 
States. 

Claims 64, 66-69. 71-73, 75, 77-80, 82-84, 86-91 and 93-95 are rejected under 
35 U.S.C. 102(b) as being anticipated by "How to sort out the premium drivers of post- 
deal value" by Daniel W. Bielinski (further referred to as Bielinski). 

Regarding claims 64, 75 and 86-87 s Bielinski discloses an enterprise 
management method, program storage-device- with Instructions and apparatus (pages 
1-5), comprising; 

Preparing transaction data related to a commercial enterprise for use in 
processing, developing a computational model of enterprise market value by element of 
: value and segment of value tey : com plating a series of' multivariate analyses that utilize' 
at least a portion of said data (pages 1-5), and 

Completing activities selected from the group consisting of: determining an 
element of value contribution, quantifying an element of value impact on ent* _ 
fin ce, completing an analysis of enterprise financial p< :e, 

optii 3 or more aspects of enterprise financial performance, simulating an 

enterprise financial performance, optimizing a future enterprise market value, 

Attachment 3 90 



n/Controi Number: 10/743,616 Pi 
Art Unit: 3692 

q i :ying a future enterprise market value, creating a management report, valui g an 
enter ■ i i rtet sentiment calculating a real option discount rate, valuing a real 
op! valuing a share of enterprise stock, determining a target share price and 
CGffibinatiPi i! I hereof where a segment of value further comprises a. current; ppei atj 
and a se | i ien1 of value- selected from the group consisting of market sentiment, real 
option, derivative,, exeessfinanciaiasset and combinations thereof (pages 1-5) 



: Regarding claims 66, 77 and 88. Bielinski discloses an enterprise management 
method, program storage device with instructions and apparatus where the elements of 
value are-. selected: from -the -group consisting of alliances, brands, channels, customer 
relationships., ■ employees., employee relationships, intellectual ■ capital,,' intelleetua I 
property,, partnerships:, processes, production equipment* vendors* vendor relationships 
and combinations thereof (pages 2-4). 



Regarding claims-S^ 78 and: 89 !: Bielinskf discloses an enterprise .''management 
method, program storage: device with instructions and apparatus where preparing data 
for use in processing further comprises integrating data from m plurality of 'enterprise 
related systems in accordance with a common schema (pages 1-5). 

3i ting claims 68, 79 and 90, Bieiinski discloses an enterprise man! gen 
method, program storage device with instructions and apparatus where c . one 

or more aspects of enterprise financial performance further comprises identifying value 
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driver changes that will optimize one or more aspects of financial performance . i 
•acts of financial performance are selected from the group consisting of 
rei enue ex| i ■ tse, capital change, cash flow, current operation value, real optic . i aiue, 
derivative value, future market value, market sentiment value, market -value and 
combinations thereof (pages 1-5}. 

Megardl!ng-claims. ; 88,'60 .anef'il,. Bielinski discloses an enterprise-management 
method, program storage device with instracttons and apparatus wherein a series of 
multivariate analyses are selected from the group consisting of identifying one ore more 
previously -un known ■ item performance indicators, : discovering one or- more.' previously 1 
unknown value drivers, identifying one or -more: previously. unknown relationships: 
between one ore : more: value drivers, identify(ng : one : or more previously unknown 
relationships: between one or more elements of value, quantifying one or more inter- 
relationships between value drivers, quantifying one or more impacts between elements: 
of value, developing' one ormore composte variables, -developing one or more vectors,.- 
developing one or more causal element impact summaries^ identifying a best fit 
combination of predictive model algorithm and element impact summaries for modeling 
enterprise market value and each of the components of value, determining a hii 
ele alue impact for each segment of value, determining a relative stre »f a 

plurality of elements of value between two or more enterprises, developing one p more 
unt rales, calculating one or more real option values, caicuteiv 
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enterprise market sentiment value by element of value, and combinations thereof 

' ::■ ! -5 

Regarding claims 71 , 82 and 93, Biebnski discloses an enterprise n ent 
method, program storage device with instructions and apparatus wherein enterprise 
related transactiori d.ata-ar8:0&tained from systems selected from the group consisting 
of advanced financial systems,- basic financial systems,, alliance management '.systems., 
brand management systems, customer relationship management systems, channel 
management systems, estimating systems, intellectual property management systems, 
-pi^es® ■ rhj^nagisitiprit ''Sy^em^f : ^u|ipty : jc}ledrv rnenagranehti ayatenrtSii vendor' 
management systems,^ 

'human resource ^systems; a'Ccounts : .receivable-sys : tems, : :"accouni5 payable systems:, 
capital asset systems, inventory systems, invoicing systems, payroll systems, 
purchasing systems, web site systems, the Internet, external databases and 

€Q:ml3inatiQMs::thereof|papesi--§); 

Regarding claims 72, 83 and 94, Bielinski discloses an enterprise management 
rthotf, program storage device with instructions and apparatus wherein an enterprise 
further comprises a single product, a group of products, a division or an entire company 

(pages 1~S 
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Regarding claim 73, 84 and 95, Bielinski discloses an enterprise mant 
meW pd pro jram storage device with instructions and apparatus wherein a 
con ipKMiD'nal model of enterprise market value further comprises a conrum^van of 
mo from the group consisting of a predictive component of yi lue model, a 

real option discount, rate, model, a real option valuation model, a derivative ve iatfen 
model, an excess financial asset valuation mode!, a market sentiment model by element 
of value and combiriatfons thereof (pages 1-5), 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms .the: basis 'loir all 

obviousness: rejections set forth' in:;thlS:Office-aGtio:n:- 

: (a): A patent may .not be 'obtained though: the invention is -not identically disclosed' or described' as'§e:t 
forth in sectiorr tQS'.ef this litis, if the differences between the subject matter sought to he .-patented: and 
the prior art are such that the subject matter as a wh<: e would nave been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains.: 
Patentability shall rvt en > d by the manner in which the invent en was made 

The' factual inquiries set forth m. Graham v,J&h^0mm Co., 383 U.S. 1, 148 
USPQ 459 (1988), thai are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art; 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Ciaims 65 and 76 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over :■ hski, and further in view of "The use of options theory to vafue researi Mirths 
service sector" by K. Jensen and P. Warren (further referred to as Jensen). 

Bielinski does not disclose where a real options segment of value is valued using 
a discount rate that ts a function of the relative strength of one or more enterprise 
elements of value. However, Jensen discloses where a real options segment of value is 
valued using a discount rate that is a function of the relative strength of one or more 
enierpriserslements -of value (pages: 1-8). Itwould : .be : obvtouslo one of ordinary skill in 
the art at the time of the invention to use the strength of an element of value to value a 
real option-as the : companies current value elements would be most representative of 
the value at which potential future projects wdyld be evaluated. 

Claims 70, 81 , 92, 74, 85 and 96 are rejected under 35 U.S.C, 103(a) as being 
■unpatentable over Bielinski. and further in view of "Machine-learning research: Four 

current directions" by Thomas G. Deitterich (further referred to as Deitterich). 

Regarding claims 70, 81 and 92, Bielinski does not disclose an enterprise 

management method,, program storage device with instructions and apparatus wherein 
a predictive model algorithm Is selected from the group consisting of neu n 

! alien and regression tree; generalized auto regressive conditional 
he stfcity; regression; generalized additive; redundant regress 
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i i set analysis; Bayesian; multivariate adaptive regression spline and support vector 
me' moo. 

However, Deitterich discloses an enterprise management method, pn igr n 
storagi - I ze with instructions and apparatus wherein a predictive model algorithm is 
selected from the group consisting of neural network; classification and regression tree; 
generalized auto regressive conditional heteroskedasticity; regression; generalized 
additive; redundant regression network: rough-set analysis; Bayesian; multivariate 
adaptive regression spline and support vector method (pages 1-39). 

it would be obvious to one of ordinary skill in the art to modify the computerized 
models for determining valuation by using multiple value drivers as disclosed by 
Kieiinski to adapt the use of the model algorithms as disclosed by Deitterich, The 
motivation would be to use an algorithm from among the many known algorithms for 
. performing computations. 

Regarding claims 74, 85 and 96, Bielinski discloses an enterprise management 
■method,, program: storage -dewce with instnjotfens and apparatus where genetic 
algorithms are used to identify changes that will optimize one or more aspects of 
enterprise financial performance and multi-criteria optimization models are used to 
1dehtity : the;Ghanges' : that will optimize two or more aspects of enterprise financial 
performance (pages 1-5). 

Bielii ki does not disclose an enterprise management method, progn l 1 3 rage 
dtT instructions and apparatus where a Markov Chain Monte Carlo mode is 



Attachment 3 



96 



ation/Control Number; 10/743,818 Page 10 

iH.n unit. ooy<c 

>ne or more changes that yyttl optimize one aspect of enterprise 
v, si eifprniance. However, Diettench discloses the use of a Markov CI i fepfe 
arid model or optimization (pages 5-61 It would be obvious to am in 
the art to modify the computerized models for determining valuation by usil tj | nuitipie 
value dnv i 1 1 iJiscfose.d by Kielinski to adapt the use of the .Markov Chain Monte 
Carlo mode! as disclosed by Deitterich. The motivation would be to use a model which 
is used with neural networks for performing combinatonal optimization computations. 

Applicant argues that Bielinksi fails to disclose "segments of value" and that the 
■Examiner. has : 'faledl0 particularly 'point out and provide- reasoning by which the 
Examiner finds support in Bielinksi for "segments oTyalye". Referencing page 2 of the 
present application's specification, it is stated that segments of value include current 
operation, real options/contingent liabilities, derivatives, excess financial assets and 
market sentiment for the organization. Bielinksi discloses segments of value according 
to this definition as noted in. the previous and current Office. Actions, Bielinksi discloses 
using sensitivity analysis on value drivers (pages 1-3) to help decision makers chose 
and optimize from amongst current and potential future choices (pages. 1-5), using 
driver^ associated with current operations (pages 2-3) and real options (pages 2-3) in 
order to make projections regarding future cash flows (page 2-4) 
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App .her argues that the Bielmksi reference "is not even ren liar 

to th liffl ention". Examiner respectfully disagrees. As noted above B\ 
di i >s using sensitivity analysis on value drivers to help decision makers chose and 
optimize from amongst current and potential future choices, using drivers associated 
with current operations and. real options in order to make projections regarding future 
cash flows. Examiner finds that the Bieiinksi and the current application share goals 
and objectives of optimizing performance through value drivers and simulation thereof 
and means of obtaining those results. 

Applicant claims that the combination of Bieiinksi and Diettrich by reasons of: 1) 
teaching away from the claimed invention through incompatible methods, 2) change in 
the historical analysts principal explicitly required;, by Bielinski, and 3) fails to meet any of 
the criteria for establishing a puma facie case of obviousness. 

Regarding 1 ) teaching away from the claimed invention through incompatible 
methods;, Examiner' respect Lilly disagrees., Sielinsld:disctoses:models : 'iu.stng:. models' 
that utilize projections of future cash flows using SVA, and utilizing historical cash flows 
using VBM methods. Bieiinksi discloses providing insight regarding the probable 
outcomes of future strategic action, with a model that can account for changes in 
several value drivers concurrently to provide for sound decision making. Bieiinksi also 
discloses the greater believability in a projection that has the same sensitivity profile as 
the performance, where analyzing data from the past can be used to learn 
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it what should be done in the future for optimal results given an array of trade-offs 
to ; i ? ■ icier 

Dietterich discloses certain techniques that can be implemented for combii .atonal 
optimization, such as machine learning or neural networks with well known procedures 
such as Mmkm-chaihMoiiie Carlo and Bayesian methods to : generate sequences of 
hypotheses. These : techniques; provide a way in whteh:.a§ystem can learn from data 
and provide decision' makers with invaluable insight regarding patterns which can be 
used in making future decisions. Dietterich identifies ways, such as through Markov 
chain Monte Carlo and Bayesian methods, by which data can be analyzed for input into: 
the decision making process. 

Regarding 2) change in the histories! analysis principal explicitly required by 
Bieiinski: Examiner respectfully disagree^ Bieiinski uses data which is historical and 
current and using that data makes projections for future cash flows. Bielinksi also 
discloses the use of models using projections of future cash-flows with 1h©:S\/A. : . models. 
Data is historical by nature. Once it is captured and viewed, it is historical, even if 
historical by only seconds. Both Bielinski and Dietterich disclose the analysis of data in 
order to learn and make predictions in order to optimize performance in the future. 

Regarding 3} fails to meet any of the criteria for establishing a prima facie case of 
obviousness: Examiner respectfully disagrees. As noted in the responses above, 
Examiner finds that there is a reasonable expectation of success in the >mt i tion as 
presented, that the references teach or suggest one or more of the limitations of the 
Independent claims, and that a realistic motivation exists to make the combination. 
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Conclusion 

- >piicant's amendment necessitated the new groundfs} of rejection pres e md in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See fvlPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action, in the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR il3ots}vwli be : calcu)ated from the mailing date of 
the advisory: action. In no event, however, will ^the^statutorysperiddTbr : reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30 - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jay Kramer can be reached at 571 -272-6783. The fax number for the 
organization where the application or proceeding is assigned is 571-1' • 8 i 

Information regarding the status of an application may be obtained from the 
Pate ation information Retrieval PAIR) system. Status information for 
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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to Applicant a amendment and request for 
continue I exam nation of Application 10/743,616 filed on November 6, 2007. 

The amendment contains previously presented claims; 66-67, 89-74, 77-78 and 

80-96. 

The amendment contains amended claims: 64-66, 68, 75-76 and 79. 
Claims 1-63 have been previously canceled, 

A fequest for continued examination under 37 CFR 1.114, including, the fee set : 
lorth in -37 CFR 1;l7(e) ! : was filed in this application- after final rejection:,: Since this 
application iS'eligi:bte"fo : r'Continuecl,examination under 37 CFR 1:1 1:4 and theTee'sei 
forth in 37 CFR 1..17[efhas been timely paid, the finality of the previous/Office: action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 6, 2007 has been: entered:. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 1 1/2 \ tl 07 is being 
consu 3 3 , the examiner. However, the pieces of literature submitted in the IDS 
a -re all published after the pnonty date being claimed in the present applic?" 
: ere ore do rib! weigh on the patentability of the present application. 
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Additionally, Examiner notes the receipt of the Declaration under Rule 132 
rece m \ m \M f 2f307 with the amendment as submitted by Dr. Peter Brr us 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification -shall contain a written description cf the invention, and of !oeniantt.£f- and- process- 'Ot 
: %.v . and using. it,. In stsch'fui, clear, 'incise, znn exact terms as to suable- any person sk • - »; . 
art to which it- pertains,.- or -with which n is most nearly connected, to make jrtd use trie same and shall 
-set forth ithe.testmocte contemplated by the inventor of carrying out his !i werttioa, 

■(Siairns-64-96 are--rejected-under-35-U,S,C, 112, first paragraph,; as- based -on a 
disclosure which is not enabling, A complete explanation of all combinations- for 'activity 
selection: :as:0 : itedjnvcia-!m 1 are critical or essential to the practice. of 1he:-lnvention, but 
not-included -in the clairn(s)- is not enabled by the disclosure, 'See inje-Mayh&w, .527 
F.2d 1229, 188 USPQ 356 (CQPA 1976). 

As' the: claim is : set forth as a Markush ciaim wherein the last element; of giro-up is 
"and combinations thereof, the written description must include a description: of how "the 
-activifies;-. if selected: in: any combination, would operate-together. . For example, the 
invention must be: operable and enabled if the activities of and -only -of, for example, 
s ■ sizing one or .more aspects of enterprise financial performance - and valuing a real 
option are selected. In the particular instance, the written description does not support 
the selection of only these two activities. All permutations thereof are applicable in 
: sseribihg :he invention given the Markush group with the last element ol tl i.e group 
: m «ng and combinations thereof. The same rejection applies to all depended in 
the same form. 
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Ctaim Rejscfions - 35 USC § 10$ 

The following is a quotation of 35 U S C. 103(a) whjch forms the basis for all 
obviousness rejections set forth in this Office action; 

, rJ , >\ patent may not be Detained though the invention is not identically disclosed or described as set 
for- ir ..-.-on id/ • -"title if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious it tip time the 
invenfcM was made to a person having ordinary skill in the art to which said- subject matter pertains. 
Patei tabititi shall ■ ot be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under- 35 U.S.C, 103(a) are summarized : as:follows: 

1 Determining the scope and contents of the prior -art 

2, .Ascertaining' the differences between the prior art; -and the- claims; at 'issue* 

3. Resolving the level of .ordinary skill in the pertinent art 

4 Considering objective evidence present in the application indicating 
■ obv i o.usness o r.h'ohob v i o u s n e s s . 

Claims; 64, 66-69, 71-73, 75i 77-80 s 82-84, 86-91 and 93-95 are rejected -under 

35 U.S.C. 103(a) as being unpatentable over "How to sort- out the premium drivers of 

post-deal value" by Daniel W. Bielinski (further referred to as Bseiinski), in view of 

Outdated corporate reporting practices fail to measure companies' true value" in M2 

Presswire (further referred to as M2) and further in view of "Finance and economics: 

shining a light on company accounts" in The Economist (further referred to as The 

Economist. u 
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Regarding claims 64, 75 and 86-67, Bieftnski discloses an enterprise 
management method, program storage device with instructions and apparatus .: 3 ] s 
1-5), comprising; 

Preparing a plurality of transaction data related to a commercial enterprise for 
use in processing, developing a computational model of enterprise market value by 
element of value and segment of value by completing a series of multivariate analyses 
that utilize at least a portion of said data (pages 1-5), and 

Completing activities selected from the group consisting of: determining an 
: element 'of '"value contribution, quantifying an element of value impact on enterprise' 
: finane : iai.performaiieei completing an analysis of enterpriseiinancia! performance, 
optimizing orreer more-aspects ofenterprise-fin:andal:perfQrmance,::S!mulating:an: 
■ enterprise - financial: pe : rfQ ; niiance,-opti;mizing- a fglure enterprise market value,, 
quantifying. future enterprise market value, creating a management report, calculating 
a real option discount', rate, valuing a real option, valuing a share' of enterprise stock:, 
determining a. target share price and combinations thereof where a segment of value 
further comprises ^: current operation and a segment of value- selected from the group 
consisting of real option and excess financial asset and combinations thereof, and 
■where {pages- 1-5). 

i Slslinskl does not disclose valuing an enterprise using the elements of ma Ret 
sentiment and derivative. 

However. M2 discloses valuing an enterprise using the elements of market 
s -.raiment (pages 2-3). It would be obvious to one of ordinary skill in the art at the time 
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of the invention to modify the corporate valuation method as disclosed by Bielinski to 
a : a ptfhe use of valuing market sentiment as disclosed by M2. The motivation wc u - 
be to account for all of a corporation's assets among which includes market sentiment. 

Neither -Siefinski nor M2 disclose valuing an enterprise using derivatives. 
However, The Economist -discloses where derivatives are now being marked to market 
and included on a corporation s balance sheet with other assets (pages 1-2). It would 
be obvious to combine the use of recognizing derivatives as an asset on a corporation's 
bal-gfi.ee-' sheet for purposes of total valuation as disclosed-'byThe^Ecenpniistwitti the. 
method of valuing and accounting for all of a corporations assets in determining its 
value as disclosed by M&antfBieiihskt; The -motivation would : be: to - capture' alt- of' a 
corporation's assets, in determining its value. 



Regarding claims 66, 77 and 88, Bielinski discloses an enterprise:'' management 
method-,, program storage device with instructions and apparatus where:.:th'e'elem'-ehtS':of : 
value are selected from the group consisting of alliances, brands, 'Channels, customer 
relationships, employees, employee relationships, intellectual capital, -intellectual 
property, partnerships, processes, production equipment vendors, vendor relationships 
and combinations thereof {pages 2-4). 

Regarding claims 87, 78 and 89, Bielinski discloses an enterprise management 
me tl : £ i program storage device with instructions and apparatus where pre- pa hi l ; I a i 
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for use in processing further comprises integrating data from a plurality of entei prise 
■ gta I syi t- rr 5 in accordance with a common schema (pages 1-5). 

Regarding claims 68. 79 and 90, Bielinski. Ml and The Economist disclose an 
enterprise management- method, program storage device withlBStruotions and 
apparatus where optimizing: one or more aspects of enterprise 'financial performance 
further comprises- identifying value driver changes that will -optimize one or more 
aspects QfiinaneiaJpeWormanee where said aspects of financial performance: we: 
selected from the group consisting of revenue, expense, capital change,: -cash flow,, 
current operation -value.:' real option vaiue ; derivative valued-future market value, market 
sentiment 'value, ^market - value -and ; combinations thereof f pages 1 -.5) and -as- -provided - in 
claims 64, 7 : 5:and'&6, 



Regarding claims 69, 80 and 91. Btelnski, M2 and TheEconomis : t-disclose:an 
enterprise management-method, program storage device -with- .instructions and 
apparatus wheresna series- of multivariate analyses are selected from the group 
consisting of .identifying- one ore more previously unknown stem performance indicators, 
discovering one or more previously unknown value drivers, identifying one or more 
I re «ousl unl ndwn relationships between one ore more value drivers, identifying one 
or more previously unknown relationships between one or more elements of value, 
quantifying one or more inter-relationships between value drivers, quantifying one or 
more impacts between elements of value, developing one or more composite variables. 
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developing one or more vectors, developing one or more causal element impact 
sumrna i ies ientifying a best fit combination of predictive model algorithm ana element 
Impact summaries for modeling enterprise market value and each of the components of 
value, determining a net element of value impact for each segment of va m 
determining a relative strength of a piural%* of elements of value between two or more 
enterprises, developing one or more real option discount rates, calculating one or more 
real option values,. calculating an enterprise market sentiment value by element of 
vatue* and combinations; thereof (pages 1-6) and asprowded in claims. §4,. 7Sand:86,- 

Regarding claims 71, 82 and 93* Bieiinski discloses an enterprise management 
method, .program storage device with: Instructions and apparatus wherein enterprise 
.related transaction -data: are 'Obtained tTom:-s^stems-selected.from : the group consisting 
■of advanced financial-systems, basic financial systems, alliance management systems, 
brand, management-'systems, customer -relationship management systems,: /Channel, 
management systems, estimating systems, intellectual property, management systems, 
process management systems, supply chain management systems-vendor 
management systems, operation management systems, sates management systems, 
human resource systems, accounts receivable systems, accounts payable-systems, 
< 3| itai m set systems, inventory systems, invoicing systems, payroll systems, 
purchasing systems, web site systems, the internet, external databases and 
combinai ops thereof (pages 1-5). 
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Regarding claims 72, 83 and 64, Bieiinski discloses an enterprise management 
method | >ro§ram storage device with instructions and apparatus wherein an enterprise 
\ rthef comprises a single product, a group of products, a division or an entire company 
\ iges 1-5). 

Regarding claim 73,:i4-and 95, Bielmski. M2 and Toe-Economist disclose an 
enterprise management- method, program storage device with instructions and 
apparatus wherein a computational model of enterprise market value further comprises 
.a combination of models selected from the group consisting of a. predictive: conlpprtent 
of value' model: a ■rea! option 'discount rate model, a rear option valuation model 1 , a 
derivative: valuation model t an- excess financial asset: valuation models a. ■market 
sentiment^ model by element of value and combinations thereof: {pages provided 
in ciaim'S: : 64:,:75':and 86:, 



Claims 65 and 76 are rejected under 35 U.S.C. 103(a) as.being unpatentable 
over Bieiinski, M2 and The : Economist and further in view of TTse-useef options theory 
to value research . in the service sector by K. Jensen and P, Warren (further referred to 

as Jensen):., 

Neither Bieiinski, M2 nor The Economist disclose where a real opti< • < >egffti I 
of value is: valued using a discount rate that is a function of the relative ranking of one or 
more enterprise elements of value. However, Jensen discloses where a real options 
sea 1 1 ii ii it i .'Blue is valued using a discount rate that is a function of the relative-: fahl >u 
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of one or more enterprise elements of value (pages 1-8). it woufd be obvious to one of 
: rdmary skil rune art at me time of tie invention to use the strength of an element of ' 
i alue to value a real option as the companies current value elements would be most 
representative of the value at which potential future projects would be evaluated 

Claims 70, 74, 81, 85 ; 92, and 96 are rejected under 35 US, C. 103(a) as being 
unpatentable over Bietinski, Ml, The Economist and further in view of "Machine-learning 
research: Four current directions"' by Thomas G Deittench (further referred -to- as 
Deitteridh); 



'Regarding" claims 70, ■ 81 and 92, neither Bielinski, ■ M2 . nor "The: . Economist; 
disclose: 1 an : enterprise management-method* -program storage device- with, instructions; 
and apparatus-' wherein a predictive model algorithm is selected ^mlhe group: 
consisting : -of: neural: -network; classification and regression tree; .generalized 
a-uteregressive/eortdiiional heteroskedastictty: regression.; -generalized additive*: 
redundant regression network; rough-set analysis; Bayesian; multivariate adaptive 
regression spline and support vector method. 

However, Deittench discloses an enterprise management method,. program 
storage device with instructions and apparatus wherein a predictive model algorithm is 
selected from the group consisting of neural network; classification and regression tree; 
generalized autoregressive conditional heteroskedasticity; regression; general . 
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additive; redundant regression network rough-set analysis, Bayesian multivariate 
adapt n i egression spline and support vector method (pages 1-39). 

It would be obvious to one of ordinary skill in the art to modify the cc npute ze i 
ml ie s for -mining valuation by using multiple value drivers as diseiosedby 
Bielinski, M2 and The Economist to adapt the use of the rnodei algorithms as disclosed 
by Deittench. The motivation would be to use an algorithm from among the many 
known algorithms forperformtng computations, 

Regarding: claims 74 > 85 and 96 - Bieinski discloses an enterprise' management, 
method,:; program; storage device with instructions and apparatus where genetic, 
algorithms : are : . used to. identify changes that wil I optimize one or more : aspects- of 
enterprise financial performance and mu^criteria optimization models are used to 
identity the ch.anges;that;w8l : optimize two or more aspects of enterpriser-financial 
.performance (pages ' 1 -5} : , 

Neither Bielinski, M2 nor The Economist disclose arr .enterprise management 
method, program storage device with instructions and apparatus where a Markov Chain 
Monte Carlo model is used to identify one or more changes that will. optimize one aspect 
of enterprise financial performance, However. Dietterich discloses the use of a Markov 
Cham Monte Carlo model for optimization (pages 5-6). It would be obvious to one of 
ordinary skill in the art to modify the computerized models for determi - ig Muati n by 
using multiple value drivers as disclosed by Bielinski, M2 and The Economist to adapt 
the use of the Markov Chain Monte Carlo model as disclosed by Deitterich. The 
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; i i ,[ //dion would be to use a model which is used with neural networks for performing 
combinatorial optimization computations. 

R&spansB to Arguments 

Applicant's arguments with respect to claims 64-96 have been considered but are 
moot in view of the new ground(s) of rejection as set forth in the reconsideration after 
filing' an RCE. 

Conclusion 

Arty inquiry: concerning 'this communication should be directed to Jennifer 
tlversedgewhose telephone numberiS::571-*272-31 : 67,. The examiner' can normally 'be 
reached on'. Monday'- 'Friday:, S;3Q AM - 5 PM. 

/If : attem:pts to 'reach the examiner by telephone are unsuccessful, the examiner's 
■supervisor,; iCarnbizAbdi can be reached at 571-272-6702. The:fax:'hum:ber"fbr"the 
' organization where ■ the application .or- proceeding (s assigned ■ Is] 57.1 '-273-S3OT, 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained torn either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://M;r-direc£uspto.aov> . Should 
you have quesibhs on access to the Private PAIR system, contact the Electronic 
i usiness C enter (EBC) at 866-217-9197 (toll-free}. 
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- The MAILING DA TE of this communication appears on the cover sheer with the correspondence address ■■ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATOR 

■ Extensions o< teme may be available under (he provisions of 37 CFR 1.138(a), tn m went, however, <wy a «P¥ be Hwly *d 
after SIX (6; months from the mailing dale of this communicator. 

- II the period for reply specified above is less than thirty (30) days, a reply vAMn fte statutory (riirwmm of Hrty (30) days will be considered timely, 

• If NO period (or reply is specified above, the maximum statutory period vM apply and <*M expire SIX (6) MONTHS from Ihe mslng flats of this communication. 

- Failure to reply within the set Of extended period for reply wrat, by statute, cause tt» application to become .ABANDONED (35 U.S.C. § 133). 
Any repiy received by the Office ia'.er than ihFee months after the mailing date of this conxnunitaiion, evm if timely filed, may reduce any 
earned patent term adjustment, See 37 CFR 1 704(b). 

Status 

1)S Responsive to communication(s) filed on 17 May 2004 , 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for format matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayb, 1935 CD. 11, 453 O.G, 213. 

Disposition of Claims 

4) Kl Claim(s) 142 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s)_ is/are allowed. 

6}H Claim(s) 1-22 is/are rejected. 
7}EJ Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10}K The drawing(s) filed on 12/24/03 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing (s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction i$ required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 
1 1 }□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)C]AJI b)D Some *c)Q None of: 

1. D Certified copies of the priority documents have been received. 

2, C3 Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/746,673 Pa 
Art Unit: 3629 

DETAILED ACTION 

This is in response to the communications filed on February 20, 2004 and 
May 17, 2004, Claims 1-22 are currently pending. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 12/24/03 and 01/05/05 
are in compliance with the provisions of 37 CFR 197. Accordingly, the 
information disclosure statements are being considered by the examiner. Copies 
of PTO-1449 are attached hereto. 



Claim Rejections - 35 (JSC § 112 

. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention, 

1, Claims 1-10 and 13-22 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not. described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 
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As for claim 1 , it is unclear to the Examiner how a model is created that 
quantifies a net impact. The specification does not disclose how a model is 
created or what is meant by "net impact". 

As for claim 3, it is unclear to the Examiner what the applicant means by 
"market sentiment". • 

As for claim 13, it is unclear to the Examiner how a "contribution model" is 
developed. The specification does not disclose how a "contribution model" is 
developed. 

As for claim 22, it is unclear to the Examiner how a model is created that 
quantifies a net impact. The specification does not disclose how a model is 
created or what is meant by "net impact". 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more cfaims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 13 recites the limitation "the contribution model" in lines 2-5. There 
is insufficient antecedent basis for this limitation In the claim. 
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Claim Rejections - 35 USC §101 

3. Claims 1 -8 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
For a claimed invention to be statutory, the claimed invention must be 

within the technological arts, Mere ideas in the abstract (i.e., abstract idea, law 
of nature, natural phenomena) that do not apply, involve, use, or advance the 
technological arts fail to promote the "progress of science and the useful arts" 
(i.e., the physical sciences as opposed to social sciences, for example) and 
therefore are found to be non-statutory subject matter, For a process claim to 
pass muster, the recited process must somehow apply, involve, use, or advance 
the technological arts. In the present case, claim 1 only recites an abstract idea. 
The recited steps of merely obtaining a performance model that quantifies the 
impact of elements and sub-elements of value on the value of a business with at 
least one customer, defining one or more baskets purchased from the business 
and their associated causal SKU'S by sub-eiement of customer value, and 
identify a causal SKU promotional offer for each basket that maximizes business 
value using said performance model does not apply, involve, use, or advance the 
technological arts since all of the recited steps can be performed in the mind of 
the user or by use of a pencil and paper. These steps only constitute an idea of 
pricing. 
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As to technological arts recites 1 in the preamble, mere recitation in the 
preamble (i.e., intended or field of use) or mere implication of employing a 
machine or article of manufacture to perform some or all of the recited steps 
does not confer statutory subject matter to an otherwise abstract idea unless 
there is positive recitation in the claim as a whole to breathe life and meaning into 
the preamble. In the present case, none of the recited steps are directed to 
anything in the technological arts as explained above with the exception of the 
recitation in the preamble that the method is "computer implemented". Looking 
at the claim as a whole, nothing the body of the claim recites any structure or 
functionality to suggest that a computer performs the recited steps. Therefore, 
the preamble is taken to merely recite a field of use. 

Additionally, for a claimed invention to be statutory, the claimed invention 
must produce a useful, concrete, and tangible result. In the present case, the 
claimed invention produces scores for various policies (i.e., repeatable) used in 
determining and selecting the best insurance policy (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as 
explained above, claims 1-8 are deemed to be directed to non-statutory subject 
matter. 
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Response to Amendments 

4. The amendment to the claims filed on 02/20/04 and 05/1 7/04 do not 
comply with the requirements of 37 CFR 1.121(c) because the pre amendment 
dated 02/20/04 was unsigned; incorrect status identifiers were used for claims 1- 
22 in the pre amendment dated 05/17/04; and the amendment dated 05/17/04 
contains markings to indicate the changes that have been made which are not 
relative to the immediate prior version of the claims. 

Amendments to the claims filed on or after July 30, 2003. must comply 
with 37 CFR 1.121(c) which states; 



(c) Claims. Amendments to a claim must be made by rewriting the entire 
claim with all changes (e.g., additions and deletions) as indicated in this 
subsection, except when the claim is being canceled. Each amendment 
document that includes a change to an existing claim, cancellation of an existing 
claim or addition of a new claim, must include a complete listing of all claims ever 
presented, including the text of all pending and withdrawn claims, in the 
application. The claim listing, including the text of the claims, in the amendment 
document will serve to replace all prior versions of the claims, in the application. 
In the claim listing, the status of every claim must be indicated after its claim 
number by using one of the following identifiers in a parenthetical expression: 
(Original), (Currently amended), (Canceled), (Withdrawn), (Previously 
presented), (New), and (Not entered). 

(1 ) Claim fisting. All of the claims presented in a claim listing shall 
be presented in ascending numerical order. Consecutive claims having the same 
status of "canceled" or "not entered" may be aggregated into one statement (e.g., 
Claims 1-5 (canceled)). The claim listing shall commence on a separate sheet of 
the amendment document and the sheet(s) that contain the text of any part of the 
claims shall not contain any other part of the amendment, 

(2) When claim text with markings is required. All claims being 
currently amended in an amendment paper shall be presented in the claim 
listing, indicate a status of "currently amended," and be submitted with 
markings to indicate the changes that have been made relative to the 
immediate prior version of the claims. The text of any added subject matter 
must be shown by underlining the added text. The text of any deleted matter 
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must be shown by strike-through except that double brackets placed 
before and after the deleted characters may be used to show deletion of 
five or fewer consecutive characters. The text of any deleted subject matter 
must be shown by being placed within double brackets If strike-through cannot 
be easily perceived. Only claims having the status of "currently amended," or 
"withdrawn" if also being amended, shall include markings. If a withdrawn claim is 
currently amended, its status in the claim listing may be identified as 
"withdrawn— currently amended," 

(3) When claim text in clean version is required. The text of all 
pending claims not being currently amended shall be presented in the claim 
listing in clean version, i.e., without any markings in the presentation of text. The 
presentation of a clean version of any claim having the status of "original," 
"withdrawn" or "previously presented" will constitute an assertion that it has not 
been changed relative to the immediate prior version, except to omit markings 
that may have been present in the immediate prior version of the claims of the 
status of "withdrawn" or "previously presented. 11 Any claim added by 
amendment must be indicated with the status of "new" and presented in 
clean version, i.e., without any underlining. 

{4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim 
listing with the status of "canceled" or "not entered." 

(ii) Cancellation of a claim shall be effected by an instruction 
to cancel a particular claim number. Identifying the status of a claim in the claim 
listing as "canceled*' will constitute an instruction to cancel the claim, 

(5) Reinstatement of previously canceled claim. A claim which was 
previously canceled may be reinstated only by adding the claim as a "new" claim 
with a new claim number. 



Conclusion 



5. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Freda Nelson whose telephone number is 
(703) 305-0261 . The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Weiss can be reached on (703) 308-2702, The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval {PAIR} system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

FAN 03/28/2005 Art Unit 3629 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period lor reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E] Responsive to communication(s) filed on 15 December 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) C3 Claim(s) 1-16 and 23-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-16 and 23-32 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The amendment received on December 16, 2005 is acknowledged and entered. Claims 
1-16 and 23-30 have been amended. Claims 17-22 have been canceled. Claims 31-32 
have been added. Claims 1-16 and 23-32 are currently pending. 

Information Disclosure Statement 

1 . The information disclosure statements (IDSs) submitted on 07/1 1/2005, 
08/22/2005, 01/13/2006, 02/12/2006, 02/18/2006, 04/30/2006, 05/06/2006 and 
05/07/06/2006 are in compliance with the provisions of 37 CFR 1.97. However, the 
examiner notes that due to the lengthiness of the references as a whole the examiner 
has performed a cursory review of the references submitted. The examiner seeks the 
assistance of the applicant in identifying those references which are pertinent to the 
pending claims of the instant application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-16 and 23-32 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The examiner is unable to determine how the performance model quantifies an 
impact of a plurality of elements of value and sub-elements of value on a value of the 
business. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 3-6, 8-13, 23, 25-28 and 30 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 recites the limitation "customer value" in line 13. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 1, the examiner is unable to determine what the applicant is claiming 
by the claim language "basket-sub" in line 15. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "SKU" in lines 9-10 and 17-18. respectively. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU" in lines 10 and 17, respectively. 

As for claim 1 , the examiner is unable to determine how a business purchases a 
basket of SKUs. 
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Claim 3 recites the limitation "the contents" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 4, the examiner is unable to determine what the applicant is claiming 
by the claim language "CCU" or "LCD causal association algorithm" in line 4. 

As for claim 4, the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU's" in line 5. 

Claim 5 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 6 recites the limitation "the group" in line 3, "the loyalty" in line 4, "the 
supply chain status" in line 5, and "the choice" in lines 5 and 6, respectively. There is 
insufficient antecedent basis for these limitations in the claim. 

Claim 9 recites the limitation "customer value" in line 14. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 9 recites the limitation "the processors ' in line 6. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "SKU's" in lines 12-13, respectively. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU's" in line 13. 

As for claim 9, the examiner is unable to determine how a business purchases a 
basket of SKU's. 
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As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "basket-sub" in line 16. 

Claim 9 recites the limitation "the group" in line 18. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claims 1 0-1 6, the examiner is unable to determine if the applicant is 
claiming a computer readable medium or a method. 

Claim 10 recites the limitation "the method" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 1 recites the limitation "the method" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the method" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 12, the examiner is unable to determine what the applicant is 
claiming by the claim language "CCU" or ' LCD causal association algorithm" in line 3. 

As for claim 12, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU's' in line 4. 

Claim 13 recites the limitation "the group" in lines 2-3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 14, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU" in lines 4-5. 
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As for claim 14, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKIT and "causal SKU discount" in line 4. 

Claim 23 recites the limitation "customer value" in line 12. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 23, the examiner is unable to determine what the applicant is 
claiming by the claim language "basket-sub" in line 14. 

Claim 23 recites the limitation "the group" in line 16. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 23, the examiner is unable to determine how a business purchases a 
basket of SKUs. 

As for claim 25, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU's" in line 5. 

As for claim 26, the examiner is unable to determine what the applicant is 
claiming by the claim language 'causal SKU's" in lines 4 and 5-6, respectively. 

As for claim 26, the examiner is unable to determine what the applicant is 
claiming by the claim language "CCU" or ' LCD causal association algorithm" in line 5. 

Claim 27 recites the limitation "the group" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 28 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 28, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU's'' in lines 3-5. 
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As for claim 28, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU" and "causal SKU discount" in lines 3-4. 

Claim 30 recites the limitation "the group" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 (JSC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-8 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. See detailed discussion below. 

As the Supreme Court held, Congress chose the expansive language of 35 
U.S.C. § 101 so as to include "anything under the sun that is made by man." Diamond v. 
Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 193, 197 (1980). In Chakrabarty, 447 
U.S. at 308-309, 206 USPQ at 197, the court stated: 



In choosing such expansive terms as "manufacture" and "composition of 
matter," modified by the comprehensive "any," Congress plainly contemplated 
that the patent laws would be given wide scope. The relevant legislative history 
also supports a broad construction. The Patent Act of 1793, authored by Thomas 
Jefferson, defined statutory subject matter as "any new and useful art, machine, 
manufacture, or composition of matter, or any new or useful improvement 
[thereof]." Act of Feb. 21,1 793, ch. 1 1 , § 1 , 1 Stat. 31 8. The Act embodied 
Jefferson's philosophy that "ingenuity should receive a liberal encouragement." V 
Writings of Thomas Jefferson, at 75-76. See Graham v. John Deere Co., 383 
U.S. 1, 7-10 (148 USPQ 459, 462-464) (1966). Subsequent patent statutes in 
1836, 1870, and 1874 employed this same road language. In 1952, when the 
patent laws were recodified, Congress replaced the word "art" with "process," but 
otherwise left Jefferson's language intact. The Committee Reports accompanying 
the 1 952 Act inform us that Congress intended statutory subject matter to 
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'include anything under the sun that is made by man." S. Rep. No. 1979, 82d 
Cong., 2d Sess., 5 (1952); H.R. Rep. No.1923, 82d Cong., 2d Sess., 6 (1952). 
[Footnote omitted] 

This perspective has been embraced by the Federal Circuit: 

The plain and unambiguous meaning of section 101 is that any new and 
useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may be patented if it meets the requirements 
for patentability set forth in Title 35, such as those found in sections 102, 103, 
and 112. The use of the expansive term "any" in section 101 represents 
Congress's intent not to place any restrictions on the subject matter for which 
a patent may be obtained beyond those specifically recited in section 101 and 
the other parts of Title 35.... Thus, it is improper to read into section 101 
limitations as to the subject matter that may be patented where the legislative 
history does not indicate that Congress clearly intended such limitations. 

Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556. 



35 U.S.C. § 101 defines four categories of inventions that Congress deemed to be 
the appropriate subject matter of a patent: processes, machines, manufactures and 
compositions of matter. 

Federal courts have held that 35 U.S.C. § 101 does have certain limits. First, the 
phrase "anything under the sun that is made by man" is limited by the text of 35 U.S.C. 
§101, meaning that one may only patent something that is a machine, manufacture, 
composition of matter or a process. See, e.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 
1556; In re Warmerdam, 33 F.3d 1354, 1358, 31 USPQ2d 1754, 1757 (Fed. Cir. 1994). 
Second, 35 U.S.C. § 101 requires that the subject matter sought to be patented be a 
"useful" invention. Accordingly, a complete definition of the scope of 35 U.S.C. § 101, 
reflecting Congressional intent, is that any new and useful process, machine, 
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manufacture or composition of matter under the sun that is made by man is the proper 
subject matter of a patent. 

The subject matter courts have found to be outside of, or exceptions to, the four 
statutory categories of invention is limited to abstract ideas, laws of nature and natural 
phenomena. These three exclusions recognize that subject matter that is not a practical 
application or use of an idea, a law of nature or a natural phenomenon is not patentable. 
See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. (20 Wall.) 498, 507 (1874) ("idea of 
itself is not patentable, but a new device by which it may be made practically useful is"); 
Mackay Radio & Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 94, 40 USPQ 
199, 202 (1939) ("While a scientific truth, or the mathematical expression of it, is not 
patentable invention, a novel and useful structure created with the aid of knowledge of 
scientific truth may be."); Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759 ("steps of 
locating' a medial axis, and 'creating' a bubble hierarchy . . . describe nothing more 
than the manipulation of basic mathematical constructs, the paradigmatic 'abstract 
idea'"). 

The courts have also held that a claim may not preempt ideas, laws of nature or 
natural phenomena. The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. (14 How.) 156, 175 (1852) ("A principle, in the abstract, 
is a fundamental truth; an original cause; a motive; these cannot be patented, as no one 
can claim in either of them an exclusive right."); Funk Bros. Seed Co. v. Kalo Inoculant 
Co., 333 U.S. 127, 132, 76 USPQ 280, 282(1948) (combination of six species of 
bacteria held to be nonstatutory subject matter). Accordingly, one may not patent every 
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"substantial practical application" of an idea, law of nature or natural phenomena 
because such a patent "in practical effect be a patent on the [idea, law of nature or 
natural phenomena] itself." Gottschalk v. Benson, 409 U.S. 63, 71-72, 175 USPQ 673, 
676 (1972). 

A claim that requires one or more acts to be performed defines a process. The 
applicant's invention is directed to a method or a process and thus falls within an 
enumerated statutory class. 

However, not all processes are statutory under 35 USC Section 101. To be 
statutory, a claimed process must either: (A) result in a physical transformation which a 
practical application is either disclosed in the specification or would have been known to 
a skilled artisan, or (B) be limited to a practical application which produces a useful, 
tangible, and concrete result. See Diehr, 450 U.S. at 183-84, 209 USPQ at 6. 

Upon making the determination that the invention is a method or process that falls 
within an enumerated statutory class, the Examiner must now determine whether the 
claimed invention falls within one of the Section 101 judicial exceptions, i.e., is the 
invention directed to laws of nature, natural phenomena or an abstract idea. Moreover, 
in evaluating whether the claims meet the requirements of section 101, the Supreme 
Court requires the Examiner to consider the claims as a whole to determine whether the 
invention is for a particular application of an abstract idea, rather than an abstract idea 
itself. 



Exceptions: Laws of nature, natural Phenomena and Abstract Ideas: 
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Inventions directed to nothing more than abstract ideas (such as mathematicai 
algorithms), natural phenomena, and laws of nature are not eligible and therefore are 
excluded from patent protection. Diehr, 450 U.S. at 185, 209 USPQ at 7; accord, e.g., 
Chakrabarty, 447 U.S. at 309, 206 USPQ at 197; Parker v. Flook, 437 U.S. 584, 589, 
1 98 USPQ 1 93, 1 97 (1 978); Benson, 409 U.S. at 67-68 , 175 USPQ at 675; Funk, 333 
U.S. at 130, 76 USPQ at 281, "A principle, in the abstract, is a fundamental truth; an 
original cause; a motive; these cannot be patented, as no one can claim in either of 
them an exclusive right." Le Roy, 55 U.S. (14 How.) at 175. Instead, such 
"manifestations of laws of nature" are "part of the storehouse of knowledge," "free to all 
men and reserved exclusively to none." Funk, 333 U.S. at 130, 76 USPQ at 281. 

Thus, "a new mineral discovered in the earth or a new plant found in the wild is not 
patentable subject matter" under Section 101. Chakrabarty, 447 U.S. at 309, 206 USPQ 

2 

at 197. "Likewise, Einstein could not patent his celebrated law that E=mc ; nor could 
Newton have patented the law of gravity." Ibid. Nor can one patent "a novel and useful 
mathematical formula," Flook, 437 U.S. at 585, 198 USPQ at 195; electromagnetism or 
steam power, O'Reilly v. Morse, 56 U.S. (15 How.) 62, 113-114 (1853); or "[t]he 
qualities of * * * bacteria, * * * the heat of the sun, electricity, or the qualities of metals," 
Funk, 333 U.S. at 130, 76 USPQ at 281; see Le Roy, 55 U.S. (14 How.) at 175. 

While abstract ideas, natural phenomena, and laws of nature are not eligible for 
patenting, methods and products employing abstract ideas, natural phenomena, and 
laws of nature to perform a real-world function may well be. In evaluating whether a 
claim meets the requirements of section 101, the claim must be considered as a whole 
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to determine whether it is for a particular application of an abstract idea, natural 
phenomenon, or law of nature, rather than for the abstract idea, natural phenomenon, or 
law of nature itself. 

Determine Whether the Claimed Invention Covers Either a § 101 Judicial 
Exception or a Practical Application of a § 101 Judicial Exception 

The Examiner must ascertain the scope of the claim to determine whether it covers 
either a § 101 judicial exception or a practical application of a § 101 judicial exception. 
The conclusion that a particular claim includes a § 101 judicial exception does not end 
the inquiry because "[i]t is now commonplace that an application of a law of nature or 
mathematical formula to a known structure or process may well be deserving of patent 
protection." Diehr, 450 U.S. at 187, 209 USPQ at 8 (emphasis in original); accord Flook, 
437 U.S. at 590, 198 USPQ at 197; Benson, 409 U.S. at 67, 175 USPQ at 675. Thus, 
"[wjhile a scientific truth, or the mathematical expression of it, is not a patentable 
invention, a novel and useful structure created with the aid of knowledge of scientific 
truth may be." Diehr, 450 U.S. at 188, 209 USPQ at 8-9 (quoting Mackay, 306 U.S. at 
94); see also Corning v. Burden, 56 U.S. (15 How.) 252, 268, 14 L.Ed. 683 (1854)("lt is 
for the discovery or invention of some practical method or means of producing a 
beneficial result or effect, that a patent is granted . . ."). 

In light of the rejection under 35 USC Section 112, second paragraph, and in light of 
the specification, it appears that the applicant is directing the invention to a sales 
method. Assuming this is correct, the Examiner asserts that the applicant's invention is 
directed to creating offers based on sales history data and the quantified impact of a 
plurality of elements of value from a performance models and thus is an abstract idea. 
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The Examiner now must determine if the applicant's invention is a particular application 
of an abstract idea. 

Determine Whether the Claimed Invention is a Practical Application of an 
Abstract Idea, Law of Nature, or Natural Phenomenon (§ 101 Judicial 

Exceptions) 

For claims including such excluded subject matter to be eligible, the claim must be 
for a practical application of the abstract idea, law of nature, or natural phenomenon. 
Diehr, 450 U.S. at 187, 209 USPQ at 8 ("application of a law of nature or mathematical 
formula to a known structure or process may well be deserving of patent protection."); 
Benson, 409 U.S. at 71 , 175 USPQ at 676 (rejecting formula claim because it "has no 
substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application of 
the § 101 judicial exception, which can be identified in various ways: 

(a) . The claimed invention "transforms" an article or physical object to a 
different state or thing. 

(b) The claimed invention otherwise produces a useful, concrete and 
tangible result, based on the factors discussed below. 

a. Practical Application by Physical Transformation 

The applicant's invention does not transform an article or physical object to a 
different state or thing. Transferring goods allows the goods to remain in the same 
state, albeit allowing them to change physical locations, 
b. Practical Application That Produces a Useful. Concrete, and Tangible Result 
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For eligibility analysis, physical transformation "is not an invariable requirement, but 
merely one example of how a mathematical algorithm [or law of nature] may bring about 
a useful application." AT&T. 172 F.3d at 1358-59, 50 USPQ2d at 1452. Since the 
Examiner determined that the claims do not entail the transformation of an article, the 
Examiner must review the claim to determine if the claim provides a practical application 
that produces a useful, tangible and concrete result. In determining whether the claim is 
for a "practical application," the focus is not on whether the steps taken to achieve a 
particular result are useful, tangible and concrete, but rather that the final result 
achieved by the claimed invention is "useful, tangible and concrete." The claim must be 
examined to see if it includes anything more than a § 101 judicial exception. If the claim 
is directed to a practical application of the § 101 judicial exception producing a result 
tied to the physical world that does not preempt the judicial exception, then the claim 
meets the statutory requirement of 35 U.S.C. §101. If the examiner does not find such 
a practical application, the examiner has determined that the claim is nonstatutory. In 
determining whether a claim provides a practical application that produces a useful, 
tangible, and concrete result, the examiner considers and weighs the following factors: 

"USEFUL RESULT" 

For an invention to be "useful" it must satisfy the utility requirement of section 
101. The USPTO's official interpretation of the utility requirement provides that the utility 
of an invention has to be (i) specific, (ii) substantial and (iii) credible. MPEP § 2107 and 
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Fisher, 421 F.3d at 76 USPQ2d at 1230 (citing the Utility Guidelines with approval 

for interpretation of "specific" and "substantial"). 

The Examiner asserts that the applicant's invention has a specific, substantial 
and credible result and thus produces a useful result. 

"TANGIBLE RESULT" 

The tangible requirement does not necessarily mean that a claim must either be 
tied to a particular machine or apparatus or must operate to change articles or materials 
to a different state or thing. However, the tangible requirement does require that the 
claim must recite more than a § 101 judicial exception, in that the process claim must 
set forth a practical application of that § 101 judicial exception to produce a real-world 
result. Benson, 409 U.S. at 71-72, 175 USPQ at 676-77 (invention ineligible because 
had "no substantial practical application."). "[A]n application of a law of nature or 
mathematical formula to a ... process may well be deserving of patent protection." 
Diehr, 450 U.S. at 187, 209 USPQ at 8 (emphasis added); see also Corning, 56 U.S. 
(15 How.) at 268, 14 LEd. 683 ("It is for the discovery or invention of some practical 
method or means of producing a beneficial result or effect, that a patent is granted . . ."). 
In other words, the opposite meaning of "tangible" is "abstract." 

The Examiner asserts that the method claim does not produce a real-world 
result, or beneficial effect and thus has no substantial application. 

"CONCRETE RESULT" 
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Another consideration is whether the invention produces a "concrete" result. 
Usually, this question arises when a result cannot be assured. In other words, the 
process must have a result that can be substantially repeatable or the process must 
substantially produce the same result again. In re Swartz, 232 F.3d 862, 864, 56 
USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted result produced by the claimed 
invention is "irreproducible" claim should be rejected under section 101). The opposite 
of "concrete" is unrepeatable or unpredictable. Resolving this question is dependent on 
the level of skill in the art. 

The Examiner asserts that the applicant's invention is not repeatable or 
predictable. The invention is directed to quantifying an impact of a plurality of elements 
of value and sub-elements of value . The results of the invention cannot be assured 
since trying to quantify an impact is not assured. 

Determine Whether the Claimed Invention Preempts an Abstract Idea, Law of 
Nature, or Natural Phenomenon (§ 101 Judicial Exceptions) 

Even when a claim applies a mathematical formula, for example, as part of a 

seemingly patentable process, the examiner must ensure that it does not in reality 

"seek[] patent protection for that formula in the abstract." Diehr, 450 U.S. at 191 , 209 

USPQ at 10. "Phenomena of nature, though just discovered, mental processes, abstract 

intellectual concepts are not patentable, as they are the basic tools of scientific and 

technological work." Benson, 409 U.S. at 67, 175 USPQ at 675. One may not patent a 

process that comprises every "substantial practical application" of an abstract idea, 

because such a patent a in practical effect would be a patent on the [abstract idea] itself." 
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Benson, 409 U.S. at 71-72, 175 USPQ at 676; cf. Diehr, 450 U.S. at 187, 209 USPQ at 
8 (stressing that the patent applicants in that case did "not seek to pre-empt the use of 
[an] equation," but instead sought only to "foreclose from others the use of that equation 
in conjunction with all of the other steps in their claimed process"). "To hold otherwise 
would allow a competent draftsman to evade the recognized limitations on the type of 
subject matter eligible for patent protection." Diehr, 450 U.S. at 192, 209 USPQ at 10. 
Thus, a claim that recites a computer that solely calculates a mathematical formula (see 
Benson) or a computer disk that solely stores a mathematical formula is not directed to 
the type of subject matter eligible for patent protection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Freda A. Nelson whose telephone number is (571) 272- 
7076. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

FAN 06/26/06 
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DETAILED ACTION 

The amendment received on October 22, 2006 is acknowledged and entered. Claims 
1 , 3, 6-7, 9-12, 15, 23 and 29 have been amended. Claims 17-22 have been canceled. 
No claims have been added. Claims 1-16 and 23-32 are currently pending. 

Response to Amendments and Arguments 

Applicant's arguments filed October 22, 2006 have been fully considered but they 
are not persuasive. 

In response to applicant's arguments that the examiner has failed to establish a 
prima facie case that the specification does meet the requirements of 35 U.S.C. 112, 
first paragraph, the examiner respectfully disagrees. The applicant still has not provided 
the examiner with areas in specification detailing how the performance model quantifies 
an impact of a plurality of elements of value and sub-elements of value. 

In response to the applicant's arguments that the invention produces results that 
are a tangible, and concrete and useful, the examiner respectfully disagrees. The 
Examiner asserts that the applicant's invention is not repeatable or predictable because 
the invention is directed to quantifying an impact of a plurality of elements of value and 
sub-elements of value, wherein the results of the invention cannot be assured since 
trying to quantify an impact is not assured; and the Examiner asserts that the method 
claim does not produce a real-world result, or beneficial effect and thus has no 
substantial application. 
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The Affadavit under 37 CFR 1 .132 filed October 22, 2006 is insufficient to 
overcome the rejection of claims 1-16 and 23-32 are based upon insufficiency of 
disclosure under 35 U.S.C. 112, first paragraph as set forth in the last Office action 
because: 

It include(s) statements which amount to an affirmation that the claimed subject 
matter functions as it was intended to function. This is not relevant to the issue of 
nonobviousness of the claimed subject matter and provides no objective evidence 
thereof. See MPEP § 716. 

Claim Rejections - 35 (JSC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1. Claims 1-16 and 23-32 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The examiner is still unable to determine how the performance model quantifies 
an impact of a plurality of elements of value and sub-elements of value on a value of the 
business. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1,3-6, 8-13, 23, 25-28 and 30 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 recites the limitation "customer value" in line 13. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "basket-sub" in line 9. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "SKU" in lines 8-9 and 14-15, respectively. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU" in lines 9 and 14, respectively. 

As for claim 1 , the examiner is unable to determine how a business purchases a 
basket of SKUs. 

Claim 3 recites the limitation "the contents" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 4, the examiner is unable to determine what the applicant is claiming 
by the claim language "CCU" or "LCD causal association algorithm" in line 4. 

As for claim 4, the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU's" in line 5. 
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Claim 5 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 6 recites the limitation "the group" in line. There is insufficient antecedent 
basis for these limitations in the claim. 

Claim 6 is incomplete. 

Claim 9 recites the limitation "customer value" in line 14. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "SKU's" in lines 12-13, respectively. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU's" in line 13. 

As for claim 9, the examiner is unable to determine how a business purchases a 
basket of SKU's. 

As for claim 9, the examiner is unable to determine what "the applicant is claiming 
by the claim language "basket-sub" in line 16. 

Claim 9 recites the limitation "the group" in line 18. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claims 10-16, the examiner is unable to determine if the applicant is 
claiming a computer readable medium or a method. 

Claim 10 recites the limitation "the method" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim 1 1 recites the limitation "the method" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the method" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 12, the examiner is unable to determine what the applicant is 
claiming by the claim language "CCU" or "LCD causal association algorithm" in line 3. 

As for claim 12, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU's" in line 4. 

Claim 13 recites the limitation "the group" in lines 2-3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 14, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU" in lines 4-5. 

As for claim 14, the examiner is unable to determine what the applicant is 
claiming. by the claim language "causal SKU" and "causal SKU discount" in line 4. 

Claim 23 recites the limitation "customer value" in line 12. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 23, the examiner is unable to determine what the applicant is 
claiming by the claim language "basket-sub" in line 13. 

As for claim 23, the examiner is unable to determine how a business purchases a 
basket of SKUs. 
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As for claim 25, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU's" in line 5. 

As for claim 26, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU's" in lines 4 and 5-6, respectively. 

As for claim 26, the examiner is unable to determine what the applicant is 
claiming by the claim language "CCU" or "LCD causal association algorithm" in line 5. 

As for claim 28, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU's" in lines 3-5. 

As for claim 28, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU" and "causal SKU discount" in lines 3-4. 

Claim Rejections • 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvementthereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-8 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. See detailed discussion below. 

As the Supreme Court held, Congress chose the expansive language of 35 
U.S.C. § 101 so as to include "anything under the sun that is made by man." Diamond v. 
Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 193, 197 (1980). In Chakrabarty, 447 
U.S. at 308-309, 206 USPQ at 197, the court stated: 
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In choosing such expansive terms as "manufacture" and "composition of 
matter," modified by the comprehensive "any," Congress plainly contemplated 
that the patent laws would be given wide scope. The relevant legislative history 
also supports a broad construction. The Patent Act of 1793, authored by Thomas 
Jefferson, defined statutory subject matter as "any new and useful art, machine, 
manufacture, or composition of matter, or any new or useful improvement 
[thereof]." Act of Feb. 21, 1793, ch. 11, § 1, 1 Stat. 318. The Act embodied 
Jefferson's philosophy that "ingenuity should receive a liberal encouragement." V 
Writings of Thomas Jefferson, at 75-76. See Graham v. John Deere Co., 383 
U.S. 1, 7-10 (148 USPQ 459, 462-464) (1966). Subsequent patent statutes in 
1836, 1870, and 1874 employed this same road language. In 1952, when the 
patent laws were recodified, Congress replaced the word "art" with "process," but 
otherwise left Jefferson's language intact. The Committee Reports accompanying 
the 1 952 Act inform us that Congress intended statutory subject matter to 
"include anything under the sun that is made by man." S. Rep. No. 1979, 82d 
Cong., 2d Sess., 5 (1952); H.R. Rep. No.1923, 82d Cong., 2d Sess., 6 (1952). 
[Footnote omitted] 



This perspective has been embraced by the Federal Circuit: 

The plain and unambiguous meaning of section 101 is that any new and 
useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may be patented if it meets the requirements 
for patentability set forth in Title 35, such as those found in sections 102, 103, 
and 112. The use of the expansive term "any" in section 101 represents 
Congress's intent not to place any restrictions on the subject matter for which 
a patent may be obtained beyond those specifically recited in section 101 and 
the other parts of Title 35.... Thus, it is improper to read into section 101 
limitations as to the subject matter that may be patented where the legislative 
history does not indicate that Congress clearly intended such limitations. 

Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556. 



35 U.S.C. § 101 defines four categories of inventions that Congress deemed to be 
' the appropriate subject matter of a patent: processes, machines, manufactures and 
compositions of matter. 

Federal courts have held that 35 U.S.C. § 101 does have certain limits. First, the 
phrase "anything under the sun that is made by man" is limited by the text of 35 U.S.C. 
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§101, meaning that one may only patent something that is a machine, manufacture, 
composition of matter or a process. See, e.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 
1556; In re Warmerdam, 33 F.3d 1354, 1358, 31 USPQ2d 1754, 1757 (Fed. Cir. 1994). 
Second, 35 U.S.C. § 101 requires that the subject matter sought to be patented be a 
"useful" invention. Accordingly, a complete definition of the scope of 35 U.S.C. § 101, 
reflecting Congressional intent, is that any new and useful process, machine, 
manufacture or composition of matter under the sun that is made by man is the proper 
subject matter of a patent. 

The subject matter courts have found to be outside of, or exceptions to, the four 
statutory categories of invention is limited to abstract ideas, laws of nature and natural 
phenomena. These three exclusions recognize that subject matter that is not a practical 
application or use of an idea, a law of nature or a natural phenomenon is not patentable. 
See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. (20 Wall.) 498, 507 (1874) ("idea of 
itself is not patentable, but a new device by which it may be made practically useful is"); 
Mackay Radio & Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 94, 40 USPQ 
199, 202 (1939) ("While a scientific truth, or the mathematical expression of it, is not 
patentable invention, a novel and useful structure created with the aid of knowledge of 
scientific truth may be."); Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759 ("steps of 
locating' a medial axis, and 'creating' a bubble hierarchy . . . describe nothing more 
than the manipulation of basic mathematical constructs, the paradigmatic 'abstract 
idea'"). 
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The courts have also held that a claim may not preempt ideas, laws of nature or 
natural phenomena. The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. (14 How.) 156, 175 (1852) ("A principle, in the abstract, 
is a fundamental truth; an original cause; a motive; these cannot be patented, as no one 
can claim in either of them an exclusive right."); Funk Bros. Seed Co. v. Kalo Inoculant 
Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1948) (combination of six species of 
bacteria held to be nonstatutory subject matter). Accordingly, one may not patent every 
"substantial practical application" of an idea, law of nature or natural phenomena 
because such a patent "in practical effect be a patent on the [idea, law of nature or 
natural phenomena] itself." Gottschalk v. Benson, 409 U.S. 63, 71-72, 175 USPQ 673, 
676(1972). 

A claim that requires one or more acts to be performed defines a process. The 
applicant's invention is directed to a method or a process and thus falls within an 
enumerated statutory class. 

However, not all processes are statutory under 35 USC Section 101 . To be 
statutory, a claimed process must either: (A) result in a physical transformation which a 
practical application is either disclosed in the specification or would have been known to 
a skilled artisan, or (B) be limited to a practical application which produces a useful, 
tangible, and concrete result. See Diehr, 450 U.S. at 183-84, 209 USPQ at 6. 

Upon making the determination that the invention is a method or process that falls 
within an enumerated statutory class, the Examiner must now determine whether the 
claimed invention falls within one of the Section 101 judicial exceptions, i.e., is the 
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invention directed to laws of nature, natural phenomena or an abstract idea. Moreover, 
in evaluating whether the claims meet the requirements of section 101 , the Supreme 
Court requires the Examiner to consider the claims as a whole to determine whether the 
invention is for a particular application of an abstract idea, rather than an abstract idea 
itself. 

Exceptions: Laws of nature, natural Phenomena and Abstract Ideas: 

Inventions directed to nothing more than abstract ideas (such as mathematical 
algorithms), natural phenomena, and laws of nature are not eligible and therefore are 
excluded from patent protection. Diehr, 450 U.S. at 185, 209 USPQ at 7; accord, e.g., 
Chakrabaiiy, 447 U.S. at 309, 206 USPQ at 197; Parker v. Flook, 437 U.S. 584, 589, 
198 USPQ 193, 197 (1978); Benson, 409 U.S. at 67-68 , 175 USPQ at 675; Funk, 333 
U.S. at 130, 76 USPQ at 281. "A principle, in the abstract, is a fundamental truth; an 
original cause; a motive; these cannot be patented, as no one can claim in either of 
them an exclusive right." Le Roy, 55 U.S. (14 How.) at 175. Instead, such 
"manifestations of laws of nature" are "part of the storehouse of knowledge," "free to all 
men and reserved exclusively to none." Funk, 333 U.S. at 130, 76 USPQ at 281. 

Thus, "a new mineral discovered in the earth or a new plant found in the wild is not 
patentable subject matter" under Section 101. Chakrabarty, 447 U.S. at 309, 206 USPQ 

2 

at 197. "Likewise, Einstein could not patent his celebrated law that E=mc ; nor could 
Newton have patented the law of gravity." Ibid. Nor can one patent "a novel and useful 
mathematical formula," Flook, 437 U.S. at 585, 198 USPQ at 195; electromagnetism or 
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steam power, O'Reilly v. Morse, 56 U.S. (15 How.) 62, 113-114 (1853); or "[t]he 
qualities of * * * bacteria, * * * the heat of the sun, electricity, or the qualities of metals," 
Funk, 333 U.S. at 130, 76 USPQ at 281; see Le Roy, 55 U.S. (14 How.).at 175. 

While abstract ideas, natural phenomena, and laws of nature are not eligible for 
patenting, methods and products employing abstract ideas, natural phenomena, and 
laws of nature to perform a real-world function may well be. In evaluating whether a 
claim meets the requirements of section 101, the claim must be considered as a whole 
to determine whether it is for a particular application of an abstract idea, natural 
phenomenon, or law of nature, rather than for the abstract idea, natural phenomenon, or 
law of nature itself. 

Determine Whether the Claimed Invention Covers Either a § 101 Judicial 
Exception or a Practical Application of a § 101 Judicial Exception 

The Examiner must ascertain the scope of the claim to determine whether it covers 

either a § 101 judicial exception or a practical application of a § 101 judicial exception. 

The conclusion that a particular claim includes a § 101 judicial exception does not end 

the inquiry because "[i]t is now commonplace that an application of a law of nature or 

mathematical formula to a known structure or process may well be deserving of patent 

protection." Diehr, 450 U.S. at 187, 209 USPQ at 8 (emphasis in original); accord Flook, 

437 U.S. at 590, 1 98 USPQ at 1 97; Benson, 409 U.S. at 67, 1 75 USPQ at 675. Thus, 

"[w]hile a scientific truth, or the mathematical expression of it, is not a patentable 

invention, a novel and useful structure created with the aid of knowledge of scientific 

truth may be." Diehr, 450 U.S. at 188, 209 USPQ at 8-9 (quoting Mackay, 306 U.S. at 

94); see also Coming v. Burden, 56 U.S. (15How.) 252, 268, 14 L.Ed. 683 (1854)("lt is 
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for the discovery or invention of some practical method or means of producing a 
beneficial result or effect, that a patent is granted . . ."). 

In light of the rejection under 35 USC Section 112, second paragraph, and in light of 
the specification, it appears that the applicant is directing the invention to a sales 
method. Assuming this is correct, the Examiner asserts that the applicant's invention is 
directed to creating offers based on sales history data and the quantified impact of a 
plurality of elements of value from a performance models and thus is an abstract idea. 
The Examiner now must determine if the applicant's invention is a particular application 
of an abstract idea. 

Determine Whether the Claimed Invention is a Practical Application of an 
Abstract Idea, Law of Nature, or Natural Phenomenon (§ 101 Judicial 

Exceptions) 

For claims including such excluded subject matter to be eligible, the claim must be 
for a practical application of the abstract idea, law of nature, or natural phenomenon. 
Diehr, 450 U.S. at 187, 209 USPQ at 8 ("application of a law of nature or mathematical 
formula to a known structure or process may well be deserving of patent protection."); 
Benson, 409 U.S. at 71, 175 USPQ at 676 (rejecting formula claim because it "has no 
substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application of 
the § 101 judicial exception, which can be identified in various ways: 

(a). The claimed invention "transforms" an article or physical object to a 
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different state or thing. 

(b) The claimed invention otherwise produces a useful, concrete and 
tangible result, based on the factors discussed below. 

a. Practical Application by Physical Transformation 

The applicant's invention does not transform an article or physical object to a 
different state or thing. Transferring goods allows the goods to remain in the same 
state, albeit allowing them to change physical locations. 

b. Practical Application That Produces a Useful. Concrete, and Tangible Result 

For eligibility analysis, physical transformation "is not an invariable requirement, but 
merely one example of how a mathematical algorithm [or law of nature] may bring about 
a useful application." AT&T, 172 F.3d at 1358-59, 50 USPQ2d at 1452. Since the 
Examiner determined that the claims do not entail the transformation of an article, the 
Examiner must review the claim to determine if the claim provides a practical application 
that produces a useful, tangible and concrete result. In determining whether the claim is 
for a "practical application," the focus is not on whether the steps taken to achieve a 
particular result are useful, tangible and concrete, but rather that the final result 
achieved by the claimed invention is "useful, tangible and concrete." The claim must be 
examined to see if it includes anything more than a § 101 judicial exception. If the claim 
is directed to a practical application of the § 101 judicial exception producing a result 
tied to the physical world that does not preempt the judicial exception, then the claim 
meets the statutory requirement of 35 U.S.C. § 101. If the examiner does not find such 



Attachment 3 



159 



Application/Control Number: 10/746,673 Page 15 

Art Unit: 3628 

a practical application, the examiner has determined that the claim is nonstatutory. In 
determining whether a claim provides a practical application that produces a useful, 
tangible, and concrete result, the examiner considers and weighs the following factors: 

"USEFUL RESULT" 

For an invention to be "useful" it must satisfy the utility requirement of section 
101. The USPTO's official interpretation of the utility requirement provides that the utility 
of an invention has to be (i) specific, (ii) substantial and (iii) credible. MPEP § 2107 and 

Fisher, 421 F.3d at , 76 USPQ2d at 1230 (citing the Utility Guidelines with approval 

for interpretation of "specific" and "substantial"). 

The Examiner asserts that the applicant's invention has a specific, substantial 
and credible result and thus produces a useful result. 

"TANGIBLE RESULT" 

The tangible requirement does not necessarily mean that a claim must either be 
tied to a particular machine or apparatus or must operate to change articles or materials 
to a different state or thing. However, the tangible requirement does require that the 
claim must recite more than a § 101 judicial exception, in that the process claim must 
set forth a practical application of that § 101 judicial exception to produce a real-world 
result. Benson, 409 U.S. at 71-72, 175 USPQ at 676-77 (invention ineligible because 
had "no substantial practical application."). "[A]n application of a law of nature or 
mathematical formula to a ... process may well be deserving of patent protection." 
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Diehr, 450 U.S. at 187, 209 USPQ at 8 (emphasis added); see also Corning, 56 U.S. 
(15 How.) at 268, 14 L.Ed. 683 ("It is for the discovery or invention of some practical 
method or means of producing a beneficial result or effect, that a patent is granted . . ."). 
In other words, the opposite meaning of "tangible" is "abstract." 

The Examiner asserts that the method claim does not produce a real-world 
result, or beneficial effect and thus has no substantial application. 

"CONCRETE RESULT" 

Another consideration is whether the invention produces a "concrete" result. 
Usually, this question arises when a result cannot be assured. In other words, the 
process must have a result that can be substantially repeatable or the process must 
substantially produce the same result again. In re Swartz, 232 F.3d 862, 864, 56 
USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted result produced by the claimed 
invention is "irreproducible" claim should be rejected under section 101). The opposite 
of "concrete" is unrepeatable or unpredictable. Resolving this question is dependent on 
the level of skill in the art. 

The Examiner asserts that the applicant's invention is not repeatable or 
predictable. The invention is directed to quantifying an impact of a plurality of elements 
of value and sub-elements of value . The results of the invention cannot be assured 
since trying to quantify an impact is not assured. 

Determine Whether the Claimed Invention Preempts an Abstract Idea, Law of 
Nature, or Natural Phenomenon (§ 101 Judicial Exceptions) 
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Even when a claim applies a mathematical formula, for example, as part of a 
seemingly patentable process, the examiner must ensure that it does not in reality 
"seek[] patent protection for that formula in the abstract." Diehr, 450 U.S. at 191 , 209 
USPQ at 10. "Phenomena of nature, though just discovered, mental processes, abstract 
intellectual concepts are not patentable, as they are the basic tools of scientific and 
technological work," Benson, 409 U.S. at 67, 175 USPQ at 675. One may not patent a 
process that comprises every "substantial practical application" of an abstract idea, 
because such a patent "in practical effect would be a patent on the [abstract idea] itself." 
Benson, 409 U.S, at 71-72, 175 USPQ at 676; cf. Diehr, 450 U.S. at 187, 209 USPQ at 
8 (stressing that the patent applicants in that case did "not seek to pre-empt the use of 
[an] equation," but instead sought only to "foreclose from others the use of that equation 
in conjunction with all of the other steps in their claimed process"). "To hold otherwise 
would allow a competent draftsman to evade the recognized limitations on the type of 
subject matter eligible for patent protection." Diehr, 450 U.S. at 192, 209 USPQ at 10. 
Thus, a claim that recites a computer that solely calculates a mathematical formula (see 
Benson) or a computer disk that solely stores a mathematical formula is not directed to 
the type of subject matter eligible for patent protection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Freda A. Nelson whose telephone number is (571) 272- 
7076. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

FAN 01/08/07 
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Application/Control Number: 10/746,673 Page 2 

Art Unit: 3628 

DETAILED ACTION 

The amendment received on February 16, 2007 is acknowledged and entered. 
Claims 1, 4, 9-10, 12, 16, 23-24, 26, and 30-31 have been amended. No claims have 
been added. Claims 1-16 and 23-32 are currently pending. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 1 6, 2007 has been entered. 

Claim Objections 

Claims 2, 6, and 8 are objected to because of the following informalities: 
Claims 2 and 8, respectively, should be "Currently amended"; and 
Claim 6 is incomplete. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1. Claims 1-16 and 23-32 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The examiner is still unable to determine how the performance model quantifies 
an impact of a plurality of elements of value and sub-elements of value on a value of the 
business. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1, 3-6, 8-13, 23, 25-28 and 30 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "basket-sub" in line 11. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "SKU" in lines 8-9 and 18-19, respectively. 

As for claim 1 , the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU" in lines 9 and 18, respectively. 
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As for claim 1 , the examiner is unable to determine how a business purchases a 
basket of SKUs. 

As for claim 4, the examiner is unable to determine what the applicant is claiming 
by the claim language "CCU" or "LCD causal association algorithm" in line 4. 

Claim 4 recites the limitation "the correlated, correlated, uncorrelated causal 
association test" group" in lines 3-4 and 4-5, respectively. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 5 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 6 recites the limitation "the group" in line. There is insufficient antecedent 
basis for these limitations in the claim. 

Claim 6 is incomplete. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "SKU's" in lines 8-9, respectively. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "causal SKU's" in line 9. 

As for claim 9, the examiner is unable to determine how a business purchases a 
basket of SKU's. 

As for claim 9, the examiner is unable to determine what the applicant is claiming 
by the claim language "basket-sub" in line 11. 

Claim 9 recites the limitation "the group" in line 18. There is insufficient 
antecedent basis for this limitation in the claim. 
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As for claims 10-16, the examiner is unable to determine if the applicant is 
claiming a computer readable medium or a method. 

As for claim 12, the examiner is unable to determine what the applicant is 
claiming by the claim language "CCU" or "LCD causal association algorithm" in line 2. 

As for claim 12, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU's" in line 3. 

Claim 13 recites the limitation "the group" in lines 2-3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the group" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 14, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU" in lines 4-5. 

As for claim 14, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU" and "causal SKU discount" in line 2. 

Claim 23 recites the limitation "customer value" in line 12. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 23, the examiner is unable to determine what the applicant is 
claiming by the claim language "basket-sub" in line 13. 

As for claim 23, the examiner is unable to determine how a business purchases a 
basket of SKUs. 

As for claim 25, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU's" in line 3. 
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As for claim 26, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU's" in lines 4 and 5-6, respectively. 

Claim 26 recites the limitation "the correlated, correlated, uncorrelated causal 
association test" group" in lines 4-5 and 5-6, respectively. There is insufficient 
antecedent basis for this limitation in the claim. 

As for claim 26, the examiner is unable to determine what the applicant is 
claiming by the claim language "CCU" or "LCD causal association algorithm" in line 2. 

As for claim 28, the examiner is unable to determine what the applicant is 
claiming by the claim language "SKU's" in lines 3-5. 

As for claim 28, the examiner is unable to determine what the applicant is 
claiming by the claim language "causal SKU" and "causal SKU discount" in lines 2-3. 

Claim Rejections - 35 USC § 101 

35 U.S.C. § 101 reads as follows: 

"Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter or any new and useful improvement 
thereof, may obtain a patent therefore, subject to the conditions and 
requirements of this title". 

3. Claims 10-16 are rejected under 35 U.S.C. § 101 because the claimed invention 
is directed to non-statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new 
and useful process, machine, manufacture, or composition of matter, or any new and 
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useful improvement thereof (emphasis added). Applicant's claims mentioned above 
are intended to embrace or overlap two different statutory classes of invention as set 
forth in 35 USC 101. The claims begin by discussing a computer readable medium (ex. 
preamble of claims 10-16) and the body of the claim discusses the specifics of the 
method (see above rejection of claims under 35 USC 112, second paragraph, for 
specific details regarding this issue). "A claim of this type is precluded by the express 
language of 35 USC 101 which is drafted so as to set forth the statutory classes of 
invention in the alternative only", Ex parte Lvell (17 USPQ2d 1548). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Freda A. Nelson whose telephone number is (571 ) 272- 
7076. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

FAN 2/20/07 
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8) Q Claim(s) are subject to restriction and/or election requirement. 
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9) D The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/746,673 



Page 2 



Art Unit: 3628 

In view of the Appeal Brief filed on July 15, 2007, PROSECUTION IS 
HEREBY REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of 
the following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 
followed by an appeal brief under 37 CFR 41.37. The previously paid notice of 
appeal fee and appeal brief fee can be applied to the new appeal. If, however, 
the appeal fees set forth in 37 CFR 41.20 have been increased since they were 
previously paid, then appellant must pay the difference between the increased 
fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening 
prosecution by signing below: 
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DETAILED ACTION 

The Appeal Brief received on July 15, 2007 is acknowledged and entered. Claim 
17 has been amended. Claims 17-22 have been canceled. No claims have 
been added. Claims 1-16 and 23-32 are currently pending. 

Claim Objections 

1. Claim 16 is objected to because of the following informalities: 
Claim 16, line 1, "claim 1" should be "claim 10". 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1, 4, 6, 12 and 16 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

As per claim 1 , the examiner is unable to determine from the claim 
language "optionally completing a sales transaction", if the potential customer or 
the business completes the transaction. 

As per claims 4, 12, and 26, the claim language of "CCU or LCD causal" 
could be written as to define the scope of the invention more clearly. For 
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example, applicant should use "Correlation Continuous Unlearning (CCU)" and 
Local Causal Discovery (LCD). 

Claim 6 recites the limitation "the choice" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-3, 5-10, 13-16, 23-24, and 27-31 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Sanders (US Patent Number 
6,411,936), in view of Batachia et al. (US Patent Number 7,103,580). 
As per claims' 1, 9, and 23, Sanders discloses: 

(a) obtaining a plurality of sales history data and a computer implemented 
performance model for a business with at least one sub-element of customer 
value, wherein the performance model quantifies an impact of a plurality of 
elements of value and sub-elements of value on a value of the business by 
category of value where the categories of value are selected from the group 
consisting of current operation, market sentiment and combinations thereof (see 
FIGS. 5, 7, and 12), 
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(b) identifying one or more baskets of sku's typically purchased from the 
business and one or more associated causal sku's for each basket for each of 
one or more sub-elements of customer value by analyzing at least a portion of 
the sales history data (col. 14, lines 61-65), 

(c) creating an offer for each basket-sub element of customer value 
combination that is optimized for a business value context (col. 9, lines 1-17), 
and 

(d) obtaining information that identifies a sub-element of customer value 
for a potential customer (col. 7, lines 41-65). 

Sanders does not expressly disclose (e) presenting an optimized offer for 
said sub-element of customer value to the potential customer using an interactive 
sales process where said offer further comprises a combination of one or more 
facets selected from the group consisting of a causal sku, a causal sku discount, 
a vendor selection for each sku in the basket, an expected delivery date for each 
sku in the basket and combinations thereof. 

However, Batachia et al. discloses one desirable characteristic (especially 
in electronic commerce applications) for intelligent agents is that of efficiency, 
wherein agents should try to maximize the number of deals at the best conditions 
(price, utility value, etc.) for their clients (col. 3, lines 13-17). Batachia et al. 
further discloses when the agent receives an offer (570), the agent evaluates it 
(575), and then generates the counter-offer it intends to propose in accordance 
with the particular mechanism that it has implemented (580); and the agent then 
evaluates the generated counter-offer. If the score of the received offer is 
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greater or equal than the score of the offer it intend to propose (585, 586)), the 
agent may accept the offer and send an ACCEPT message to the opponent 
agent (590), thus successfully completing the negotiation thread (560). 
Otherwise, the agent proposes the new generated counter-offer (587, 595) (col. 
9, lines 36-46; FIG. 5). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the invention of Sanders to include the 
feature of Batachia in order to provide the user the ability to analyze optimal 
prices in order to negotiate and complete offers between businesses and 
customers through the Internet. 

As per claims 2, 10, and 24 Sanders does not expressly disclose the 
method of claims 1, 9, and 23 further comprising: optionally completing a sales 
transaction. 

However, Batachia et al. disclose one desirable characteristic (especially 
in electronic commerce applications) for intelligent agents is that of efficiency, 
wherein agents should try to maximize the number of deals at the best conditions 
(price, utility value, etc.) for their clients (col. 3, lines 13-17). Batachia et al. 
further discloses when the agent receives an offer (570), the agent evaluates it 
(575), and then generates the counter-offer it intends to propose in accordance 
with the particular mechanism that it has implemented (580); and the agent then 
evaluates the generated counter-offer. If the score of the received offer is 
greater or equal than the score of the offer it intend to propose (585, 586)), the 
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agent may accept the offer and send an ACCEPT message to the opponent 
agent (590), thus successfully completing the negotiation thread (560). 
Otherwise, the agent proposes the new generated counter-offer (587, 595) (col. 
9, lines 36-46; FIG. 5). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the invention of Sanders to include the 
feature of Batachia in order to provide the user the ability to negotiate and 
complete offers between businesses and customers through the Internet. 

As per claims 5, 13-14, and 27-28, Sanders discloses the method, 
computer readable medium, and system of claims 1, 9, and 23 where a plurality 
of elements of value are selected from the group consisting of alliances, brands, 
channels, customers, customer relationships, employees, equipment, intellectual 
property, investors, partnerships, processes, production equipment, vendors, 
vendor relationships and combinations thereof and where the categories of value 
are selected from the group consisting of current operation, real option, market 
sentiment and combinations thereof (col. 5, lines 36-56; col. 7, lines 41-65; FIGS 
5, 11-12). 

As per claim 6, Sanders discloses the method, computer readable 
medium, and system of claims 1, 9, and 23 where a business value context is 
defined by attributes selected from the group consisting of a sub-element of 
customer value, a sub element of customer value retention rate, a supply chain 
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status, a vendor history, one or more the elements of value affected by the 
choice of facets, one or more categories of value affected by the choice of facets 
and combinations thereof (col. 13, line 66-col. 14, line 9). 

As per claim 7, 15, and 29, Sanders discloses the method, computer 
readable medium, and system of claims 1, 9, and 23 where an offer that is 
optimized for a business value context further comprises an offer that maximizes 
business value (see claims 19, 23-24, and 37). 

As per claims 8, 16, and 30, Sanders does not expressly disclose 16. 
(Previously presented) The method of claim 1 wherein an interactive sales 
process is selected from the group consisting of web enabled sales, sales from 
on-line exchanges, telemarketing and combinations thereof. 

4. Claims 3, 11 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sanders (US Patent Number 6,41 1 ,936), in view of Batachia 
etal. (US Patent Number 7,103,580), still in further view of Ozden et al. (US 
Patent number 6,278,998). 

As per claims 3,11, and 25, Sanders does not expressly disclose the 
method of claims 1 , 9, and 23 wherein the method further comprises using an 
apriori algorithm to determine a content of each of one or more baskets. 

However, Ozden et al. discloses one major application domain of data 
mining is in the analysis of transactional data, wherein this application database 
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system records include information about user transactions, where each 
transaction is a collection of items; and in this setting, association rules capture 
inter-relationships between various items. An association rule captures the 
notion of a set of items occurring together in transactions. For example, in a 
database maintained by a supermarket, an association rule might be of the form 
"beer.fwdarw.chips (3%, 87%)," which means that 3% of all database 
transactions contain the items beer and chips, and 87% of the transactions that 
have the item "beer" also have the item "chips" in them (col. 1, lines 39). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the invention of Sanders to include 
the feature of Batachia et al. and Ozden et al. in order to analyze the items 
purchased during transactions to increase profitability. 

5. Claims 4, 12 and 26 are rejected under 35 U.S. C. 103(a) as being . 
unpatentable over Sanders (US Patent Number 6,411,936) in view of Batachia et 
al. (US Patent Number 7,103,580), still in further in view of "Scalable Techniques 
for mining causal Structures" (hereinafter referred to as "Scalable Techniques". 

As per claim 4, 12, and 26, Sanders does not expressly disclose the 
methods of claim 1 and 23 wherein the method further comprises using a CCU or 
LCD causal association algorithm to identify one or more causal sku's for each 
basket where the CCU causal association algorithm completes the a correlated, 
correlated, uncorrelated causal association test and the a LCD causal 
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association algorithm completes the a correlated, correlated, correlated causal 
association test. 

However, "Scalable Techniques" discloses that if B and C become 
dependent when conditioned on A, then by the Markov condition they cannot be 
descendants of A, so we conclude that 8 and C are causes of A. This 
observation gives rise to the CCU rule, so named since two variable pairs are 
correlated and one is uncorrelated (see page 598, paragraph 4). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the invention of Sanders to include the 
feature of Batachia et al. and "Scalable Techniques" in order to determine causal 
relationships to prevent pricing errors. 

Conclusion 

6. The examiner has cited prior art of interest, for example: 

1) Mack, Ann M, "Choose Me", April 2000, Brandweek, pg. 106 , 1 pg. 

2) Ostroff et al. (US PG Pub. 2002/0013782), which disclose a software 
program for Internet information re3trieval, analysis and presentation. 

3) Kant et al. (US Patent Number 6,173,276), which disclose a system and 
method for financial instrument modeling and valuation. 

4) Abe et al. (US PG Pub. 2002/0046128), which disclose an automatic 
pricing method and device. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Freda A. Nelson whose telephone number is 
(571) 272-7076. The examiner can normally be reached on Monday - 
Wednesday and Friday, 10:00 AM -6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Hayes can be reached on 571-272-6708. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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DETAILED ACTION 

Claims 55-57 have been examined. 
P = paragraph, e.g. p5 = paragraph 5. 

Election/RBStrictions 
Applicant's election without traverse of claims 55-57 in the reply filed on 1 1/8/07 
is ael<hdw/ledged. 

The requirement is still deemed proper and is therefore made FINAL. A 
complete reply to the final rejection must include cancellation of nonelected claims or 
other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Claims: 30-54 are hereby withdrawn from further consideration. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U S.C. 112 

The ■specification shall conclude with one or more claims particularly pointing out and. distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims rejected under |5 U.SJE: 142, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention.. Applicant's wording of claim 55 is indefinite and unclear For 
example the statement "organization risk by segment of value, element of value, 
external factor risk and risk by teaming from at least a portion of said data" is unclear. 
Further the statement "where the model of organization value and risk analyzes the 
portfolio effect associated with organization elements of value, organization external 
factors and organization nsks and where the model of organization value and risk 
supports the development and dissemination of financial statements that detail 
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organization value and risk by segment of value, element of value, organization and 
i -■: is unclear. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action 

.(a) A patent may- not ba obtame< Mhoug the invention is not tde rurally CIscSosck: I : .bed as set 
fort: m • . :.cm IQ^Of Ws-title, rfihe differences between tho subject matter sough; • . • - r-.rf an* 
tr„ ,uJi that the subject matter as a whole wouM have been obvious t . "•rtethe 

in <• *>/as made to a person having ordinary skill in tne pi to which said subject matter pertains. 
PatentaMity-shali-not'he negatived by "the manner in which the invention was made. 

Claims 55-57 are 'rejectee!: under 35 U.S.C. 103(a) as toeing unpatentable .over. 
Atkins, USP 5,864,828, and further in view: of-Lee^USPAP 1005/01 87866. 

.As :per : 'bla 1018:55,. Atkins, discloses a method-' for Integrating organization systems 
■Into ah overall -financial management system, comprising integrating and converting 
■data from a plurality of. organization Telated, systems- using metadata 'mapping,: 
.develop! fig; a : mode! of organization value and organization risk by segment of : value,: 
element of value,, external factor and risk toy learning from at least a portion of said data, 
identifying one or more changes in operation that will optimize one or more aspects of 
organization financial performance using said matrices and implementing said changes 
in operation by communicating the changes to one or more organization systems where 
the model of organization value and risk analyzes the portfolio effect associated with 
rganizatiE n elements of value, organization external factors and organization risks 
il strabi z g's 2-6). Atkins does not disclose where the model of organization ^alueand 
i sk supports the development and dissemination of financial statements that detail 
janization value and risk by segment of value, element of value, organization and 
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risk, Lee discloses where the model of organization value and risk supports the 
development ar d dissemifiafrdn of financial statements that detail organization value 
and fj »k by segment of value, element of value, organization and risk (p ! 8 clam 11, 
2-.. sfra.< u ;- .vould have been obvious to modify Atkins to include where the; moo el of 
organization value and. risk supports the development and dissemination of financial 
statements that detail -organization value and nsk by segment of value, element of 
value, organization and risk such as that taught by Lee in order to carry out a risk/credit 
analyses to better ascertain the risk of the asset in question (p58). 

As per claim 56, Atkins further discloses where one or more aspects of 
■organization ■financial' performance are selected from the- group 'Consisting', of /alliance: 
risk,: brand ■risk, channel risk, content. risk, ■contingent-liabilities,: customer risk,. '.customer 
relationship:. risk:, current operation risk; derivative risk,, 'employee' risk, employee 
■relationship risk, energy risk, enterprise risk, external factor risk, event risk, information: 
technology risk, intellectual capital risk, intellectual property risk, investment risk, 
knowledge risk, market sentiment risk, market risk, market volatility, organization risk, 
partnership risk, process nsk, production equipment risk, product risk, real option risk, 
technology risk, vendor risk, vendor relationship risk, weather risk, alliance value, brand 
value, capita! value, channel value, content value, contingent liabilities, customer value, 
customer relationship value, current operation value, derivative value, employee value, 
employee relationship value, enterprise value, expense value, external factor value 
event: value, information technology value, intellectual capital value, intellectual pi . petty 
^alue'i investment: value, knowledge value, market sentiment value, market value. 
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market volatility, organization value, partnership value, process value, production 

:.., ;:men: raliie, product value, real option value, revenue value, technology value 
, nd i" value, yendor relationship value and combinations thereof (abstiv. : i^s 1-6). 

As per claim 57, Atkins further discloses where developing a model of 
i rp ' izatjr. n value- and organization risk by learning from at least a portion of said data 
farther. comprises -completing a-serfes-cf-muliyariate-analysesln -an automated manner 
(abstract fig's 2-6). 

Conclusion 

Any inquiry concerning this communication or earlier communications toimtte 
examiner shouldf -be ^directed to Behrang Badii whose telephone n.umbe:r;.is :: S7'1-272- 
6879 : .. The examiner can normally b« :: reaclied ion-Monday^rfday.: 

If -.attempts :;to- reach the- examiner by telephone are unsuccessful, the : examiner's- 
■supervisor,: James Trammel! can be reached on 571-272-6712. The fax phone-number : 
forlhe organization- -where this application or proceeding is assigned is -57 1-273-8300, 

Information regarding the status of an application may be obtained from the 
Patent Application information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http: //pair-direct uspto.gov. Should 
you have questtons on access to the Private PAIR system, contact the Electronic 
3 tess ." r «ter{EBC) at 866-21 7-9197 (toll-free). 

Any response to this action should be mailed to: 
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Mail Stop Amendment 
Commissioner for Patents 
P O, Box 1450 
Alexandria. VA 22313-1450 



or faxed to (571)273-8300 



Hand delivered responses should be brought to 



United States Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



Any inquiry of :a generat:natxire-.o:rTelating:-to'tJie status of thisrapplipatioii 
or proceeding should be directed to the Technology Center 3600 ^Customer Service: 
pffibe;-#iose ielephone; number is (571) 272-3600. 

Behrang Badii 
Patent Examiner 
Art Unit 3694 

B 6 

/James P Trammell/ 

Supervisory Patent Examiner. Art Unit 3694 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

1. Claims 101-105 & 122-138 are rejected because the claimed invention is 
directed to non-statutory subject matter. The claims are not directed to any one of the 
areas of patentable subject matter, such as product, process, process of making or 
composition. 

For a claim to be statutory under 35 USC 101 the following two conditions must be met: 

1) In the claim, the practical application of an algorithm or idea results in a useful, 
concrete, tangible result, 

According to the above guidelines, Applicant's claims are limited to the manipulation of 
abstract ideas in the context of patentability. 

Applicant is advised to satisfy the statutory requirements for the claims. Applicant is also 
advised not to add any new matter to the specification or the claims. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 101-105 & 122-138 are rejected under 35 U.S.C. 112, first paragraph, 

as failing to comply with the enablement requirement. The claim(s) contains subject 
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matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. The invention contains numerous parameters which are 
subject to subjective judgment so that an ordinary practitioner would be unable to 
implement the invention 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 101-105 & 122-138 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

4. Claims 101-105 & 122-138 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential steps, such omission amounting 
to a gap between the steps. See MPEP § 2172.01 . The omitted steps are the steps 
needed to introduce objective measures such that two independent practitioners of the 
art could produce the same results. As it stands, the results of the invention cannot be 
duplicated in two independent implementations due to the many subjective judgments 
which have to be made in implementing the invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 101 - 104, 122 & 131 are rejected under 35 U. S C. 103(a) as being 
unpatentable over Myrick et al. (US Patent 7,162,427 B1) in view of in view of Chavez 
et al. (US patent 6,684,193 B1 , hereafter Chavez). 

Re. Claims 101, 122 & 131, Myrick discloses an enterprise architecture for a business 
divided into a business architecture, an information technology architecture, and an 
enterprise management framework. The business architecture is the main driver for the 
information technology architecture but the information technology architecture can also 
have an impact on the construction of the business architecture. The enterprise 
management framework allows for the management of the two architectures. A 
framework tower is built around essential and mandatory components of the enterprise 
architecture. The framework tower is made up of a plurality of planes representing 
mandatory components of the enterprise architecture. The components of the 
framework tower include a strategic plan, a business architecture, an information 
architecture, an application architecture, a technology infrastructure architecture, and an 
enterprise information technology management framework. Each component in the 
framework tower addresses the people, processes, and technology of the enterprise 
architecture so that strategic information technology planning, enterprise architecture 
definition, and repeatable and effective information technology enabling solutions can 
be performed and delivered to the business. (Abstract). 
Thusly, Lewis discloses a method, system and storage device for integrating 
organization systems into an overall financial management system, comprising 

• integrating data from a plurality of organization related systems (inherent in 
Myrick's disclosure and as represented by the Abstract), 

• developing a computational model of organization market value (Fig. 1 , Col. 4, II. 
27-28) that identifies one or more drivers of an organization share price by a 
category of value using at least a portion of said data (the share price is implicit 
in the market of the enterprise, since the share price is a simple function of total 
value divided by the outstanding number of shares), 
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• identifying one or more changes in operation that will optimize organization share 
price using said model (implicit in strategic planning), and 

• implementing said changes in operation by communicating the changes to one or 
more organization systems where the drivers of organization share price are 
selected from the group consisting of elements of value, external factors, risks 
and combinations thereof (implicit in strategic plans). 

Therefore it would have been obvious to an ordinary practitioner of the art at the time of 
Applicant's invention to have combined the disclosure of Myrick with conclusions which 
would have been obviousness to the practitioner to design a method, system and 
storage device for integrating organization systems into an overall financial 
management system, motivated by a desire to provide a business with a foundation 
framework or structure that allows the business architecture to drive the technology 
architecture and also allow the technology architecture to have a direct impact on the 
construction of the business architecture through enablement or providing new and 
creative ways of conducting business (Myrick, Col. 1, II. 34-40). 

Re. Claims 102, 123, 125 & 133, Myrick discloses a computational model of 

organization market value which identifies a contribution to a market value for a plurality 
of elements of value for each of one or more categories of value where the elements of 
value are selected from the group consisting of customers (Fig. 12A), information 
technology, processes, production equipment, other elements and combinations thereof 
and where a category of value is selected from the group consisting of current operation 
and other factors (Abstract). 

Re. Claims 103, 124, 126 & 134, Myrick discloses wherein a computational model of 

organization market value is developed in an automated fashion by completing a series 
of analyses where the analyses are selected from the group consisting of identifying 
one or more previously unknown item performance indicators, discovering one or more 
previously unknown value drivers, identifying one or more previously unknown 
relationships between one or more value drivers, identifying one or more previously 
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unknown relationships between one or more elements of value, quantifying one or more 
inter-relationships between value drivers, quantifying one or more impacts between 
elements of value, developing one or more composite variables, developing one or 
more vectors, developing one or more causal element of value impact summaries, 
identifying a best fit combination of predictive model algorithm and element impact 
summaries for modeling enterprise market value and each of the components of value, 
building one or more predictive models using transaction data, determining a net 
element of value impact for each category of value, determining a relative strength of 
the elements of value between two or more enterprises, developing one or more real 
option discount rates, calculating one or more real option values, calculating an 
enterprise market sentiment value by element of value, developing a covariance matrix, 
developing a series of scenarios, simulating a financial performance under a given 
scenario and combinations thereof. ' 

Re. Claims 104, 127 & 135, Myrick discloses where organization related systems 

are selected from the group consisting of basic financial systems, other systems and 
combinations thereof (Abstract, Fig's 1-21). 

6. Claims 105, 128, 129, 130, 136-138 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Myrick et al. (US Patent 7,162,427 B1) in view of in view of 
Chavez et al. (US patent 6,684, 1 93 B1 , hereafter Chavez). 

Re. Claims 105, 128 & 136, Myrick does not explicitly disclose changes in operation 
which are selected from the group consisting of changes in purchase quantities, 
changes in purchasing mix, changes in risk transfer, changes in vendors, changes in 
purchase 

discounts, changes in product discounts, changes in product pricing, changes in service 
pricing, changes in service discounts, changes in supply chain management, changes 
in organization equity holdings, changes in operating limits for organization systems and 
combinations thereof. However, Chavez discloses a model for the multivariate allocation 
of resources based on value functions which includes changes in numerous business 
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variables (Col. 2, I. 53 - Col. 5, I. 30), including purchasing and supply variables (Col. 8, 
I. 66 - Col. 9, I. 37). Therefore, It would have been obvious to an ordinary practitioner of 
the art at the time of Applicant's invention to have combined the a method, system and 
storage device disclosed by Myrick with the disclosure of Chavez in order to integrate 
organization systems into an overall financial management system method, system and 
storage device which includes changes in various business parameters including 
purchasing, motivated by a desire to introduce a solution to the recurring problem of 
large scale manufacturing processes in the allocation of valuable resources to meet 
uncertain consumer demand (Chavez, Col. 1, II. 15-18). 
Re. Claims 129, 130, 137 & 138, Myrick discloses a system and storage device 
including that of risk management (DETX 112) and risk assessment, DETX 219). Myrick 
does not explicitly disclose re. Claim 129, a computational model of organization market 
value identifies an impact of a plurality of risks on each of one or more categories of 
value where a category of value is selected from the group consisting of current 
operation, real option, market sentiment and combinations thereof and where a plurality 
of risks are selected from the group consisting of event risks, contingent liabilities, 
volatility and combinations thereof; nor claim 130, wherein identifying an impact of a 
plurality of risks on each of one or more categories of value further comprises 
quantifying a risk contribution from each of one or more elements of value and each of 
one or more external factors for each category of value where the elements of value are 
selected from the group consisting of alliances, brands, customers, customer 
relationships, employees, employee relationships, infrastructure, intellectual property, 
information technology, partnerships, processes, production equipment, vendors, 
vendor relationships and combinations thereof. However, Chavez discloses more 
details in the evaluation of risks, including an optimization step which "leads into the 
element identified as sensitivities/scenarios/results 324. This element produces results 
such as risk management insights, and the like. Risk management insights 326 include 
such factors as product/revenue upside, component gating risk, product interaction 
effects, intercomponent gating risk, and flex levels. Product/revenue upside considers 
how such factors increase (or affect) overall revenues. Gating risks consider the effects 
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of allocating components towards one product versus another. Interaction effects 
consider the influence of one product over another (in competing for resources, sales, 
and the like). (Col. 9, I. 62 - Col. 10, I. 6). 

It would have been obvious to an ordinary practitioner of the art at the time of 
Applicant's invention to have combined the method, system and storage device 
disclosed by Myrick with the disclosure of Chavez in order to integrate organization 
systems into an overall financial management system method, system and storage 
device which includes identification of the impact of a plurality of risks and the 
quantification of risk exposures by elements of value and external factors for each risk 
category, motivated by a desire to introduce a solution to the recurring problem of large 
scale manufacturing processes in the allocation of valuable resources to meet uncertain 
consumer demand (Chavez, Col. 1, II. 15-18). 



Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Siegfried Chencinski whose telephone number is 
(571)272-6792. The Examiner can normally be reached Monday through Friday, 9am to 
6pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 

supervisor, Kambiz Abdi, can be reached on (571) 272-6702. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 
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Commissioner of Patents and Trademarks, Washington D.C. 20231 

or Faxed to (57 "\) 27 '3-8300 [Official communications; including After Final 
communications labeled "Box AF"] 

or Faxed to (571) 273-6792 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to the address found on the above 
USPTO web site in Alexandria, VA. 
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DETAILED ACTION 
Priority 

1 . Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has complied with the 
conditions for receiving the benefit of Application 10/237,021, filed September 9, 2002 and is. 
hereby accorded this earlier effective filing date. 
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Claim Rejections - 35 USC§101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1—13 are rejected under 35 U.S.C. 101 as being non-statutory because the 
invention claimed does not produce a tangible result. "The claimed invention as a whole must 
accomplish a practical application. That is, it must produce a useful, concrete, and tangible 
result." See MPEP § 2106, Sec. II. A. The claimed invention must possess a certain level of "real 
world" value. Id. 

First, the claims are useful: they are (1) specific in their application to context 
searching not just generic data; (2) substantial in that context search data is not just a 
throwaway calculation or something that can be used only for future research; and (3) credible 
in that this data can be prioritized. Second, the claims are concrete in that the result does look 
repeatable and predictable. 

However, the claims do not produce a tangible real world result. The methods merely 
aggregate, analyze, identify, and present data. A computer is not required to completely do 
each and every step of these claims. The results, e.g., prioritized data, could be nothing more 
than thoughts from a mental calculation. 

Note that claims 14-20 elude a rejection under 35 U.S.C. 101 because they are directed 
to a system with physical components, namely computers, processors, and storage devices. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-20 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Ruszczyk, U.S. 
Patent No. 6,205,150. (see attached PTO-892, reference A). 

6. As per claim 1, Ruszczyk teaches a context search method, comprising: aggregating data 
related to an entity in accordance with a common schema (Ruszczyk, col. 4, lines 36-37, "data 
packets with a variety of priorities from lower priority to higher priority"); analyzing at least a 
portion of said data as required to identify an entity context and one or more priorities for said 
entity given said context (Ruszczyk, col. 4, lines 53-55, "first network device 20 determines a 
scheduling priority for data packets located in the first queue"); identifying data, information and 
knowledge that is relevant to said entity context (Ruszczyk, col. 5, lines 44-47, "The scheduler 
determines the weight of a data packet by using the transmission deadline and size of the data 
packet, and the apparent backlog of other data packets in the queue"); and presenting at least one 
of relevant data, relevant information or relevant knowledge after sorting said data, information 
or knowledge on the basis of the entity context relevancy and priorities (Ruszczyk, col. 5, lines 
65-67, col. 6, lines 1-5, "A sorter 60 determines whether a data packet in combination queue 58 
is a higher priority data packet, and if so sorter 60 inserts the higher priority data into a high 
priority queue 62. Router then schedules the data packets in high priority queue 62 using a 
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guaranteed scheduling method 64 scheduler and sends the high priority data packets to a 
transmitter 72 for execution in the order determined by guaranteed scheduler 64"). 

7. As per claim 2, Ruszczyk teaches the method of claim 1 as described above. Ruszczyk 
further teaches the method wherein an entity context further comprises one or more aspects of 
context selected from the group consisting of physical, tactical, instant, organization, mission, 
social environment, lexical, time and combinations thereof (Ruszczyk, col. 4, line 54, 
"scheduling priority". Examiner notes here that because applicant has used the alternative 
expression "selected from the group consisting o f", only one member of the group needs to be 
present for the method to fully operate or the system to be complete. Thus, Examiner has 
chosen to examine the member 'time'. ). 

8. As per claim 3, Ruszczyk teaches the method of claim 1 as described above. Ruszczyk 
further teaches the method wherein one or more priorities are defined by one or more mission 
measures (Ruszczyk, col. 3, lines 36-39, "Thus, it is desirable to develop scheduling methods to 
prevent higher types-of-service from starving out transmission requests from customers of lower 
types-of-services"). 

9. As per claim 4, Ruszczyk teaches the method of claim 1 as described above. Ruszczyk 
further teaches the method wherein one or more mission measures further comprise one or more 
quantifiable measures (Ruszczyk, col. 6, lines 22-26, "[T]he present invention prevents lower 
priority data packets from being starved out of transmission bandwidth by higher priority data 
packets while guaranteeing that higher priority data packets are satisfied such as providing the 
contracted bandwidth". Maintenance of bandwidth is considered a quantifiable measure) 
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10. As per claim 5, Ruszczyk teaches the method of claim 1 as described above. Ruszczyk 
further teaches the method wherein one or mission measures further comprise measures selected 
from the group consisting of a time measure, a transaction measure, a financial measure, a 
physical measure, a satisfaction measure and combinations thereof (id. Examiner has chosen to 
examine 'time measure'. As such, Ruszczyk teaches bandwidth as a time measure relating to a 
mission measure.) 

11. As per claim 6, Ruszczyk teaches the method of claim 1 as described above. Ruszczyk 
further teaches the method wherein an entity context is developed by learning from the data 
(Ruszczyk, col. 5, lines 44-47, "The scheduler determines the weight of a data packet by using 
the . . . size of the data packet, and the apparent backlog of other data packets in the queue"). 

12. As per claim 7, Ruszczyk teaches a program storage device readable by machine, 
tangibly embodying a program of instructions executable by a machine to perform method steps 
for performing a context search method, the method steps comprising: aggregating data related 
to an entity in accordance with a common schema, analyzing at least a portion of said data as 
required to identify an entity context and one or more priorities for said entity given said context, 
identifying a plurality of data, information and knowledge that is relevant to said entity context, 
and presenting the relevant data, information and knowledge after it is sorted on the basis of 
entity context relevancy and priorities (Ruszczyk, col. 6, lines 33-40; see discussion supra % 6). 

13. As per claim 8, Ruszczyk teaches the program storage device of claim 7 as described 
above. Ruszczyk further teaches the device wherein an entity context further comprises one or 
more aspects of context selected from the group consisting of physical, tactical, instant, 
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organization, mission, social environment, lexical, time and combinations thereof (see discussion 
supra 1 7). 

14. As per claim 9, Ruszczyk teaches the program storage device of claim 7 as described 
above. Ruszczyk further teaches the device wherein one or more priorities are defined by one or 
more mission measures (see discussion supra f 8). 

15. As per claim 1 0, Ruszczyk teaches the program storage device of claim 7 as described 
above. Ruszczyk further teaches the device wherein one or more mission measures further 
comprise one or more quantifiable measures (see discussion supra f 9). 

16. As per claim 1 1 , Ruszczyk teaches the program storage device of claim 7 as described 
above. Ruszczyk further teaches the device wherein one or mission measures further comprise 
measures selected from the group consisting of a time measure, a transaction measure, a 
financial measure, a physical measure, a satisfaction measure and combinations thereof (see 
discussion supra f 10). 

17. As per claim 12, Ruszczyk teaches the program storage device of claim 7 as described 
above. Ruszczyk further teaches the device wherein one or more priorities for an entity are 
identified in an automated manner by learning from that data (see discussion supra 1 1 1). 

18. As per claim 13, Ruszczyk teaches the program storage device of claim 7 as described 
above. Ruszczyk further teaches the device wherein an entity is selected from the group 
consisting of individual, a team, a division, an organization, an organization combination and 
combinations thereof (Ruszczyk, col. 2, lines 46-47, "various customers on the network system 
will transmit and receive both high priority and low priority packets"). 
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19. As per claim 14, Ruszczyk teaches a context search system comprising: networked 
computers each with a processor having circuitry to execute instructions (Ruszczyk, Fig. 1); a 
storage device available to each processor with sequences of instructions stored therein (id.), 
which when executed cause the processors to: (a) aggregate data related to an entity in 
accordance with a common schema, (b) analyze at least a portion of said data as required to 
identify an entity context and one or more priorities for said entity given said context, (c) identify 
a plurality of data, information and knowledge that is relevant to said entity context, and (d) 
presenting at least one of the relevant data, relevant information and relevant knowledge in an 
order defined by an entity context relevancy and priorities (see discussion supra U 6). 

20. As per claim 15, Ruszczyk teaches the system of claim 14 as described above. Ruszczyk 
further teaches the system wherein an entity context further comprises one or more aspects of 
context selected from the group consisting of physical, tactical, instant, organization, mission, 
social environment, lexical, time and combinations thereof (see discussion supra f 7). 

21 . As per claim 16, Ruszczyk teaches the system of claim 14 as described above. Ruszczyk 
further teaches the system wherein one or more priorities are defined by one or more mission 
measures (see discussion supra f 8). 

22. As per claim 17, Ruszczyk teaches the system of claim 14 as described above. Ruszczyk 
further teaches the system wherein one or more mission measures further comprise any 
quantifiable measure (see discussion supra ^ 9). 

23. As per claim 18, Ruszczyk teaches the system of claim 14 as described above. Ruszczyk 
further teaches the system wherein one or mission measures further comprise measures selected 
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from the group consisting of a time measure, a transaction measure, a financial measure, a 
physical measure, a satisfaction measure and combinations thereof (see discussion supra \ 10). 

24. As per claim 1 9, Ruszczyk teaches the system of claim 1 4 as described above. Ruszczyk 
further teaches the system wherein identifying data, information and knowledge that is relevant 
to an entity context further comprises the development of indices for aspects of context selected 
from the group consisting of physical, tactical, instant, organization, mission, social 
environment, lexical, temporal and combinations thereof (Ruszczyk, Fig. 4, refs. 64, 68, data 
packets are indexed via guaranteed and weighted round robin schedulers based on their priority). 

25. As per claim 20, Ruszczyk teaches the system of claim 14 as described above. Ruszczyk 
further teaches the system wherein an entity is selected from the group consisting of individual, a 
team, a division, an organization, an organization combination and combinations thereof (see 
discussion supra f 18). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin M. Pats whose telephone number is 571-270-1363. The 
examiner can normally be reached on Monday through Friday, 8:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Nolan can be reached on 571-272-0847. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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DETAILED ACTION 

Notice to Applicant 

1 . The following is a Final, second office action. In response to Applicant's communication 
of 2/13/07, Applicant has cancelled claims 1-20. Applicant has added claims 20-36. Claims 20- 
36 are pending in this application and have been rejected below. 
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Response to Amendment 



Claim Rejections - 35 USC §101 

2. The rejection of claims 1-13 under 35 U.S.C. 101 is hereby withdrawn in light of 
Applicant's cancellation of these claims. 

Claim Rejections - 35 USC § 102 

3. The rejection of claims 1-20 under 35 U.S.C. 102 is hereby withdrawn in light of 
Applicant's cancellation of these claims. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U S C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

5. Claims 21-36 are rejected under 35 U.S.C. 102(e) as being anticipated by Chidlovskii et 
al., U.S. Patent No. 6,327,590 [hereinafter Chidlovskii]. (see attached PTO-892, 4/30/07, 
reference A) 

6. As per claim 21, Chidlovskii teaches a method of prioritizing search results, comprising: 
accessing a profile for a user (Chidlovskii, Fig. 2, ref. 50, User Profile); receiving a search query 
from the user (Chidlovskii, Fig. 2, ref. 102, Query); identifying a set of search result documents 
that match the search query (Chidlovskii, Fig. 2, ref. 80, META - Search Engine), prioritizing 
the set of search result documents based on the user profile (Chidlovskii, Fig. 2, ref. 124, Ranked 
Documents), and displaying a prioritized set of search results to the user (id., see arrow of ranked 
documents going to the user 100; Fig. 1, refs. 1 14, 116), where a profile for a user further 
comprises a user context (Chidlovskii, col. 4, lines 19-22). This rejection also applies to the 
system of claim 28. 
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7. As per claim 22, Chidlovskii teaches the method of claim 21 as described above. 
Chidlovskii further teaches wherein a user is selected from the group consisting of an individual, 
a group, a team, a division, an organization and combinations thereof (Chidlovskii, Fig. 2, refs. 
130, Community, 120, Community Manager, 100, User; col. 4, lines 58 — 61). This rejection also 
applies to the system of claim 27 and the computer program product of claim 32. 

8. As per claim 23, Chidlovskii teaches the method of claim 21 as described above. 
Chidlovskii further teaches wherein a user context further comprises a one or more mission 
measures (Chidlovskii, col. 2, lines 44-46, "Preferably, the context profile is a user profile or a 
community profile, which includes a hierarchical set of terms that have been rated by the user or 
community") and a plurality of administrative context layers where each administrative context 
layer further comprises one or more components of context (Chidlovskii, col. 2, lines 40-43, 
"The user's context profile may include, for example, the user's identity, the community or set of 
communities applicable to the search, and the point of view the user wishes to adopt") 

where a plurality of administrative context layers are selected from the group consisting of 
physical, tactical, social environment and combinations thereof (id.), and where one or 
components of context are selected from the group consisting of actions, characteristics, 
commitments, elements, events, factors, keywords, links, location, transactions and combinations 
thereof (id.). This rejection also applies to the system of claims 29 and 30, and the computer 
program product of claims 33-35. 
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9. As per claim 24, Chidlovskii teaches the method of claim 23 as described above. 
Chidlovskii further teaches wherein events are selected from the group consisting of prior search 
queries, prior document reviews, a failure to review documents from prior search queries, prior 
URL visits, scrolling during prior URL visits, a failure to review URL's from prior search 
queries, prior transactions and combinations thereof (Chidlovskii, col. 4, lines 47-54, 
"Additionally, the extended system may include wrappers that allow the profilers to extract 
document content (or document reference, such as its URL), user, community and rating 
information from the document collections and wrappers that allow the search pre-processor to 
submit queries to the search engine and the search post-processor to extract the results."). 

10. As per claim 25, Chidlovskii teaches the method of claim 21 as described above. 
Chidlovskii further teaches wherein identifying and ranking a set of search result documents that 
match a query further comprises: developing a plurality of indices for each of one or more 
context layers associated with said user (Chidlovskii, col. 9, lines 8-20, describing the relevance 
formula), and identifying and prioritizing a set of search result documents using one or more of 
said indices (Chidlovskii, col. 9, line 20-21, "Then, documents are sorted based on their 
calculated rank values and presented to user). This rejection also applies to the computer 
program product of claim 36. 

11. As per claim 26, Chidlovskii teaches a search engine system, comprising: 

one or more central processing units for executing programs (Chidlovskii, Fig. 2, refs. 30, 40); an 
interface for receiving event messages (Chidlovskii, Fig. 1, refs. 1 14, 1 16); and a search engine 
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module executable by the one or more central processing units (Chidlovskii, Fig. 2, ref. 80), the 
module comprising instructions for performing a search ranking method, the method steps 
comprising: aggregating a plurality of user-related data from a plurality of data sources ("The 
API or the wrapper generates "meta-data" which is used by the profilers to construct and to 
incrementally update the user and community profiles from the set of documents relevant to the 
user and in the context of the community ."); developing a profile for a user using at least a 
portion of said data (id.), receiving a search query from the user (Chidlovskii, Fig. 2, ref. 102, 
Query), and identifying and prioritizing a set of search result documents that match the search 
query (Chidlovskii, Fig. 2, ref. 80, META - Search Engine, ref. 124, Ranked Documents); and 
displaying a set of prioritized search results using an electronic display where a profile for a user 
further comprises a user context, and where a user context further comprises one or more mission 
measures and a plurality of administrative context layers where each administrative context layer 
further comprises one or more components of context (id., see arrow of ranked documents going 
to the user 100; Fig. 1, refs. 1 14, 1 16. See also discussion supra TJ claim 23) This rejection also 
applies to the computer program product of claim 3 1 . 

12. Claims 27, 28, 29, 30, 3 1, 32, 33, 34, 35, and 36 recite substantially similar limitations to 
claims 22, 21, 23, 23, 26, 22, 23, 23, 23, and 25 respectively and are therefore rejected using the 
same art and rationale set forth above. 
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Response to Arguments 

13. Applicant's arguments with respect to claims 1-20 have been considered but are moot in 
view of the new ground(s) of rejection. 

14. With respect to applicant's statement under 37 C.F.R. 1.111, Examiner has considered 
the position of the applicant and finds its remarks to be sufficient in terms of submission 
requirements. 

15. With respect to applicant's request for affidavits under 37 C.F.R. 1.104, Examiner has 
considered the request. The passage relied upon by applicant applies to the situation in which the 
examiner has relied upon personal knowledge in making a prior art rejection of the claimed 
subject matter. This passage has no application to classification selection, which is an internal 
matter decided by USPTO officials. 
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Conclusion 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office Action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

A. Ford, et al, U.S. Patent No. 6,963,867 [hereinafter Ford], (see attached PTO-892, 
4/30/07, reference B) 

B. Sutcliffe et al., U.S. Patent No. 6,249,282 [hereinafter Sutcliffe]. (see attached 
PTO-892, 4/30/07, reference C) 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin M. Pats, Esq. whose telephone number is 571-270-1363. 
The examiner can normally be reached on Monday through Friday, 8:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 571-272-6729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Status 

1)E3 Responsive to communication(s) filed on 15 July 2007 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 21-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) 21-40 and 42 is/are rejected. 

7) £R] Claim(s) 4± is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 
1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1. 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed, on 6/17/07 has been entered. On 6/17/07, Applicant 
amended claims Applicant has amended claims 23-26, 28-31, and 33-36. Applicant added 
claims 37— 41 . On 7/15/07, Applicant amended claim 40 and added claim 42. Claims 1-20 
remain cancelled. Amendments on 7/15/07 to the specification have also been entered. 
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Claim Objections 

2. Claim 23 is objected to because of the following informalities: there should be a comma 
following each of the phrases "one or more priorities" and "one or more mission measures". 
Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 21-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Chidlovskii. 
{see PTO-892, 4/30/07, reference A) 

5. As per claim 21, Chidlovskii teaches a method of prioritizing search results, comprising: 
accessing a profile for a user (Chidlovskii, Fig. 2, ref. 50, User Profile); receiving a search query 
from the user (Chidlovskii, Fig. 2, ref. 102, Query); identifying a set of search result documents 
that match the search query (Chidlovskii, Fig. 2, ref. 80, META - Search Engine), prioritizing the 
set of search result documents based on the user profile (Chidlovskii, Fig. 2, ref 124, Ranked 
Documents), and displaying a prioritized set of search results to the user {id., see arrow of ranked 
documents going to the user 100; Fig. 1, refs. 1 14, 1 16), where a profile for a user further 
comprises a user context (Chidlovskii, col. 4, lines 19-22, "System .... applies a predetermined 
user context profile to determine the context of the search query"). This rejection also applies to 
the system of claim 28. 
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6. As per claim 22, Chidlovskii teaches the method of claim 21 as described above. 
Chidlovskii further teaches wherein a user is selected from the group consisting of an individual, 
a group, a team, a division, an organization and combinations thereof (Chidlovskii, Fig. 2, refs. 
130, Community, 120, Community Manager, 100, User; col. 4, lines 58-61). This rejection also 
applies to the system of claim 27 and the computer program product of claim 32. 
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Claim Rejections - 35 {JSC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 23-40, 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chidlovski in view of Szabo, U.S. Patent App. Pub. No. 2007/0156677. {see attached PTO-892, 
reference A) 

9. As per claim 23, Chidiovskii teaches the method of claim 21 as described above. 
Chidlovskii does not explicitly teach wherein a user context further comprises a mission oriented 
user context comprised of one or more keywords, one or more priorities, one or more mission 
measures and one or more context layers. Szabo teaches this (Szabo, H 0097, "Therefore, any 
such profile is acquired in a goal-dependent or context sensitive manner "; U 0352, discussing the 
use of concepts and keywords to find the preferences of the user) where context layers are 
selected from the group consisting of physical, tactical, social environment, organization, instant 
and combinations thereof (id.; U 0253, discussing social environment context layer, specifically 
online communities). It would have been obvious to one having ordinary skill in the art at the 
time of the invention to modify the method of Chidlovskii to include the teaching of Szabo for 
the benefit of focusing the scoring or ranking process so as to reflect the goals of the user, thus 
producing a more accurate overall result. 
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10. As per claim 24, Chidlovskii in view of Szabo teaches the method of claim 23 as 
described above. Szabo further teaches wherein a physical context layer contains information 
about physical status, a location and one or more performance characteristics for each of one or 
more user related elements fl| 0091, "The scope of the user model may include . . . physical 
impairments"; 1J0387, discussing user entering a virtual physical reality; H 0401, discussing the 
physical interrelation between hyperlinks. Note here that because contexts in independent claim 
23 are recited in the alternative as a Markush group, any one type of context can enable the 
method to operate fully. Thus, Examiner has chosen to examine the social environment context 
and thus, there is no need to address the other types of contexts as currently claimed ). It would 
have been obvious to one having ordinary skill in the art at the time of the invention to modify 
the method of Chidlovskii to include the teaching of Szabo (see discussion supra 1 9) 

11. As per claim 25, Chidlovskii in view of Szabo teaches the method of claim 21 as 
described above. Chidlovskii further teaches wherein identifying and ranking a set of search 
result documents that match a query further comprises: developing a plurality of indices for each 
of one or more context layers associated with a user context (Chidlovskii, col. 9, lines 8-20, 
describing the relevance formula), and identifying and prioritizing a set of search result 
documents using one or more of said indices (Chidlovskii, col. 9, line 20-21, "Then, documents 
are sorted based on their calculated rank values and presented to user). 

12. As per claim 26, Chidlovskii teaches a search engine system, comprising: 

one or more central processing units for executing programs (Chidlovskii, Fig. 2, refs. 30, 40); an 
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interface for receiving event messages and connecting with a plurality of data sources 
(Chidlovskii, Fig. 1, refs. 1 14, 116); and a search engine module executable by the one or more 
central processing units (Chidlovskii, Fig. 2, ref. 80), the module comprising instructions for 
performing a search ranking method, the method steps comprising: aggregating a plurality of 
user-related data from a plurality of data sources ("The API or the wrapper generates "meta-data" 
which is used by the profilers to construct and to incrementally update the user and community 
profiles from the set of documents relevant to the user and in the context of the community."); 
developing a profile for a user using at least a portion of said data (id.), receiving a search query 
from the user (Chidlovskii, Fig. 2, ref 102, Query), and identifying and prioritizing a set of 
search result documents that match the search query (Chidlovskii, Fig. 2, ref. 80, META - Search 
Engine, ref. 124, Ranked Documents); and displaying a set of prioritized search results using an 
electronic display where a profile for a user further comprises a user context that is used to 
prioritize the set of search result documents, (id., see arrow of ranked documents going to the 
user 100; Fig. 1, refs. 1 14, 1 16. See also discussion supra 1J 9). Chidlovskii does not explicitly 
teach the user context being "mission-oriented" where a mission-oriented user context further 
comprises one or more mission measures and a plurality of context layers. Szabo teaches this 
(see discussion supra U 9). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the method of Chidlovskii to include the teaching of Szabo 
(id.). 

13. Claim 27 recites substantially similar limitations to claim 22 and is therefore rejected 
using the same art and rationale set forth above. 
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14. As per claim 28, Chidlovskii in view of Szabo teaches the search engine of claim 26 as 
described above. Szabo further teaches wherein each of one or more mission measures further 
comprise any quantifiable measure (Szabo, U 0255, discussing quantifiable measurement 
techniques; see also ^ 0406). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the method of Chidlovskii to include the teaching of Szabo 
{see discussion supra ^ 9). 

15. Claim 29 recites substantially similar limitations to claim 23 and is therefore rejected 
using the same art and rationale set forth above. 

16. As per claim 30, Chidlovskii in view of Szabo teaches the search engine of claim 29 as 
described above. Szabo further teaches wherein a tactical context layer contains information 
about user related actions, procedures, priorities, commitments and events (Szabo, f 0090, User 
Modeling; \ 0094-95. Moreover, since Examiner has not chosen tactical context layer for 
examination, this limitation does not effectively further limit the claim. See discussion supra f 
10, regarding applicant's use of alternative language and Examiner's choice of the 'social 
environment' context layer). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the method of Chidlovskii to include the teaching of Szabo 
{see discussion supra | 9). 

17. Claims 3 1 and 32 recite substantially similar limitations to claims 26 and 22 respectively 
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and are therefore rejected using the same art and rationale set forth above. 

18. As per claim 33, Chidlovskii in view of Szabo teaches the computer program product of 
claim 31, where a user context further comprises a mission oriented user context comprised of 
one or more mission measures and a plurality of context layers that include an organization 
context layer where an organization context layer includes information about the inter- 
relationship between factors, elements and actions associated with the user 0291-93. 
Moreover, since Examiner has not chosen organization context layer for examination, this 
limitation does not effectively further limit the claim. See discussion supra U 10, regarding 
applicant's use of alternative language and Examiner's choice of the 'social environment' 
context layer). It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the method of Chidlovskii to include the teaching of Szabo (see 

di scu s si on supra ^ 9) . 

19. Claims 34, 35, and 36 recite substantially similar limitations to claims 23, 28, and 25 
respectively and are therefore rejected using the same art and rationale set forth above. 

20. As per claim 37, Chidlovskii in view of Szabo teaches the computer program product of 
claim 31 as described above. As per the purported limitations of claim 31— wherein an instant 
context layer further comprises information about a short-term impact of each of one or more 
actions, a short term impact of each of one or more events and an expected short term impact of 
each of one or more of commitments — Examiner has not chosen instant context layer for 
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examination. Thus, this limitation does not effectively further limit the claim. See discussion 
supra U 10, regarding applicant's use of alternative language and Examiner's choice of the 'social 
environment' context layer). 

21. Claim 38 recites substantially similar limitations to claim 26 and is therefore rejected 
using the same art and rationale set forth above. 

22. As per claim 39, Chidlovskii in view of Szabo teaches the method of claim 38 as 
described above. Szabo further teaches wherein a set of social environment information further 
comprises information about factors in the social environment in which the user is completing 
actions (see discussion supra ^ 9). It would have been obvious to one having ordinary skill in the 
art at the time of the invention to modify the method of Chidlovskii to include the teaching of 
Szabo (id.). 

23. Claims 40 and 42 recite substantially similar limitations to claims 26 and 23 respectively 
and are therefore rejected using the same art and rationale set forth above. 
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I Response to Arguments 

24. Applicant's arguments filed 7/15/07 have been fully considered but they are not 
persuasive. Applicant states that Chidlovski does not teach a profile for a user that comprises a 
user context. However, this limitation is explicitly taught by Chidlovskii at col. 4, lines 19-22, 
"System .... applies a predetermined user context profile to determine the context of the search 
query". Examiner further notes that applicant has not set forth in its specification the requisite 
clarity, deliberateness and precision so as to trigger special definitions for user context. "The 
patentee's lexicography must, of course, appear 'with reasonable clarity, deliberateness, and 
precision' before it can affect the claim." Renishaw PLC v. Marposs Societa' per Azioni, 158 
F.3d 1243, 1249, 48 USPQ2d 1117, 1121 (Fed. Cir. 1998) citing In re Paulsen, 30F.3d 1475, 
1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994). Thus, Examiner has reasonably interpreted these 
terms to include verbatim usage of the term within the search query relevance and ranking field 
of invention. 
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Allowable Subject Matter 
25. Claim 41 is objected to as being dependent upon a rejected base claim, but, dependent 
upon applicant's response to the request for information under 37, C.F.R. 1 . 105, could be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. Examiner requests that Applicant respond fully to the attached request 
for information under 37 C.F.R. 1.105 below. 
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Requirement for Information under 37 CFR 1.105 



26. The following is a quotation of 37 CF R. 1.105: 

(a)(1) In the course of examining or treating a matter in a pending or abandoned 
application filed under 35 U.S.C. Ill or 371 (including a reissue application), in a patent, 
or in a reexamination proceeding, the examiner or other Office employee may require the 
submission, from individuals identified under § 1.56(c), or any assignee, of such 
information as may be reasonably necessary to properly examine or treat the matter, for 
example: . . . (vii) In Use : Identification of any use of the claimed invention known to 
any of the inventors at the time the application was filed notwithstanding the date of the 
use. 



Applicant and the assignee of this application are required under 37 CFR 1 . 105 to 
provide the following information that the examiner has determined is reasonably necessary to 
the examination of this application: 

Applicant has included in his recitation of claim 41 a formula defining relevance for a 
word in a search query: 

SQRT (N -(nm 1 - n'm))/SQRT ((n+n')(n+m)(n , +m l )(m+m')) 
where N is the total number of phrases, 

where n is the number of relevant phrases where the word appears, 
where n' is the number of irrelevant phrases where the word appears, 
where m is the number of relevant phrases where the word does not appear, 
where m' is the number of irrelevant phrases where the word does not appear, and 
where a relevant phrase is a phrase that contains one or more keywords. 

Examiner requests that Applicant provide all known information as to the source of this 
formula — for example, whether it was taken from a . textbook, printed publication, or other form 
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of prior art, or whether it was derived solely by the applicant and is thus considered his own 
work. 

Applicant is reminded that failure to fully reply to this requirement for information will 
result in a holding of abandonment. 

The applicant is also reminded that the reply to this requirement must be made with 
candor and good faith under 37 CFR 1.56. Where the applicant does not have or cannot readily 
obtain an item of required information, a statement that the item is unknown or cannot be readily 
obtained may be accepted as a complete reply to the requirement for that item. 

This requirement is an attachment of the enclosed Office action. A complete reply to the 
enclosed Office action must include a complete reply to this requirement. The time period for 
reply to this requirement coincides with the time period for reply to the enclosed Office action. 
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Conclusion 

27. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

A. Turnbull et al, U.S. Patent App. Pub. No. 2002/0103789. (see attached PTO-892, 
reference B) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin M. Pats whose telephone number is 571-270-1363. The 
examiner can normally be reached on Monday through Friday, 8:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 571-272-6729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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DETAILED ACTION 

Notice to Applicant 

1 . The following is a non- final office action. In response to Examiner's communication of 
9/18/07, Applicant, on 12/7/07, amended claims 21, 23, 25, 26, 31-38, 40-42. Applicant also 
added claim 43. Applicant further amended the specification on 12/17/07; these amendments 
have been entered. Claims 21-43 are pending in this application and have been rejected below. 
Information Disclosure Sheet filed 12/17/07 has been considered. 
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Response to Requirement and Amendment 

2. Applicant's submission of 12/17/07 regarding the requirement for information under 37 
C.F.R. 1.105 is noted. 

3. The objection to claims 23 and 41 are hereby removed in light of Applicant's 
amendments of 12/7/07 and remarks of 12/17/07 respectively. 
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Allowable Subject Matter 

4. The indicated allowability of claim 41 is withdrawn in view of the newly discovered 
reference(s) supplied by Applicant on 12/17/07 regarding the relevance formula at issue. 
Rejection based on the newly cited reference(s) follow. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 21-22, and 38-39 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gauch and Pretschner, Ontology Based Personalized Search, Proceedings of the 1 1 th IEEE 
Conference on Tools with Artificial Intelligence, Chicago, IL, 1 1/9/99-1 1/1 1/99 [hereinafter 
Gauch]. {see attached PTO-892, page 1, reference U). 

7. As per claim 21, Gauch teaches a computer implemented method of prioritizing search 
results, comprising: collecting and preparing data and documents from a plurality of data 
sources, including user related data, external data and Web data for use in processing (pg. 1, 
Introduction, "Search engines index millions of documents on the Internet and allow users to 
enter keywords to retrieve documents that contain these keywords"), developing a context for a 
user that identifies a relative importance of one or more elements and one or more external 
factors to the user by analyzing the user related data and documents (pg. 2, 4. User Profiles, pg. 
3, Creation and Maintenance), receiving a search query and one or more keywords from the user 
(pg. 5, Improving Search Results, "when entering a query into a search engine such as AltaVista, 
too many results are retrieved," "48 query results have been judged by 16 users, the judgment 
being either 'relevant' or 'irrelevant'"), identifying and prioritizing a set of search result 
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documents that match the search query using the one or more keywords and the context (pg. 5-6, 
5.1 Re -Ranking; pg. 6, 5.3 Filtering; see also Figs. 3-6, showing relevancy improvement 
percentages based on Re-ranking and Filtering), and displaying a prioritized set of search results 
to the user where a priority of a document is determined by a number of relevant phrases and 
irrelevant phrases it contains ("Filtering systems determine which documents in the results sets 
are relevant and which are not. This is usually done by comparing the documents to a list of 
keywords that describe a user or a set of documents that the user previously judged relevant or 
irrelevant, respectively. Good filters filter many non-relevant documents and do keep the 
relevant ones in the results set.") and one or more factors selected from the group consisting of 
the importance to the user of the elements associated with one or more words in the document, 
the importance to the user of the external factors associated with one or more words in the 
document and combinations thereof, and where a relevant phrase is a phrase that contains one or 
more keywords (id., pg. 1, "A system is developed that "watches over the shoulder" of a user 
while he is surfing the Web. A user profile is created over time by analyzing surfed pages to 
identify their content and by associating that content with the length of the document and the 
time that was spent on it. When pages about certain subjects are visited again and again, this is 
taken as an indication of the user's interest in that subject."; pg. 1, "This paper studies ways to 
model a user's interests and shows how these models - also called profiles - can be deployed for 
more effective information retrieval and filtering."). 
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8. As per claim 22, Gauch teaches the method of claim 21 as described above. Gauch 
further teaches wherein a user is selected from the group consisting of an individual, a group, a 
team, a division, an organization and combinations thereof (pg. 1, "Presumably, information 
retrieval will be more effective if individual users' idiosyncrasies are taken into account."). 



9. As per claim 38, Gauch teaches [a computer implemented method of prioritizing search 
results, comprising: aggregating a plurality of user-related data, external data and Web data from 
a plurality of data sources; developing a context for a user by analyzing the user related data, 
receiving a search query and one or more keywords from the user, identifying and prioritizing a 
set of search results that match the search query based on the user context and the one or more 
keywords, and displaying a prioritized set of search results to the user] (see discussion supra ^ 7) 
[where a user context further comprises a mission oriented user context comprised of a set of 
mission context information and one or more sets of information selected from the group 
consisting of tactical context information, social environment information, instant impact 
information, physical status information, organization information and combinations thereof that 
identifies a relative importance of the elements and the external factors to the user] (see 
discussion infra If 13) [where a priority of a piece of data is determined by a number of relevant 
phrases and irrelevant phrases it contains, the importance to the user of one or more elements 
associated with the one or more words in the piece of data and the importance to the user of one 
or more external factors associated with the one or more words in the piece of data, and where a 
relevant phrase is a phrase that contains one or more keywords] (see discussion supra \ 7). 
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10. As per claim 39, here that because the sets of context information in independent claim 
38 are recited in the alternative as a Markush group, any one set of context can enable the 
method to operate fully. Thus, Examiner has not chosen to examine the social environment 
context, focusing on the physical, tactical, and organization and thus, there is no need to address 
the social environment context as currently claimed. Therefore, the claim stands rejected via the 
art and rationale applied to claim 38 above. 
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Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 23-24, 3 1-35, 37, and 40-43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gauch. 

13. As per claim 23, Gauch teaches wherein a user context comprises a mission oriented user 
context comprising one or more priorities (pg. 3, 4.1. Creation and Maintenance, discussing the 
importance of particular measures in creating the user profile and evaluating user interest: "Four 
different combinations of time, length, and subject discriminators have been investigated. In the 
following discussion, time refers to the time a user spent on a given page, and length refers to the 
length of the page (i.e., the number of characters)", "In terms of convergence and search result 
improvements (see below), two functions have shown to be superior to the other two. These 
superior functions .... share the commonality of not heavily taking into account the length of a 
page.") and one or more mission measures (id., pg. 1, "This paper studies ways to model a user's 
interests and shows how these models - also called profiles - can be deployed for more effective 
information retrieval and filtering."; pg. 3, "In practice, these measures are modified to guarantee 
a positive interest value.") and one or more context layers where context layers are selected from 
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the group consisting of physical, tactical, social environment, organization, instant and 
combinations thereof (pg. 3, 4.1. Creation and Maintenance. Here there is a context layer 
regarding user interest based on time, length, and subject. This layer is (1) physical in nature 
because length refers to the physical status of the document; (2) tactical in nature because time 
refers to user's completed action in the form of a time commitment to a particular page; and (3) 
organizational in nature because subject is interrelationship based regarding the strength of 
match between document and category. Examiner notes that Applicant states in its specification, 
"It is worth noting at this point that the layers may be combined for ease of use, to facilitate 
processing or as organizational requirements dictate." Specification, 10/28/05, pg. 11-12). 

Although Gauch focuses on an improved hierarchical structure and does not explicitly 
state that its user context comprises keywords (pg. 2, User Profiles, "1 . hierarchically structured, 
and not just a list of keywords"), Gauch teaches that this technique is old and well known (pg. 2, 
Related Work, for example, "For each of the surfed pages a keyword vector is calculated. This 
page vector is compared with the keyword vectors associated with every node to calculate 
similarities. The nodes with the top matching vectors are assumed to be most related to the 
content of the surfed page. The accuracy of this text categorization algorithm was validated in 
[30]."). One of ordinary skill in the art would have recognized that applying the known technique 
of keyword analysis to Gauch's User Profile would have yielded predictable results and resulted 
in a more comprehensive system. The result is predictable because the level of ordinary skill in 
the art demonstrated by Gauch's summary of related work in the field shows the ability to 
incorporate such features into similar systems. Further, the addition of a keyword analysis would 
result in an improved system with a more robust analysis of a user's interests. 
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14. As per claim 24, Gauch teaches wherein a physical context layer contains information 
about a physical status {see discussion supra \ 13). Gauch does not explicitly teach the physical 
context layer containing a location and one or more performance characteristics for each of one 
or more user related elements. However, Official Notice is taken that location and performance 
characteristics were old and well known pieces of information used in context based data 
analyses. It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Gauch to include the teaching of Official Notice because these increasing 
the number of context parameters enables a more robust analysis and increases the chance of 
meeting mission objectives. 

15. As per claim 31, Gauch teaches [aggregating a plurality of user-related data, external data 
and Web data from a plurality of data sources; developing a context for a user that identifies a 
physical status and a relative importance of one or more elements and one or more external 
factors to the user by analyzing the user- related data, receiving a search query from the user 
identifying and prioritizing a set of search results that match the search query by using the one or 
more keywords and the context; and displaying a set of prioritized search results using an 
electronic display where a priority of a piece of data is determined by the importance to the user 
of the elements associated with the one or more words in the piece of data and factors selected 
from the group consisting of a number of relevant phrases and irrelevant phrases it contains, the 
physical status, the importance to the user of the external factors associated with the one or more 
words in the piece of data and combinations thereof, and where a relevant phrase is a phrase that 
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contains one or more keywords] (see discussion supra If 7). Gauch does not explicitly disclose 
that this method is stored on a program storage device readable by a computer, tangibly 
embodying a program of instructions executable by at least one computer. However, Official 
Notice is taken that a computer readable medium comprising a computer program was old and 
well known in the art. It would have been obvious to one having ordinary skill in the art at the 
time of the invention to modify Gauch to include the teaching of Official Notice because 
computer readable mediums store large quantities of information and are very quickly 
processable. 

16. As per claim 32, Gauch teaches wherein a user is selected from the group consisting of an 
individual, a group, a team, a division, a company, an organization and combinations thereof (see 
discussion supra If 8). As per the limitation, wherein a program storage device comprises a 
plurality of intelligent agents, Gauch dislcoses that the use of intelligent agents in is old and well 
known via its related work review (pg. 2, "In addition to news filtering, Amalthaea [16] explores 
(autonomous) personalized data discovery on the Web."; "pg. 8, "Information discovery and 
filtering using multiagent evolving ecosystem. In Proc. 1st Intl. Conf. on the Practical 
Application of Intelligent Agents and Multi Agent Technology, London, 1996."). 

17. As per claim 33, Gauch teaches where a user context further comprises a mission 
oriented user context comprised of one or more mission measures and a plurality of context 
layers that includes an organization context layer (see discussion supra If 13, discussing mission 
oriented user context; see also infra U 25, especially rationale for rejection of a plurality of 
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context layers) where an organization context layer includes information about the inter- 
relationship between external factors, elements and actions associated with the user (see 
discussion supra If 13). 

18. Claims 34 and 35 recite limitations that stand rejected via the art citations and rationale 
applied to claims 23 and 28 respectively as discussed above. 

19. As per claim 37, the purported limitations — wherein an instant context layer further 
comprises information about a short-term impact of each of one or more actions, a short term 
impact of each of one or more events and an expected short term impact of each of one or more 
of commitments — constitute nonfunctional descriptive material and should not be given 
patentable weight. This description of a context layer data amounts to mere labeling of data and 
does not functionally alter the relevancy based search query process of claim 3 1 . See MPEP 
2106.01 [R-5]. Nonfunctional descriptive material cannot lend patentability to an invention that 
would otherwise have been anticipated by the prior art. When descriptive material is not 
functionally related to the substrate, the descriptive material will not distinguish the invention 
from the prior art in terms of patentability (see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994)). 

20. Claim 40 recites limitations that stand rejected via the art citations and rationale applied 
to claim 3 1 as discussed above. 
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21. As per claim 4 1 , Gauch teaches wherein one or more keywords are used to enable an 
identification of a relevance and one or more associations for each of a plurality of words in a 
document (see discussion supra \ 7) but does not explicitly teach where a relevance for a word is 
identified by using the formula: SQRT (N * (nm' - n'm))/SQRT ((n+n')(n+m)(n*+m , )(m+m*)) 
where N is the total number of phrases, where n is the number of relevant phrases where the 
word appears, where n' is the number of irrelevant phrases where the word appears, where m is 
the number of relevant phrases where the word does not appear, where m' is the number of 
irrelevant phrases where the word does not appear, and where a relevant phrase is a phrase that 
contains one or more keywords. However, Applicant has admitted that this formula was publicly 
available at the time of invention and is thus prior art (Remarks, 12/17/07, pg. 7, citing Amini et 
al, Stochastic Models for Surface Information Extractions in Texts, ICANN 1999; pg. 892-897, 
pg. 893 volume 2, University of Paris, France (see attached PTO-892, page 1, reference V)). It 
would have been obvious to modify Gauch to include the teaching of admitted prior art because 
the known modeling techniques used by Applicant are trainable, robust, and can take into 
account different constraints which allow for integration with more complex information 
retrieval and text mining systems. 

22. Claims 42 and 43 recite limitations that stand rejected via the art citations and rationale 
applied to claims 23 and 32, respectively, as discussed above. 
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23. Claims 25-30, and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gauch in view of Theobald and Weikum, The Index-Based XXL Search Engine for Querying 
XML Data with Relevance Ranking, pg. 477-95, Proceedings of the 8th International Conference 
on Extending Database Technology: Advances in Database Technology, March 25-27, 2002 
[hereinafter Theobald], {see attached PTO-892, page 1, reference W) 

24. As per claim 25, Gauch does not teach wherein identifying and prioritizing a set of search 
result documents that match a query further comprises: developing a plurality of indices for each 
of one or more context layers associated with a user context, and identifying and prioritizing a 
set of search result documents using one or more of said indices. Theobald teaches this in the 
analogous art of relevance ranking of search query documents (Theobald, pg. 484, "We use three 
index structures, element path index (EPI), element content index (ECI), and ontology index 
(01), which are described in the subsequent subsections."; pg. 487, Query Processing, "For each 
subquery, subgraphs of the data graph that match the query graph are computer, exploiting the 
various indexes to the best possible extent"; see also pg. 488-89, 4.3 Index-Based Subquery 
Evaluation). It would have been obvious to one having ordinary skill in the art to modify Gauch 
to include the teaching of Theobald because "ontological information and suitable index 
structures are used to improve the search efficiency and effectiveness." (Theobald, Abstract) 

25. As per claim 26. Gauch teaches instructions for performing a search ranking method, the 
method steps comprising: [aggregating a plurality of user-related data, external data and Web 
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data from a plurality of data sources; developing a context for a user that identifies a physical 
status and a relative importance of one or more elements and one or more external factors to the 
user by analyzing the user-related data, receiving a search query and one or more keywords from 
the user, and identifying and prioritizing a set of search result documents that match the search 
query by using the one or more keywords and the context; and displaying a set of prioritized 
search results using an electronic display where a priority of a piece of data is determined by the 
importance to the user of the external factors associated with the one or more words in the piece 
of data and factors selected from the group consisting of a number of relevant phrases and 
irrelevant phrases it contains, the importance to the user of the elements associated with the one 
or more words in the piece of data, the physical status and combinations thereof, where a 
relevant phrase is a phrase that contains one or more keywords] (see discussion supra U 7), and 
where a context for a user further comprises a mission-oriented user context comprising one or 
more mission measures and a context layer, (see discussion supra U 13). Gauch does not 
explicitly teach a plurality of context layers. However, adding a context layer with the same 
functionality is considered to be the equivalent of duplicating a part for multiple effect. Mere 
duplication of parts has no patentable significance unless new and unexpected result is produced. 
See In re Harza, 124 USPQ 378 (CCPA 1960). Additionally, Applicant's division of readily 
available context information into a plurality of layers is considered the equivalent of making 
parts separable. Because Gauch discloses the contextual information and associate function 
provided by a plurality of Applicant's context layers, and constructing a formerly integral 
structure in various elements involves only routine skill in the art, it would have been obvious to 
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one having ordinary skill in the art to modify Gauch accordingly to achieve a predictable result. 
See In re Dulberg, 129 USPQ 348, (CCPA 1961). 

As per the hardware of claim 26, Gauch teaches a search engine system (pg. 1, "Search 
engines index millions of documents on the Internet and allow users to enter keywords to 
retrieve documents that contain these keywords.") but does not explicitly enumerate its structure 
of one or more central processing units for executing programs; an interface for receiving event 
messages and connecting with a plurality data sources; and a search engine module executable 
by the one or more central processing units. Theobald teaches this (pg. 490, 5. Architecture of 
the XXL Search Engine, Fig. 7). It would have been obvious to one having ordinary skill in the 
art at the time of the invention to modify Gauch to include the teaching of Theobald because 
computerized systems are able to quickly analyze large quantities of data with relatively few 
errors and allow the user to guide and understand such analysis via a user interface. 

26. As per claim 27, Gauch teaches wherein a user is selected from the group consisting of an 
individual, a group, a team, a division, a company, an organization and combinations thereof {see 
discussion supra Tf 7). 

27. As per claim 28, Gauch teaches wherein each of one or more mission measures further 
comprise any quantifiable measure (Gauch, Figs. 3-6, showing interest values relating to 
relevancy and irrelevancy of a search query produced document). 
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28. As per claim 29, Gauch teaches wherein a plurality of context layers are selected from the 
group consisting of physical, tactical, social environment, instant, organization and combinations 
thereof (see discussion supra Tf 13). 

29. As per claim 30, Gauch teaches wherein a tactical context layer contains information 
about user related actions, procedures, priorities, commitments and events (id.). 

30. Claim 36 recites limitations that stand rejected via the art citations and rationale applied 
to claim 25 as discussed above. 
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Response to Arguments 

3 1 . Applicant's arguments with respect to claims 2X-A2 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Conclusion 

32. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

A. Embley et al, Conceptual-model-based data extraction from multiple-record Web 
pages, Data & Knowledge Engineering 3 1 (1999), pg. 227-251. {see attached PTO-892, page 1, 
reference X) 

B. Chiang et al., A smart web query method for semantic retrieval of web data, Data 
& Knowledge Engineering 38 (2001), pg. 63-84. (see attached PTO-892, page 2, reference U) 

C. Roitblat, U.S. Patent No. 6, 1 89,002. (see attached PTO-892, page 1 , reference A) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN M. PATS whose telephone number is (571)270-1363. 
The examiner can normally be reached on Monday through Friday, 8:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 571-272-6729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Justin M. Pats/ 
Examiner, Art Unit 3623 
/Jonathan G. Sterrett/ 
Primary Examiner, Art Unit 3623 
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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 06 May 2007 . 
2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |El Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [>3 Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1 -20 are pending in the instant application. 

2. The IDS filed 5/01/06 and the IDS filed 3/1 1/07 has been considered and 
entered. 

Abstract 

3. The Abstract of the disclosure is objected to for the following: The abstract is not 

descriptive and long enough. 

Abstract of the Disclosure : See MPEP § 608.01 (f). A brief narrative of the 
disclosure as a whole in a single paragraph of 150 words or less 
commencing on a separate sheet following the claims. In an international 
application which has entered the national stage (37 CFR 1.491(b)), the 
applicant need not submit an abstract commencing on a separate sheet if 
an abstract was published with the international application under PCT 
Article 21 . The abstract that appears on the cover page of the pamphlet 
published by the International Bureau (IB) of the World Intellectual 
Property Organization (WIPO) is the abstract that will be used by the 
USPTO. See MPEP § 1893.03(e). 

C/a/7n Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1, 3, 4, 7, 8, 9, 13, 15, 18, and 20 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 1 in the preamble recites "risk method comprising:". This is vague and 
indefinite as to what "risk method". Also claim 1 is indefinite because the metes and 
bounds of the claim cannot be determined as written. Suggestion for clarity: "An 
enterprise risk management method, comprising, aggregating data identifying a 
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plurality completing a series of tasks ..; identifying an optimal identifying an 
optimal mode ...; and reporting 

Claims 3, 4, 7, 8, 13-15, 18, and 20 have a similar problem. 

Claims 2-7, 9-14, and 16-19 are also rejected because of their dependency from 
a rejected base claim. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

7. Claims 1-20 are rejected under 35 U.S.C. 101 due to a lack of a tangible result. 
Under the Interim Guidelines for Examination of Patent Applications for Patent 

Subject Matter Eligibility, and eligible invention either "physically transforms an article or 
physical object to a different state or thing, or ... produces a useful, concrete and 
tangible result." If a claim is not directed to an article of physical object, then a relevant 
test for eligibility is whether the claimed invention as a whole is limited to a useful, 
concrete, and tangible result. 

The MPEP 2106 IV C (2) gives guidance to judge whether a result is useful, 
tangible and concrete. 

Claims 1-20 recite liabilities, insurance policy transactions, and measuring 
identified risks which can be on paper, which does not make it statutory. Thus, these 
recitations comprise "nonfunctional descriptive material. "Nonfunctional descriptive 
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material" includes but is not limited to music, literary works and a compilation or mere 
arrangement of data. 

Inquiries 

8. Any inquiry concerning this Communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
The examiner can normally be reached on Monday, Wednesday, and Thursday, 
5:30AM-3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

June 25, 2007 
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A SHOP TEN ED 5T41 UTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30} DAYS, 
f [ . < F, i - > .. < FROM THE MAILING DATE OF THIS COMMUN ; HON. 
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Status 



Responsive to communications) filed on 01 Jusy 2007 , 
2a;Q This action is FINAL, 2b)E3 This action is non-final. 

3) 0 Since this application is in condition. -for allowance except for forms! matters, prosecution as to the merits is 

closed In aecordanee with the: : practice* Under Ex parte Quaym WM 0,D. Ii , 455 0.(3, -21. 3, 

BispositiorrofCfalrrisi 

4) 0 Ciaim{s) 1-20 is/are pending in the application. 

4a' ) : Of i the above "claim (s.) : is/are withdrawn from consideration. 
■5J.Q eialmfel is7are : alfowed. 
: 6)11. Claim |S:):':lzM: : is/are : rej eeteel . 
7}Q Glaimfs) . is/are objected ■ to. 

8) D Cfaim{$}.^_„. are subject 

Application ; Papers 

9) D : The: specif (cation is. objected to by the Examiner. 

1: 0 ):f~l. The: drawl n q (si ■ f i led ■ o n ■ . : is/are: a)D accepted or bjQ objected to by the Examiner, 

Applicant may not request thai any objection to the dra.% ng«s) be held m abeyance See 37 CFR 1.S5;a;. 
Replacement drawing sheel(s) including the correction is required if the drawing's) is objected to. See 37 CFR 1.121(d). 

1 1 0 The oath or declaration 15 objected to by the Examiner. Note the attached Office Action or form PTO-1 52 

Priority under 3S {JiS.C § 119 

.'. _ •'• ' 3wled|ffle.ntis-madebfa claim for foreign priority under 35 U S.C. § 119(aHd}:0r|f)-. : 
■aQAiS &jE3.S'ome*vc|p:NQRe:df! 

1 . Q Certifiedicopies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. ___ 

3 D Copies of the certified copies of the priority documents nave been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* S - I rtachpd detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 1 1/360,087 Page 2 

Art Unit; 3894 

DETAILED ACTION 

1 , Claims 1-20 are pending. Claims 1, 19, and 20 have been amended in this 
eommtihicatic 1 1 filed 7/01/07 entered as Response After Non-Final Action. 

2, The objection to the abstract has been overcome by the Applicant's submission 
of a new abstract and is: hereby, withdrawn. 

3. The 35 USC 1 12, second paragraph rejections for claims 1 , 3, 4, 7-9, 13, 15, 18, 
and 20 have been overcome in the prior Office Action by Applicant's" amendment to the 
claims arid are hereby withdrawn. However, there are still remaining 35 USC 1 1 2* 
second-paragraph rejections as set forth here below. 

4. The'3S USC 101 'rejection still remains and is being expandedln thiS'Gffiee: 
Action as : set forthherei' below.: 

Gf&ttfi Objections 

Claims ■■'I and '15 are objected to because of the following, informalities:: Claim. 1, 
page 2, hne 4 recites ' more external factors on an enterprise financial This line 
should recite "more external factors on an enterprise's financial Claim 15, page 5, 
line 2 recites "A program: storage device readable by machine, tangibly embodying 
This line would be better-written as "A program storage device readable by a machine, 
tangibly embodying ..." Appropriate correction is required. 

Claim Rejections - 35 USC §112 
6, The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

1 1 u; " cation shall condude with one or more claims particularly pointing out and distinctly 
dairmn , ;n-_- subject matter which the applicant regards as his invention. 
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7. Claims 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
•i 1 1 ig to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites "... measuring a plurality of risks that may have an impact on a 
financial ... ". The use of the term "may" is not a positive recitation. in the claim because 
"may" does not mean that the risks will have an impact on a financial 

Claim Rejections - 35 USC § 101 
S, Claims 1 -20 are -rejected- -under 36 U.S.C. 101 because the' claimed 1 . invention is 
directed to non-statutory subject matter. Claims 1-20 are drawn to a method and 
eomipter rMdable: medium for performing enterprise risk management. It is unclear 
how the: objective of an Impact enterprise -financial performance, risk, and may: have, an 
imp-act by -the-: Applicants 5 : is achieved:. in the claim language: because the "first -claim: 
limitation in claim 1 recites "... an impact, an enterprise financial performance, risks, and 
may have an impact. These are all abstract ideas except the "may have" which is not 
concrete. What is the data? This can be any data management system since the data 
has not been identified as to whether it is enterprise data or financial performance data 
or risk data The term "measure" is indefinite and uncertain and not concrete, 
Management of said risk is an abstract idea and said measured risk is hot statutory with 
so many parameters making them abstract in the claim, Where and what are the tasks? 
I lis is vague and indefinite. The inputs are not defined in the claim because the portion 
is not selected or identified. The part is not defined which would make it concrete, 
i are is no concrete result, Therefore, the results cannot be relied upon. Management 
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said measured risk is indefinite and abstract. Does on having ordinary skill know what 
is meant by Management said measured risk? As such the claimed invention is 
directed to a , idlciai exception to 35 U.S.C. §101 (i.e. an abstract idea, natural 
phenomenon, or law of nature) and is not directed to a practical application of such 
judicial exception because the claims do not require any physical transformation and the 
invention as claimed does not produce a useful, concrete, and tangible result. 

Useful- must be specific, substantial and credible and specifically recited 

in the claim. If the claim is broad enough to not require a practical application, it must be 

rejected, 

Tangible- must be some "real-world" result, not abstract. 

Concrete - must have a result that can be substantially repeatable or the process must 
substantially produce the same result again Claiml does not produce tangible results, 
but merely determinations. These determinations might remain entirely inside the mind 
of the person doing the determining. These results are not tangible, thus not eligible 
subject matter, thus are rejected. 

Furthermore, Claims 1-20 do not necessarily affect the physical world. They lack a 
tc d concrete result, and are rejected as non-statutory subject matter. 

The Court of Appeals for the Federal Circuit issued opinions in State Street Bank & 

Trust Co. v. Signature Financial Group Inc.. 149 F. 3d 1368, 47 USPQ2d 1596 (Fed. 

Cir. 1998) and AT & T Corp.. v. Excel Communications, Inc., 172. F.3d 1352, 50 

USPQ2d 1447 (Fed-, Cir, 1999). These decisions explained that,, to. be eligible for patent 

protection, the claimed invention as a whole must accomplish a practical application . 

That is, it must produce a "useful, concrete and tangible result" State Street, 149 F.3d 

at 1373-74. 47 USPQ2d at 1601 o2. To satisfy section 101 requirements, the claim 

must be for a practical application of the 101 judicial exception, which can be identified 

in ai jus ways: (a) The claimed invention "transforms" an article or physical object to a 
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different state or thing, (b) The claimed invention otherwise produces a useful, concrete 
and tangible result, based on the factors discussed below. 

The USPTO's official interpretation of the utility requirement provides that the 
.- ty of an in ei lion has to be (i) specific, <ii> substantial and (Hi) credible. See MPEP § 
2107, 

The tangible requirement does require that the claim must recite more than a § 101 
judicial exception, in that the process claim must set forth a practical application of that 
§101 judicial exception to producer real-world result, Benson, 409 US, at 71-72, 175- 
USPQ: at 676-77 (invention ineligible because had "no substantial practical application ). 
Ills not clear : as : to 'What tangible result is produced by implementing the steps, of the 
■claim especially since there is no guarantee that implementing the steps ofthe: claims : 
Will result ; in:1he;:perfermance enterprise risk, 

Forain invention to produce a concrete" result, the process must .have a 'result: 
feat can be substantially repeatable or the process must substantially produce the same 
result again. In re Swarte. 232 F 3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) 
(where asserted result produced by the claimed invention is 1rreprQducible" the claim 
should be rejected under section 101). The opposite of "concrete" is unrepeatable or 
unpredictable:. 

There is no useful, concrete and tangible result produced from implementing the 
steps of the claimed invention. The dependent claims are rejected for the same reason 
a: id by way of dependency on a rejected independent claim. 

Inquiries 
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Any inquiry concerning this communication or earlier communications from the 
e <a niner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
I : i emmmm :an normally be reached on Monday, Wednesday, and Thursday 
5;3QAM-3;0GPM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammel! can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding, is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
■published applications, may be obtained from either Private PAIR or Public iPAIH. 
-Status informationTor'unpubiished applications is available through Private PAIR only. 
For more information. about the PAIR system, see http://pair-dlrect,usptO:,gov...Bhoutd 
you have questions on access to the Private PAIR system, contact the Electronic 
Bus : ,r,ess Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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